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PERSONAL LIABILITY OF CORPORATE OFFICERS AND 
SHAREHOLDERS FOR TRADEMARK INFRINGEMENT 
OR UNFAIR COMPETITION’ 


By Gerritt P. Groen* and Dean A. Olds* 


Perhaps the strangest phenomenon in present-day trademark 
practice is the frequent unwillingness on the part of the victims 
of unfair competition to assert their full rights against the in- 
fringer. There is a well-established rule of law which holds the 
officer or shareholder of a corporation personally responsible for 
the acts of the corporation which result in infringement or unfair 
competition. Yet, judging from reported decisions over the past 
two or three decades, this principle of law is seldom asserted. 
This is puzzling when one considers that in many cases where 
the plaintiff wins, the court opinions indicate that the defendants 
are relatively small and their acts of unfair competition appear 
to be deliberate. It is suggested that a more frequent assertion 
of the “personal liability” rule would be more effective than any 
injunction as an object lesson to potential future infringers. 

The courts are divided as to just what factors must be 
present before the corporate officer or shareholder will be held 
to personal liability. Almost all courts will find the officer or 
shareholder to be a joint tortfeasor with the corporation if two 
elements are present: 


1. The corporation is closely held, with the dominant con- 
trol in the hands of the officer or shareholder against whom per- 
sonal liability is sought; 


2. There has been a conscious and deliberate attempt to 
trade on another’s established good will. 


Very few courts require a third element to be present, 
namely, that the corporate structure is insolvent and unable to 
respond in damages for its act of unfair competition. 

t 7.124—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—DAMAGES. 

7.224—-REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES. 


* Members of the Illinois bar; members of the firm Byron, Hume, Groen & Clement, 
Chicago. 
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Before discussing these tests, a distinction should be drawn 
between a situation in which the officer or director has actually 
received a personal profit from the acts of the corporation, and 
the situation in which the officer or shareholder has simply directed 
the acts of the corporation and has not, up until that point, per- 
sonally received any profits from the infringement. 

In those situations in which the corporation is insolvent and 
the officer or shareholder has received some of the profits of 
the infringement, those profits can be traced under the general 
equitable principle of preventing a fraud on creditors and re- 
covered from him despite the fact that he is not proven to be a 
tortfeasor.’ Concealed profits can likewise be traced into the 
hands of directors and officers when it can be shown that the 
salaries or other remuneration received by such directors or 
officers were excessive. 

Assuming, however, that the officer or director is not per- 
sonally responsible for funds received by him, in preference to 
creditors, the next question which presents itself is whether the 
individual assets of the officer or director can be reached on the 
theory that the officer or director is a joint tortfeasor with the 
corporation in the act of unfair competition. The first test fre- 
quently applied by courts is the extent of control by the officer 
or shareholder over the affairs of the corporation. Where an in- 
dividual, or a group, has exercised personal dominance over the 
affairs of the corporation, then the corporation is a “mere shell” 
and the officers and directors, or the group, are individually liable 
for the acts of infringement which they direct.’ 

Mindful of the endless variety of disguises for chicanery in 
a small corporation, the courts have looked to many factors 
besides stock ownership in finding personal dominance. The fact 
that the director or officer was active in the organization of 
the corporation, as well as in the direction of its activities, has 
been commented on by the courts in several unfair competition 
actions.” The fact that the individual defendants personally 
financed the corporation, either by lending it money or by being 





1. Railroad Company v. Howard, 74 U.S. 392, 409 (1868) ; Weston Electrical Instru- 
ment Company Vv. Empire Electrical Instrument Company, 166 Fed. 867, 877 (Dicta) 
(S.D.N.Y., 1909), a patent infringement case. 

2. Prest-O-Lite Company v. Acetylene Welding Company, 259 Fed. 940, 9 TMR 
441 (D.C.N.J., 1919); National Cash Register Co. v. Leland, 94 Fed. 502 (C.C.A,. 1, 
1899). 

3. Denominational Envelope Company v. Duplex, 80 F.2d 186, 194 (C.C.A. 4, 
1935) ; Moseley v. United States Appliance Corporation, 155 F.2d 25 (C.C.A. 9, 1946) ; 
Adventures in Good Eating, Inc. v. Best Places to Eat, Inc., 131 F.2d 809, 811 (C.C.A. 
7, 1942). 
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the principal stockholders, has also been pointed to as evidence 
that the corporate structure was a mere dodge to avoid personal 
liability.*. Similar acts by officers or directors, such as holding 
a full power of attorney authorizing them to act in all matters 
pertaining to the company,’ ordering the agents of the corporation 
to commit the infringing act,® or just being the only stockholders 
in the corporation’ have been held to be sufficient for a finding of 
personal liability. 

In the 3rd Circuit, the courts have been particularly diligent 
in seeing to it that the small corporation is not used as a shield 
for the unscrupulous. The Hitchcock case, supra, found a cor- 
porate treasurer personally liable where he owned over 90% of 
the stock and directed the corporation to engage in the activity 
which infringed the patent in question. The interesting point 
about the Hitchcock case is that there was no showing in the 
record that the treasurer was aware that he was infringing 
the patent at the time he approved the plans for selling the in- 
fringing apparatus. Simply directing the corporate employees 
to act was enough. Very recently, the rule in the Hitchcock case 
was again approved in the 3rd Circuit in Admiral Corp. v. Price 
Vacuum Stores, supra. The Admiral case was a trademark and 
unfair competition case where the defendants sold vacuum clean- 
ers and electric sewing machines with a nameplate apMIRAL on 
them. The evidence indicated that the defendant’s salesman would 
palm off the machines as being made by the plaintiff. The court 
held the President of the defendant corporation personally liable 
“although it was not established that he had actual knowledge of 
the palming-off.” Liability was based on ownership of a majority 
of the stock, plus general authority to direct the acts of the cor- 
porate employees. As an interesting sidelight, the court in the 
Admiral case made a statement about the general ineffectiveness 
of injunction in preventing future infringement which is well 
worth noting. 

As these cases illustrate, in many jurisdictions, a finding 
that an individual dominated a corporation is sufficient to estab- 





4. General Motors Corporation v. Provus, 100 F.2d 562 (C.C.A. 7, 1938); Adven- 
tures in Good Eating, Inc. v. Best Places to Eat, Inc., supra. 

5. Sazxlehner v. Eisner, 147 Fed. 189 (C.C.A. 2, 1906). 

6. Hitchcock vy. American Plate Glass Company, 259 Fed. 948 (C.C.A. 3, 1919) ; 
Admiral Corp. v. Price Vacuum Stores, 141 F.Supp. 796, 46 TMR 842 (D.C., E.D. Pa., 
1956). 

7. General Electric Company v. Wabash Appliance Corporation, 93 F.2d 671 
(C.C.A, 2, 1938). 
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lish personal liability without raising any question as to whether 
the individual knew he was infringing on the good will of another 
company. Such a rule offers some interesting tools to the victim 
of unfair competition. Where no single individual owns a major- 
ity of the stock, a separate count can be put in the complaint 
alleging a conspiracy between a group of the stockholders to 
dominate the affairs of the corporation, and to direct the corpora- 
tion to engage in the act of unfair competition. There would 
seem to be no logical reason for not treating group dominance, 
achieved through conspiracy, in exactly the same manner as in- 
dividual dominance. 

A second factor required by some courts is the presence of 
evidence that the corporate officers consciously and deliberately 
infringed on the trademark or patent. As already suggested, 
deliberate infringement is frequently found in situations where 
the officer or director is also in “dominate” control of the corpora- 
tion. Where both deliberate infringement and “dominant” control 
are present, the overwhelming majority of the reported decisions 
will find personal liability to some degree on the part of the corpo- 
rate officer ;* and the absence of proof of conscious and deliberate 
infringement will sometimes protect an officer from personal 
liability even though he may have some degree of control over 
the corporation.® Dominant control and conscious infringement, 
seem to account for the bulk of the decisions in the field of unfair 
competition. 

A very few courts seem to add a third requirement for per- 
sonal liability. It limits personal liability of officers and share- 
holders for damages to situations in which the corporate struc- 
ture is insolvent and unable to respond in damages for the act 
of infringement.’ The test of corporate insolvency has been 
applied in a few instances with some strictness. In Dangler v. 








8. Eddy v. Kramer, 247 Fed. 962 (D.C., E.D. Pa. 1918); Ruggles-Coles Engineer- 
ing Company v. McGann Engineering Company, 34 F.2d 519, aff’d, 41 F.2d 1005, 
1929 ;General Motors Corporation v. Provus, supra; Schiff v. Hammond Clock Co., 69 
F.2d 742 (C.C.A. 7, 1934); Conde Nast Publications v. Vogue School of Fashion 
Modelling, 105 F.Supp. 325, 333, 42 TMR 764 (S.D.N.Y., 1952). 

9. Mergenthaler Linotype Co. v. Ridder, 65 Fed. 853 (S.D.N.Y., 1895); Weston 
Electrical Instrument Co. v. Empire Electrical Instrument Co., 166 Fed. 867, 879 
(S.D.N.Y., 1909) ; Wisconsin Alumni Research Foundation v. Vitamin Technologists, 41 
F.Supp. 857, aff’d, 146 F.2d 941 (C.C.A. 9, 1944), cert. den., 325 U.S. 876; Dangler 
v. Imperial Machine Company, 11 F.2d 945 (C.C.A. 7, 1926). 

10. Boston Woven Hose Co. v. Star Rubber Co., 40 Fed. 167 (N.J., 1889); Bowers 
v. Atlantic, G & P Co., 104 Fed. 887 (S.D.N.Y., 1900); Green v. Buckley, 120 Fed. 
955 (W.D.N.Y., 1902); Panzl v. Battle Island Paper & Pulp Co., 132 Fed. 607 (N.D. 
N.Y., 1904); Prest-O-Lite Company vy. Acetylene Welding Company, supra; Zell v. 
Bankers Utilities Co., 77 F.2d 22 (C.C.A. 9, 1935); Smith v. Dental Products, 140 
F.2d 140, 34 TMR 78 (€.C.A. 7, 1944). 
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Imperial Machine Company, supra, the court considered the ques- 
tion of solvency of the corporation along with the other elements 
of dominant control and conscious infringement and concluded 
that the defendant corporation “was not a mere shell, but a sub- 
stantial corporation, with assets in excess of its liability aggre- 
gating some $35,000. It was engaged in the manufacturing busi- 
ness and either manufactured or sold the infringing machine. 
The appellants were but slightly interested financially. During 
practically the entire period of the infringement, the financial 
statement showed the corporation to be, not only solvent, but able 
to pay its stockholders in full, and to show a small surplus. It 
does not even appear that the capital was inadequate.” The 
court went on to hold that there was no personal liability on the 
part of the officers of the defendant corporation, even though 
the facts stated as to the financial responsibility of the corpora- 
tion gave little indication as to the corporation’s solvency or 
ability to meet a substantial award of damages. 

These tests, either singly or in combination, largely account 
for the cases which have held corporate officers or shareholders 
personally liable for infringement. While it is still difficult to sus- 
tain liability against the corporate officer in a widely-owned 
corporation who innocently directs an act of infringement, that 
type of individual can usually be deterred from repeated infringe- 
ment by a judgment against the corporation. A different and more 
serious problem exists, however, with the “hit and run” type of 
infringer who organizes a small corporation and then proceeds 
to deliberately pirate the good will of a well-known company by 
marketing a product with a similar trademark. This type of in- 
fringer is not concerned about a judgment against his corporation. 
By the time the judgment is entered the assets and perhaps the 
officer are gone. A few new decisions applying the doctrine of 
personal liability against this type of individual will do more to 
protect companies which have earned their good will, than an- 
other three decades of injunctions. 





) 
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THE CANADIAN TRADE MARKS ACT OF 1954 
A REVIEW OF SOME OF ITS FEATURESt* 


By Christopher Robinson, Q.C.** 


It is now more than five years since, on July 1, 1954, Canada 
brought into force a completely revised trade mark statute, the 
Trade Marks Act (Statutes of Canada, 1-2 Elizabeth II, Chapter 
49). This statute, besides borrowing freely from the concepts of 
similar statutes elsewhere, particularly in the United Kingdom, 
dealt with certain well known problems in somewhat unusual ways 
and introduced some novel concepts. A review of some aspects of 
the statute should prove of general interest to those concerned in 
the field of trade marks and unfair competition. 

The Trade Marks Act which was passed by Parliament in May, 
1953, though it did not come into force until July, 1954, was the 
result of over five and a half years of study by a small committee 
(nine members) made up of Government officials concerned with 
trade marks and unfair competition, a representative each of the 
Canadian Manufacturers Association and the Canadian Chamber 
of Commerce, and lawyers in private practice specializing in the 
field of trade marks and unfair competition. This committee, after 
having widely circulated extensive questionnaires on the subject 
and heard representations from many interested individuals and 
bodies, circulated a draft bill to all interested persons. As a result 
of the many suggestions put forward, substantial revisions were 
made and a further draft was prepared. This draft was introduced 
into Parliament in 1952, not with the idea that it should be dealt 
with in its existing state but rather for the purpose of familiarizing 
legislators with it and also of drawing further comments and sug- 
gestions. In the light of these, still a further revised draft bill was 
prepared. This draft was attached to the committee’s formal report 
to the Government (“Report of the Trade Mark Law Revision Com- 
mittee,” January 20, 1953, Queen’s Printer, Ottawa) and, with a 
very few minor changes, became the Trade Marks Act. This very 
extensive and time consuming preliminary work proved most valu- 








+ 10.—FOREIGN LAW. 


* Reprinted by permission from the Industrial Property Quarterly, 4th year, 
no, 2, April, 1959. 

** Member of the bars of Ontario and Quebec; senior partner, Smart & Biggar, 
Ottawa, Canada. 
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able in that, when the bill was finally presented to Parliament for 
action, all comments and suggestions on the subject by interested 
parties had been taken into account and, where necessary, revisions 
had been made in the light of them in the unhurried atmosphere 
of a small committee rather than under the pressure of a legislative 
time table. The result is that the Act has a coherence and inner 


consistency which many statutes lack. No important provisions of 
the Act have so far been judicially considered, but five years of 
practice under it, though they have revealed many points in which 
the Act could usefully be improved, have not revealed any un- 
expected fundamental difficulties of either substance or form. 


Canada, like all English speaking countries, is one in which 
trade mark rights are based on use. The common law basis of trade 
mark rights, ante-dating any statute, is that no one is entitled to 
represent his goods as being the goods of another or to use any 
mark which enables a purchaser from him to make a false repre- 
sentation to somebody else who is the ultimate consumer. This 
principle in its relation to a trade mark will be seen to imply 
necessarily that the trade mark should have been used at least 
somewhere even if not actually in the territory where the dispute 
arises. Before any registration statute, the first point which the 
plaintiff in an action at common law for passing off had to 
establish by evidence was that his mark was distinctive, i.e., that, 
to the relevant public, it distinguished his goods from goods of 
the same kind sold by others. Only after the plaintiff had proved 
this point did it become relevant to consider the question of the 
similarity of the defendant’s trade mark and goods to those of 
the plaintiff. The early registration statutes in Canada, as in most 
English speaking countries, merely provided in effect that registra- 
tion should be prima facie evidence of distinctiveness of a trade 
mark throughout the territory covered by the registration. The 
production of a certificate of registration enabled a plaintiff to 
dispense with the evidence of distinctiveness of the trade mark 
which, in a passing off action, he would have had to furnish. 
Registration of a trade mark, however, created no rights whatever. 
It merely provided a public record confirming existing rights. 

The system under these early registration statutes, in which 
trade mark rights were based solely on the use which has been 
made of the trade mark, may be termed a pure use system, as 
contrasted with a pure registration system in which trade mark 
rights depend solely on registration. The pure use system has a 
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number of advantages, of which the essential one is that it accords 
with commercial realities, which is desirable not only for trade 
mark users but also for the public. The former do not run the 
risk of their rights being taken away because they fail to take 
formal steps required of them, and the latter are not faced with 
the possibility of a change in trade mark rights unconnected with 
a change in the commercial situation. The system, moreover, pro- 
tects all rights that are of practical significance and, on the other 
had, protects none that are not. It avoids the creation, by way 
of legal formalities, of trade mark rights which may be quite un- 
representative of the real commercial situation, and thus avoids 
special problems arising from such matters as registration of trade 
marks by agents. The system, however, suffers from a very grave 
disadvantage, that of uncertainty. Without a commercial investiga- 
tion of a scope and kind which few are in a position to undertake, 
no one who begins to use a trade mark can be sure that he may 
not later find that someone else had made an earlier use which 
would at least prevent his having exclusive rights and might result 
in his having to stop his own use altogether. Perhaps the strongest 
argument against a pure use system is that there is enough un- 
certainty in trade mark law on questions having to do with the 
character of the trade mark itself, e.g. descriptiveness or sur- 
name characteristics, and having to do with similarity or other- 
wise of trade marks or of wares, without adding a further element 
of uncertainty depending on facts which at a given time may be 
practically unascertainable. Moreover, the use system, since it 
gives relatively little incentive to registration, does little to en- 
courage the creation of a publicly available record of claims to 
trade mark rights. 

Actually, few countries have either a perfectly pure use 
system or a perfectly pure registration system. The law of almost 
every country, though based essentially on one of the two systems, 
represents a more or less substantial compromise between that 
system and the other one. The Canadian Trade Marks Act is 
interesting as representing a recent attempt by a country whose 
system of trade mark rights is based on use to eliminate some of 
the disadvantages of that system and obtain some of the advantages 
of the registration system, and as representing perhaps the fur- 
thest step in the direction of the registration system taken by a 
country having basically a use system. Its purpose was to reduce 
the area of uncertainty referred to above and to encourage the 
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formation of a comprehensive publicly available record of claims 
to trade mark rights. 

Basically, under the Act, a person who first uses a trade mark 
in Canada or first makes it known in Canada in relation to certain 
wares is the person entitled to exclusive rights in that trade mark 
in relation to those wares. A trade mark is “made known” by a 
person in Canada if it is used by him in another country of the 
Union and has become well known in Canada either because of 
the distribution of wares in association with it in Canada or be- 
cause of the advertisement of wares or services in association with 
it in printed publications or radio or television broadcasts cir- 
culating in Canada [Sec. 5]. Such “making known” is treated in 
the Act for all purposes as the equivalent of use in Canada. This 
is done not only to fulfil Canada’s obligations under Article 6°" 
of the Convention but also owing to the special situation of Canada 
being next door to the United States. Canada’s economic, com- 
mercial and cultural links with the United States are extremely 
close, so that trade marks which are widely advertised in United 
States publications or radio or television broadcasts may be very 
well known in Canada before they have been used in Canada to 
any appreciable extent or even at all. A similar situation has in 
the past to some extent prevailed with respect to Great Britain, 
with which Canada’s ties have traditionally been close. An inter- 
esting feature of the post-war period has been some development 
along the same lines with respect to certain of the countries of 
Continental Europe from which there has been very heavy im- 
migration to Canada and some of whose publications now have an 
appreciable circulation in Canada. It is to be noted that an essen- 
tial element in the “making known” of a trade mark in Canada is 
that it should be used in another country of the Union, so that 
the benefit of the provision does not extend to non-Convention 
countries. The requirement that the trade mark should have be- 
come well known in Canada brings about an inherent uncertainty 
in the “made known” provision because, though it may not be too 
difficult to determine when a trade mark is known in a country, 
it is certainly far more difficult to determine when it is well 
known. This is a case, however, in which the draftsmen of the 
Act, faced with the choice between uncertainty and the probability 
of creating trade mark rights in Canada unjustified by commercial 
realities, deliberately chose the greater uncertainty of “well known” 
than of merely “known,” basing themselves in doing so on the ex- 
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pression “well known” (notoirement connue) of Article 6%. So 
far, the meaning of the expression has not come up for judicial 
determination, probably because reliance on ‘‘making known” in 
Canada is avoided wherever any other more definite, even if later, 
foundation for asserted trade mark rights can be put forward. 

The basic right to a trade mark resulting from use or making 
known in Canada is modified by the Act in several very important 
respects as follows: 


(1) A person who has applied to register or has registered a 
trade mark in his Union country of origin and has used it some- 
where (not necessarily either in Canada or in his country of 
origin) in association with wares or services will, on filing an 
application for its registration in Canada, secure priority from the 
date of the Canadian application as against any subsequent user 
in Canada [see. 16 (2)]. If he files in Canada within six months of 
the application in his country of origin, he will have priority from 
the date of filing in the latter country [sec. 33]. 


(2) A person who merely proposes to use a trade mark in 
Canada may apply for its registration. If his application is allowed 
and he puts the trade mark into use in Canada within six months 
thereafter, he secures a registration which is valid against anyone 
else who began to use the trade mark after the application even 
if before the applicant himself began use [secs. 16 (3) and 39]. 
This enables a person who proposes to use a trade mark to find 
out whether it can be registered before committing himself to 
the expense of launching it on the market. 


(3) Two important limitations are put on the circumstances 
in which a prior use or making known may at any time be used 
as a basis for opposing a published trade mark application or 
attacking a trade mark registration. The Act provides that such 
an opposition or attack on the ground of prior use or making 
known can be made only by the person alleged to have effected 
it, and that the burden is on that person to show that he had not 
abandoned the trade mark when the applicant or registrant entered 
the field [see. 17 (1)]. These two limitations have the effect of 
substantially reducing the cases in which trade mark registrations 
may be attacked on the ground of prior use. Without them, a 
person sued for infringement of a trade mark registration could 
attack its validity on the ground of prior use by another person 
not a party to the action, and if he once proved such a prior use 
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then, even if it had ceased before the registrant had come into 
the field, the registrant would have to establish that the prior 
mark had been abandoned, usually a difficult and sometimes a 
hopeless task. 

(4) The Act provides that no registration in existence at the 
date when the Act came into force can be attacked after five years 
from the date (i.e. after July 1, 1959) on the ground of prior use 


or making known by someone else, and that no subsequently 
granted registration can be so attacked after five years from its 
date, unless in either case it is established that the registrant 


adopted his mark with knowledge of the prior use or making 
known [sec. 17 (2) ]. Moreover, the unregistered prior user has no 
absolute right to continue to use his trade mark, although the 
court may allow such continued use within a defined area and with 
some adequate distinction from the registered mark, if it considers 
that such use would not be contrary to the public interest [see. 21]. 


It will be seen that these provisions put a high premium on 
early registration of trade marks in Canada, and thus encourage 
the formation of a comprehensive publicly available record of 
claims to trade mark rights. They represent a substantial compro- 
mise between the use system and the registration system. Since 
the five year period from the date of coming into force of the 
Act has expired only on July 1, 1959, there has so far been no 
extensive experience with the practical effect of the five year lim- 
itation on attacks against a registration by reason of prior use, 
but the other provisions referred to have been to some extent 
tested through trade mark oppositions and no unexpected objec- 
tions to them have so far been encountered. 

It should be mentioned in connection with this subject that 
the Canadian Act, like the statutes of many other countries, con- 
tains a provision to the effect that any registered trade mark which, 
three years after the date of registration, is not being used in 
Canada in association with all the wares or services for which it 
is registered, may be cancelled in respect of all wares or services 
for which it is not being used, unless there are special circum- 
stances justifying the non-use [sec. 44]. The Act also provides that 
a trade mark registration is invalid if the trade mark has been 
abandoned [sec. 18 (1) (c)]. These provisions ensure the mainte- 
nance of the basic principle that trade mark rights are based on 
use in Canada. 
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An interesting innovation made by the Act is the concept of 
confusing trade marks. Earlier Canadian legislation and the legis- 
lation of at least most other countries has tended to deal separa- 
tely with the question of similarity of trade marks and the question 
of similarity of wares in association with which the trade marks 
are used. The result is that, in considering registrability or 
infringement, tribunals have tended to treat these questions in 
isolation one from the other, considering first whether two trade 
marks are or are not similar, and dealing with the question of 
similarity of wares only if the answer to the first question is in 
the affirmative. This distinction, however, is often an artificial 
one. Whether the public will be confused between trade mark A 
used for wares X and trade mark B used for wares Y will depend 
not merely on the similarity of the marks taken by themselves or 
the similarity of the wares taken by themselves but on the totality 
of all the relevant circumstances. Thus, one might conclude in the 
abstract that marks A and B are not similar or that wares X and Y 
are not similar, but nevertheless there could well be circumstances 
in which the use of mark B on wares Y would lead the public 
to think that there was a connection between these wares bearing 
this mark and wares X bearing mark A. In order to deal with this 
situation the Canadian Trade Marks Act, instead of dealing, like 
its predecessor, The Unfair Competition Act, 1932, with similar 
marks and similar wares, brings these two concepts together into 
the single concept of confusing trade marks. The Act provides that 
two trade marks are confusing if the use of both marks in the 
same area would be likely to lead to the inference that the wares 
or services associated with them are sold or performed by the 
same person, whether or not the wares or services are of the same 
general class. It directs any tribunal called upon to determine the 
question of confusion to take into account all the surrounding cir- 
cumstances including the extent and length of time that the trade 
marks have been in use, the nature of the wares and the trade, 
the inherent distinctiveness of the trade marks and the degree of 
resemblance between them [sec. 6]. This single concept of confu- 
sion enables a court to treat similarity of marks and similarity of 
wares in accordance with commercial reality, namely as elements of 
a single question rather than as separate issues. Although in the 
abstract there might be said to be no similarity, for instance, 
between soft drinks and ashtrays, nevertheless the public might 
well conclude that coca rota ashtrays had something to do with 
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the soft drink coca-coua, though the public might come to no such 
conclusion in the case of a little known soft drink sold under the 
trade mark agax and ashtrays sold under the trade mark apax. 

The adoption of the single concept of confusing trade marks 
with its emphasis on consideration of all the surrounding cireum- 
stances grew out of the study given to the question of protecting 
“famous” trade marks. There has been a general tendency, in 
discussing this question, to consider famous trade marks as a cate 
gory apart from other trade marks (see e.g. the British provisions 
regarding defensive registrations, Trade Marks Act, 1938, see. 27). 
In reality, however, they are not different in kind from other trade 
marks but only in degree. All trade marks have a certain degree 
of fame, and examples can be brought to mind of all degrees from 
slight to great. Hence, it seemed to the draftsmen of the Canadian 
Act that there should be a single basic formula for all trade mark 
comparisons which, as in an algebraic formula, will give different 
results depending on the particular values given in different cases 
to the factors composing it. 

In defining confusing trade marks the Act specifies that the 
question of whether or not the wares on which the marks are used 
are in the same general class is without significance. Canada 
remains among the small but, in Canadian opinion, select minority 
of countries which have no classifiication of wares. The question 
of whether a classification should be instituted was very carefully 
considered in connection with the new Act, and the conclusion 
was reached that a classification has nothing inherently to recom- 
mend it but is, on the contrary, an evil though often a necessary 
one. If, in a given country, there are so many trade mark registra- 
tions that, if they were all listed together without distinction of 
wares, the number of registrations to be searched in any given 
case would be inordinately great, then a classification becomes 
necessary as the lesser evil. It no doubt is necessary on this ground 
in most of the large highly industrialized countries where it is 
used, and may be necessary in other countries having a pure reg- 
istration system for the purpose of limiting through the applicant’s 
purse the range of wares with respect to which he can register a 
trade mark, but one suspects that in many other countries it has 
been adopted mainly as a matter of administrative convenience. 
Any classification, no matter how carefully framed, inevitably 
establishes arbitrary and somewhat artificial similarities and dis- 
similarities between wares depending on whether they fall in the 
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same or in different classes, and thus tends to bring about a cor- 
responding manner of thought regarding trade marks applied to 
them. Moreover, the contents of and boundaries between classes, 
which may have been perfectly realistic when established, soon 
tend to become artificial as a result of shifting patterns of industry 
and commerce. 

Canada does not have so many trade mark registrations that 


they cannot be effectively searched without a classification of wares 


and services. It avoids registrations covering the whole field of 
all wares and services by the requirement of the Act that every 
application contain a statement in ordinary commercial terms’ of 
the specific wares or services in association with which the trade 
mark is used [see. 29 (a) ], so that every registration is limited to 
these wares. It is for the purpose of avoiding registration of trade 
marks in respect of broad or indeterminate categories of wares 
such as “chemical substances” and of providing a basis for de- 
termining the propriety of such broad descriptions in trade mark 
applications that the Act requires use somewhere of a trade mark 
already registered abroad and grants registration in Canada only 
in association with those wares in association with which the mark 
has been so used. 

Absence of classification poses two problems, one of general 
application to all countries having no classification and one pe- 
culiar to countries such as Canada where the application for reg- 
istration has to state the date of first use which, when registration 
is granted, becomes prima facie proof of priority. The first problem 
is that, if a registration contains a long list of wares or services 
of widely different types, a subsequent searcher may easily miss 
the listing of a particular product which is relevant for his pur- 
poses. The second problem is that use of a trade mark at a par- 
ticular date in association with wares of one type, e.g. axes, 
should not establish priority in relation to use of that trade mark in 
association with wares of a widely different type, e.g. handker- 
chiefs. The Canadian legislation solves these two problems in rela- 
tion to all registrations based on use or making known in Canada 
(which are the great majority) by a requirement in the Act that 
the applicant must give the date of his first use of the trade mark 
in association with each of the general classes of wares described 
in the application [sec. 29 (b)] and by a requirement in the Trade 
Mark Rules that, in the application form (e.g. Form 1, par. 4), 
the specific wares on which the applicant has used the trade mark 
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should be grouped by him in general classes of his own choosing 
(which, however, are not required to be named) and that a separate 
date of first use should be given for each group. The Registrar is 
entitled to review the grouping and require further subdivision if 
he considers that any group includes wares so widely different 
that use of the trade mark in relation to one would not fairly bar 
subsequent use of the same mark by someone else in relation to 
others in the group. These requirements directly solve the second 


problem and consequently solve the first because they result in a 
listing of generally similar wares together and avoid the possibility 


of a single product of one type, e.g. soap, being “buried” in a 
long list of wares of a different type, e.g. foodstuffs. 

In the above discussion regarding confusing trade marks, 
occasional references to services as well as to wares will have been 
noted. This points to another innovation made by the Canadian 
Trade Marks Act, namely, the treatment of trade marks as being 
applicable equally to wares and services and their protection in 
relation to services on exactly the same footing as in relation to 
wares. Almost thirteen years ago the United States of America 
broke new ground by providing in the Trademark Act of 1946 for 
the registration and protection of trade marks in relation to 
services. The United States statute set up service marks as a spe- 
cial category distinct from trade marks and provided that a sepa- 
rate register could be established for them [see. 3]. A separate 
register has not in fact been instituted but service marks are dealt 
with in special classes distinct from those used for wares. The 
American lead having been followed by the Philippines (1947) and 
South Korea (1949), Canada was the next to take it up. The 
Canadian Act makes no distinction between marks used for services 
and those used for wares. It defines a trade mark as meaning a 
mark used by a person to distinguish wares or services sold or 
performed by him from those sold or performed by others [sec. 2 
(t)], and treats services throughout on exactly the same footing as 
wares, except for the provision that although a trade mark is not 
considered to be used in connection with wares if it is merely ad- 
vertised in association with them, it is considered to be used in 
association with services if used only in connection with their 
advertising [see. 4]. This distinction is necessary because wares 
are physical objects to which a mark can be attached but this is 
not true of services which are localized at the place where they are 
performed. Subject to this, there seems to be no logical distinction 
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between a trade mark used in connection with, say, the sale of an 
article of clothing, and a trade mark used in connection with the 
service of laundering that article of clothing. The use of the same 
or similar trade marks for both might well lead to confusion, and 
the fact that Canada has no classification ensures that this possi- 
bility will not be overlooked. It is permissible under the Rules to 
cover a trade mark for both wares and services in the same 
application and registration. 

The Act marks a significant departure from prior Canadian 
legislation and from the legislation of all other Commonwealth 
countries with respect to the question of the distinctiveness of 
trade marks from the point of view of registrability. United King- 
dom trade mark legislation has for many years required that a 
trade mark, in order to be registrable, should be “adapted to 
distinguish.” This requirement appeared in previous Canadian 
legislation and in the trade mark legislation of all other Common- 
wealth countries. Many years ago the courts in the United King- 
dom held that the effect of the quoted expression was that a trade 
mark, in order to be registrable, had to have an inherent capacity 
to distinguish and that certain symbols were incapable of ever 
acquiring this capacity no matter how widely they were used. This 
view had been followed by the Canadian courts. The result was 
that words of a highly descriptive nature, e.g. PERFECTION, were 
held to be incapable of ever becoming registrable trade marks even 
if they had, in relation to certain wares, been so extensively used 
by one trader that they were in fact recognized by the public as 
indicating that wares bearing them originated with the trader in 
question rather than merely that the wares had the characteristics 
indicated by the word in question. It was felt in Canada that this 
singling out of certain words as being forever incapable of becom- 
ing registrable trade marks was, from a practical commercial point 
of view, unsound. In principle, it seems possible for any word, no 
matter how inherently descriptive, e.g. Best, to become distine- 
tive of the wares of a particular trader through extensive and long 
continued use and advertising. When it does become thus distine- 
tive, there seems no good reason why it should not be registrable. 
Distinctiveness in fact should, it was felt, be a criterion for reg- 
istrability as well as the somewhat metaphysical concept of in- 
herent capacity to distinguish. Retention of the latter concept is 
necessary to provide for many words, e.g. purely arbitrary terms 
such as Kopak, which are of such a nature that they are obviously 
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adapted to distinguish wares from the moment they are first used 
as trade marks, and with respect to which a requirement to prove 
distinctiveness in fact as a prerequisite to registration would be 
a hardship. In view of these considerations, the Canadian Act 
defines a distinctive trade mark as one that either actually distin- 
guishes the wares or services of its owner from others or is adapted 
so as to distinguish them [see. 2 (f)]. The Act then sets up certain 
categories of trade marks, e.g. personal names or surnames and 
terms descriptive of the character or quality of the wares or of 
their geographical origin, as prima facie unregistrable [sec. 12 
(1)], but provides that any such trade marks can nevertheless 
become registrable if at the date of the application for registration 
they have been so used in Canada as to have become distinctive 
[see. 12 (2)]. Evidence to satisfy the Registrar of this must be 
provided, and the Registrar will limit the registration to those 
areas of Canada within which the trade mark is shown to have 
become distinctive in fact [sec. 31]. 

In fulfilment of Canada’s Convention obligations under Article 
6 of the Convention (new Article 6%™™4¢s) the Act provides that 
an ordinarily unregistrable trade mark which the applicant has 
registered in his country of origin is registrable if it is not ob- 
jectionable on any of a number of specified grounds corresponding 
to those set out in Article 6 B. In relation particularly to distine- 
tiveness, the provision of the Act is that a trade mark registered 
in the applicant’s country of origin is registrable if, in Canada, it 
is not without distinctive character having regard to all the cir- 
cumstances of the case including the length of time during which 
it has been used in any country [sec. 14 (1) (b)]. This accords with 
Article 6 B (1) 2° which, in providing for refusal or cancellation of 
the registration of marks which have no distinctive character, is 
obviously speaking of that character in the country where the 
registration is sought or attacked, but at the same time in the last 
sentence appears to contemplate that a mark may acquire the 
necessary distinctive character as a result of circumstances outside 
the country in question. This is, of course, a matter of frequent 
observation particularly as between United States and Canada. 
Because of the close ties between the countries, it is quite possible 
for an inherently descriptive but widely used American trade 
mark to be recognized in Canada as having some distinctive 
character even though it has actually been used in Canada to only 
a very slight extent. The Act provides that the Registrar may 
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require affidavit evidence of the circumstances on which the ap- 
plicant for registration of a trade mark already registered in his 
country of origin relies in order to establish that the mark is not 
without distinetive character in Canada [sec. 30 (2)], and it has 
hecome the usual practice of the Registrar to require such evidence, 
the degree of which depends upon the nature of the trade mark 
sought to be registered. If, for instance, the mark is highly deserip- 
tive or consists of a surname which is very common in Canada, 


evidence at least of very wide use abroad and extensive advertising 


reaching Canada would be required, but in the case of less highly 
descriptive marks or marks which consist of surnames uncommon 
in Canada less evidence of this kind would be required. 

In respect of the protection given to the owner of a registered 
trade mark, the Act includes two departures from what may be 
regarded as the normal extent of such protection given by the 
laws of most countries. The Act contains the usual provision that 
the owner of a validly registered mark has exclusive rights to its 
use throughout the country [sec. 19] and that these exclusive rights 
are infringed by anyone who sells, distributes or advertises wares 
or services in association with a confusing trade mark. Like many 
other statutes (e.g. the British Trade Marks Act, 1938, sec. 8) the 
Act has a reservation in favour of the right of a person to make 
a bona fide use of his personal name and of his right to make a 
bona fide use, other than as a trade mark, of the geographical 
name of his place of business or of any accurate description of 
his wares. However, the reservation of the right to use a personal 
name applies only when it is used as a trade name, and the Act 
breaks somewhat new ground in limiting both rights to cases where 
the use is effected in such a manner as is not likely to depreciate 
the goodwill of the registered mark [sec. 20]. This limitation on 
the right to use a personal name or a descriptive term in a non 
trade mark sense appears justified in the light of the way in which 
business is today generally carried on at least in North America. 
The special consideration given by most trade mark legislation to 
the right of a person to use his own name appears to some extent 
to be a survival from an earlier era when most businesses were 
-arried on by individuals and the personal reputation of the indi- 
vidual was a factor responsible in an appreciable degree for the 
business which came to him. Today, however, at least in North 
America in the fields of industry and commerce where trade marks 
are used, the vast majority of businesses are incorporated and are 
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hence impersonal. Where a personal name is used as a trade name 
the fact that a person of that name is actually associated with the 
business is usually of little commercial significance. In the cireum- 
stances, there is no compelling reason from a commercial point of 
view for giving such wide rights as were formerly given to the 
use of a personal name. So far as geographical and descriptive 
terms are concerned, the fact that such terms can be registered as 
trade marks only after they are shown to have become distinctive 


in fact through extensive use, logically justifies some restriction 


on the use of such terms by others after they have been registered. 

In addition to giving protection to a registered trade mark 
against infringement as discussed in the preceding paragraph, the 
Act provides that no one may use a registered trade mark in a 
manner likely to have the effect of depreciating the value of the 
goodwill attaching to it [see. 22]. A provision of this type is found 
in the legislation of certain states in the United States of America, 
e.g. Massachusetts, but does not appear previously to have been 
contained in any national trade mark legislation. It will be appre- 
ciated that this provision goes beyond conventional protection 
against trade mark infringement because it is not limited to cases 
where confusion may arise. It was included in the Act in an at- 
tempt to deal with cases where a registered trade mark, with a very 
good and wide reputation is used by a person other than the regis- 
tered owner in circumstances where, although the public would be 
unlikely to assume that the wares or services of the other person 
originated with the trade mark owner, nevertheless the public 
inclination to buy these wares or services is affected by the fact 
of their association with a familiar trade mark. Such use has a 
tendency to depreciate the value of the registered trade mark, at 
least to the extent that it will become associated in the public 
mind with a variety of products rather than at once bringing to 
mind the product of the trade mark owner. The trade mark 
KODAK would be likely to be considerably less valuable to its 
owner if it were used by others in connection with a wide variety 
of other wares even if these were so unrelated to photographic 
equipment that nobody would think that they originated with the 
trade mark owner. Clearly, however, the same consequence would 
not result in the case of a little known registered trade mark, so 
that the application of the provision is in effect limited to reg- 
istered trade marks which are very well and widely known. 
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Until certain of the rather experimental provisions of the 
Canadian Act discussed above have been considered and inter- 
preted by the courts, their effect in achieving the objects which 
they were designed to achieve must, of course, remain a matter of 
some doubt. However, the very fact that the Act has now been 
in operation for almost five years without these provisions having 
led to litigation gives at least some preliminary indication of their 
usefulness and workability. For that reason this brief review of 
them may be of some general interest. 
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NOTES FROM THE PATENT OFFICE 
By Milton E. Abramson* 


Trading Stamps and Premium Redemptions Services' 


Trading stamps—those bits of gummed paper inscribed with 
a symbol which many retailers dispense to their customers and 
which are redeemable for merchandise—have boomed into a major 
United States industry. The stamps are used with great success 
by operators of gas stations, grocery stores, cleaning and dyeing 
establishments, drug stores, restaurants and a host of other re- 
tailers. The wave of trading stamp activities has increased and 
spread throughout the retailing community until it has become 
a potent economic force in the field of merchandising. It is not 
surprising, therefore, that many have entered the trading stamp 
field to reap the profits. 

The letters and symbols printed on the stamps are crucial to 
the success of every trading stamp plan. A consumer collecting 
the stamps of a particular plan will often patronize a particular 
retailer dispensing those stamps in preference to a competitor of 
that retailer. The consumer identifies the stamps of a particular 
plan only by the letters or symbols on the stamps; and the retailer 
dispensing the stamps is identified by the same letters or symbols 
in associated advertisements in store windows, in newspapers, and 
in other usual displays. Therefore, it is extremely important to 
a plan operator to prevent other plans from simulating his letter 
or symbol. 

Patent Office registrations of the letters or symbols have been 
sought by many plan operators as one of the protective steps. 
Many of the earlier applications and registrations involving trad- 
ing stamp marks have been studied in an effort to develop a con- 
sistent office policy for handling applications to register these 
marks. 

The applications disclose that there are two distinct types of 
trading stamp suppliers. One is essentially a printer or lithog- 
rapher; the other is essentially an operator of a special type of 
premium house. 


* Examiner, Trademark Operation, U.S. Patent Office. Member, District of Colum- 
bia Bar. 
+ 2.1 
2.27—REGISTRABILITY—SERVICE MARKS 


—REGISTRABILITY—IN GENERAL 
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The printer or lithographer produces trading stamps, certifi- 
cates, coupons, and the like, and then sells them to retailers who 


dispense them to customers. The stamps are redeemed by the 
retailers themselves, either for cash or for goods usually from the 
shelves of the retail establishment. The printer who produces the 
stamps has nothing to do with their redemption. For registration 


purposes the printer sells goods—not services. This type of appli- 
cant who prints trading stamps and sells them outright to retailers 
may register his trademark which identifies and distinguishes the 
stamps printed by him from those printed by others. A reproduc- 
tion of the stamp itself, however, is not a trademark; it is an un- 
registrable representation of the goods.’ Satisfactory specimens 
showing use of marks to identify trading stamps sold by printers 
may be stamps with the marks thereon, or they may be shipping 
labels showing the marks used in shipping the stamps,’ or they 
may be displays which are used by retailers in association with 
the trading stamps. 

The other type of applicant who is engaged in the business of 
furnishing trading stamps to retailers and redeeming them for 
money or merchandise is dealing in a service and may register 
the mark which identifies and distinguishes the service. A mark 
used in such a service may not be registered as a trademark for 
stamps or catalogs, since these items are merely necessary incidents 
to the performance of the service. A reproduction or a substantial 
reproduction of the trading stamp itself is not registrable as a mark 
identifying the service because it is a representation of an item 
which is merely a necessary incident to the service. Satisfactory 
uses of marks used to identify services performed by applicants 
who issue and redeem stamps are advertisements of the service, or 
brochures, or premium catalogs showing the mark as an identifica- 
tion of the service. 

As there are overlapping elements in the outright sale of trad- 
ing stamps and in the use of the stamps as part of a redemption 





1. This follows similar Patent Office holdings under prior acts as well as under 
the Lanham Act. In Ex parte American Institute of Refrigeration, 35 USPQ 467, 28 
TMR 58 (Com’r, 1937), it was held that the words CERTIFIED COLD STORAGE VAULTS 
and AMERICAN INSTITUTE OF REFRIGERATION described cold storage vaults and had no 
trademark significance as applied to applicant’s tags. In Ez parte The Journeymen 
Barbers’ International Union of America, 66 USPQ 8, 35 TMR 302 (Com’r, 1945), it 
was held that the printed portion of a union shop card is not a trademark for union cards. 

2. The mark GIFTICATE applied by a printer of gift certificates to shipments of 
the certificates to retailers who sold and redeemed the certificates was registered as a 
trademark for the certificates. Wieta v. Young’s Merchandising Corporation, 100 USPQ 
192, 44 TMR 686 (Com’r, 1954). 
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service, applicants have sometimes supplied indefinite and awk- 
ward recitations of the goods or services in the application. An 
applicant engaged in the printing and sale of trading stamps 
themselves should identify his goods simply as trading stamps. 
These goods are classified in Class 38, Prints and publications. 
Services involving trading stamps may be identified as promoting 
the sale of goods (or services) of others through the issuance and 
redemption of trading stamps. These services are classified in 
Class 101, Advertising and business. 

The present Patent Office policy is the result of analyzing many 
applications which sought registrations of marks used in connec- 
tion with trading stamps. This policy has been in operation for 
several years and has been found quite satisfactory. 
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NOTES FROM OTHER NATIONS 
Edited by L. L. Gleason 


Saar 
Trademark Rights 

France and West Germany made an agreement on October 
27, 1956, known as the Treaty of Luxembourg, which provided for 
the return of the Saar (Saare) to West Germany after the end of 
a transitory period which was supposed to expire December 31, 
1959. By mutual agreement between the two countries the end of 
that period was advanced to July 6, 1959, and the Saar is now 
reunited with West Germany. 

Trademark rights acquired in West Germany before or after 
July 6, 1959 are extended automatically to the Saar. 

Trademark rights acquired in France after July 6, 1959 are 
not effective in the Saar, but such rights acquired in France before 
that date (and consequently existing in the Saar) may be con- 
tinued in the Saar if an application for maintenance is filed in the 
German Patent Office in Munich by January 6, 1960. Protection in 
the Saar in respect of a French registration will then continue to 
the end of the term of the registration in France, but no renewal in 
the Saar will be permitted. 


Argentina 
Cancellation of Trademark Registration—Similarity of Marks and Goods 


The trademark vacomix was registered in Argentina in 1934 
by an American company for goods in Class 3, and in 1953 a regis- 
tration for the trademark cgasomix was granted to a citizen of 
Argentina for goods in Class 3. The United States company then 
applied to the Court of First Instance for cancellation of the caso- 
MIX registration on the grounds that the trademarks were confus- 
ingly similar and that the goods of the two marks were in direct 
conflict. The First Court rendered a decision in favor of the 
plaintiff, and the defendant appealed to the Court of Second In- 
stance, which also gave a decision in favor of the plaintiff. The 
defendant then appealed to the Supreme Court of Justice, which 
on June 22, 1959 confirmed the decisions of the two lower Courts. 

The Supreme Court ruled that the cancellation of the casomrx 
registration on the basis of a prior conflicting registration did not 


+ 10.—FOREIGN LAW. 
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result in any infringement of the defendant’s constitutional guar- 
antee of proprietary rights. The Court also found that Article 6 
of the Trade Mark Law gives the proprietor of a trademark 
registration the right to sue for cancellation of a registration of a 
mark confusingly similar to his own, and that Article 6 does not 
limit the right of the proprietor to opposing the application of 
another party. Finally, the Court refused to accept the argument 
of the defendant that after a mark has been examined and regis- 
tered by the Patent Office, there is a conclusive presumption that 
the mark is not confusingly similar to any mark previously regis- 
tered in the Patent Office. If such presumption did exist, it could 
be rebutted by the introduction of evidence to the contrary. 


Pakistan 


Trademark Held to Be Descriptive of Goods 


A foreign company applied for registration of the trademark 
Easy in Pakistan in respect of laundry appliances and machines, 
alleging use of the mark in Pakistan or in the territory now called 
Pakistan since a date prior to February 25, 1937 and claiming, 
consequently, that the mark must be considered an “old mark” 
within the meaning of the Trade Marks Act, 1940. The applicant 
sought to have the Registrar accept its statement that the trade- 
mark had no direct reference to the character or quality of the 
goods, and stated that nobody had been confused by the mark even 
though it had been used in the market for many years. 

The Registrar ruled that the word Easy must be considered 
descriptive of the goods and that it was a term which all dealers 
in laundry machines and appliances might wish to use in advertis- 
ing and selling such goods. The Registrar recognized that some 
descriptive words might through use and publicity acquire sec- 
ondary meanings and become registrable trademarks, but he was 
of the opinion that “easy” belonged to that class of words which 
can never become registrable as trademarks, and he referred to 
the PERFECTION case in Great Britain (26 R.P.C. 837) in support of 
his decision. 


Opposition Based on Identity of Trademarks—Goods Dissimilar 


A trademark consisting of the representation of a pair of 
scissors cutting a scroll of paper and the word scissors had been 
registered by Pakistan Tobacco Co. Ltd. for manufactured tobacco 





812 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





in Class 34. One Yaseen applied for registration of the identical 
scissors device and the words SCISSORS BRAND in respect of aerated 
waters in Class 32, and his application was opposed by Pakistan 
Tobacco Co. Ltd. on the grounds that the marks were identical and 
that cigarettes and aerated waters were sold over the same counters 
in some shops, so that confusion between the marks and deception 
of the public were inevitable. The applicant relied upon the fact 
that the goods of the two marks were obviously not goods of the 
same description or nature. 

The Registrar after considering the evidence decided that the 
opponents had not established that there was a reasonable likeli- 
hood of confusion or deception and the registration was granted 
to Yaseen. However, the Registrar took into account the fact that 
the applicant had used his mark in only two Districts of Pakistan, 
and the effect of the registration was limited to those two Districts. 
The Registrar also commented unfavorably on a practice which 
was exemplified in this case, namely, that of “‘borrowing” or copy- 
ing another person’s trademark, even if the second mark is to be 
used on goods quite different from that of the first mark. 
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Trademark Statistics 
Cumulative 


January—J uly 
1959 1958 


Applications filed 13,631 13,238 
Registrations issued 
Principal Register 10,217 8,113 


Supplemental Register ; 496 452 


Total 10,713 8.565 


Renewals 1,917 1,779 
See. 12(c), publications 276 217 
Section 8, affidavits filed 6,971 7,144 
See. 8, cancellations 2,893 2,925 


Cancellations, other 9] 116 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 
Esso Standard Oil Company. 
How Esso Ads Build a Friendly Image. (Printers’ Ink, August 14, 1959, pp. 40, 42.) 
Honig, F. 
The Law of Industrial Property in 1958 (Great Britain). (Industrial Property 
Quarterly, Fourth year, No. 3, July, 1959 Trademarks, pp. 17-30.) 


Industrial Property Rights in the European Economie Community. (Industrial Property 
Quarterly, Fourth year, No. 3, July, 1959, pp. 30-38.) 


Jersey. 
Trade Marks Rules, 1958. Effective July 1, 1958. (Patent and Trade Mark Review, 
Vol. 57, No. 10, July, 1959, pp. 296-298.) 


Kuwait. 
Law No. 5 of 1958, Patents, Designs and Trade Marks Regulation, 1958, Made 
Under Article 82 of the Kuwait Orders, 1953 to 1957. (Patent and Trade Mark 
Review, Vol. 57, Nos. 9-10, June-July, 1959, pp. 261-267; 294-296.) 


Risteau, William J. 
Labeling and Advertising as Mass Communications. (Food Drug Cosmetic Law 
Journal, Vol. 14, No. 6, June, 1959, pp. 377-389.) 


United Arab Republic. 
Trademark Law No. 69 of 1959. Effective March 21, 1959, amending Law No. 57 
of 1939. (Patent and Trade Mark Review, Vol. 57, No. 10, July, 1959, pp. 293-294.) 


Vietnam. 
Trademark Regulations. Decree No. 506-K T of October 8, 1958. Effective October 
18, 1958. (Patent and Trade Mark Review, Vol. 57, No. 10, July, 1959, pp. 290-293.) 


World Trade Information Service. Washington, D. C., Dept. of Commerce, Bureau of 
Foreign Commerce, Part 2: Operations Reports. Trademark Information is included 
in the following reports: No. 59-22—Cuba; No. 59-24—Colombia; No. 59-36— 
Egypt (UAR); No. 59-37—British East Africa; No. 59-38—Belgian Congo and 
Ruanda-Urundi; No. 59-40—The Netherlands; No. 59-42—Guatemala; No. 59-50— 
Republic of Korea. 


* Copies of these articles are available for reference in the Association’s library. 
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Part Il 


S. C. JOHNSON & SON, INC. v. JOHNSON et al., doing business 
as JOHNSON PRODUCTS COMPANY 


No. 13314-—C. A. 6—March 30, 1959 — 121 USPQ 63 


7.111—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

Right granted to owner of registered trademark is a monopoly and should not 

be extended unless owner is clearly entitled thereto. 
7.115—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—SIMILARITY 
OF GOODS 

Fact that goods are household articles or fact that articles and substances are 
used in the “floor maintenance field” does not mean that they have same descrip- 
tive properties. 

8.6—COURTS—FINDINGS 

Finding by District Court of lack of likelihood of confusion must be accepted 

on appeal unless clearly erroneous. 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE 
AND COMMERCIAL NAMES 

Law recognizes right of every individual to use his own surname in his own 
trade so long as it does not work either an actual or constructive fraud upon 
complaining party or general public. 

Law of trademarks is but branch of law of unfair competition, purpose of 
which is to prevent one person from passing off his goods or business as that of 
another; it was originally designed to protect owner of mark from diversion of 
customers who would otherwise have bought of him. 

Owner of trademark is not entitled to guarantee against confusion in minds 
of careless or indifferent buyers, and merely occasional cases of confusion by very 
inattentive purchasers. 

7.111I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 

While fraudulent intent is not essential element of infringement of trademark, 
it is entitled to consideration. 

8.6—COURTS—FINDINGS 

Where District Court’s findings that defendant had no guilty knowledge or 
fraudulent intent to deceive or pass off, that there would be no confusion as to 
source of origin of parties’ products, and that defendant’s labels or marks did not 
infringe plaintiff’s trademark, were not clearly erroneous, but were supported by 
substantial evidence, affirmance of judgment for defendant is required. 


Action by 8. C. Johnson & Son, Inc. v. Phil J. Johnson and Hugh H. 
Johnson, doing business as Johnson Products Company, for trademark 
infringement and unfair competition. Plaintiff appeals from District Court 
for Western District of Tennessee from judgment dismissing complaint. 


Affirmed. 


Walter P. Armstrong, Jr., of Memphis, Tennessee, and Francis P. Browne, 
of Washington, D. C. (William E. Schuyler, Jr., and Mead, Browne, 
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Schuyler & Beveridge, of Washington, D. C., Harold F. Greiveldinger, 
of Racine, Wisconsin, and Armstrong, McCadden, Allen, Braden & 
Goodman, of Memphis, Tennessee, on the brief) for appellant. 

John 8. Porter (Tom Mitchell, Jr., and Burch, Porter & Johnson on the 
brief) of Memphis, Tennessee, for appellees. 


Before McALLISTER and MILLER, Circuit Judges. 


McALLISTER, Circuit Judge. 

Appellant, S. C. Johnson & Son, Inc., filed its complaint, claiming that 
appellees, Phil J. Johnson and Hugh J. Johnson, doing business as John- 
son Products Co., had infringed its common law trademarks, JOHNSON’s 
and JOHNSON, as well as its registered trademarks of the same names, 
under federal law. The district court entered a judgment denying injune- 
tive relief, and dismissing the complaint, from which appeal was taken. 

The predecessor company of appellant, S. C. Johnson & Son, Inc., began 
using the trademarks, JOHNSON’s and JOHNSON, as early as 1888 for waxes, 
floor cleaners, varnish removers, wood dyes, and wood fillers, and extended 
the use of the trademark to floor waxing appliers—or heavily weighted floor 
waxing brushes—shortly before 1900. In addition to the above mentioned 
products, appellant company, during its existence, has continuously in- 
creased the number and name of the commodities manufactured and sold 


by it, as well as the products purchased from others and sold and distributed 
by appellant under its label of JOHNSON’s or JOHNSON, to include such 
items as insecticides for garden use, a roach and ant killer, a moth-proofing 
compound, additional types of wax appliers, automobile wax, insect repel- 
lants, industrial coolants and lubricants, cleansing products, furniture 
polishes, waxes for citrus fruits and vegetables, a substance used in repair- 
ing porcelain, and a cleaning material used in laundering. 


The background of appellees’ company and the beginning of its use 
of the family name of Johnson is pertinent. 

Appellees, Phil J. Johnson and Hugh H. Johnson, brothers, of 
Memphis, Tennessee, in 1944, decided to buy an old factory in Selmer, 
Tennessee, which had been closed for some time. This factory had been 
engaged in the manufacture of corn brooms and mops, and was equipped 
with machinery to make brooms and mops. With the exception of a piece 
or two of additional equipment, the same machinery can make both brooms 
and mops, the principal equipment being the winding machines. Phil 
Johnson had some previous experience in the mop business—cutting mops. 
His father had also sold roofing mops, a type of mop later manufactured 
by appellees. Phil J. Johnson testified that he preferred going into business 
for himself instead of working for others, and that the broom and mop 
business was “one of the businesses a person ean go into with limited capital. 
And another reason was, in 1944, any kind of new operation was difficult to 
enter, due to the fact that the war was still on, and you could not buy 
machinery.” The two Johnson brothers thereupon formed a partnership 
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under the name of Johnson Products Company, of Memphis, Tennessee, 
purchased the closed factory, and commenced the manufacture of brooms 
and mops. 

Appellees manufacture and sell corn brooms and common cotton wet 
mops and wet mopheads; and they advertise, describe, and label the wet 
mop sold by them as a JOHNSON mop. On each of the wet mops manufactured 
and sold by appellees, a label is placed around the mophead, which contains 


the following language: 
“Mfed. By 


JOHNSON PRODUCTS COMPANY 
‘Finest Wet Mops and Wet Mopheads’ 
MEMPHIS, TENN. 


FROM THE LAND OF COTTON 


Always Ask For A 


JOHNSON WET MOP 


The Best Available for Washing Your Floors 


Nationally known JOHNSON MOPS are often priced as low or 
lower than many mops of inferior quality. 
YOU BE THE JUDGE 
The strong durable varns used in JOHNSON PRODUCTS COM- 
PANY Mops make them long lasting, and save you money. Examine 
and compare this mop. You will immediately SEE and FEEL the 
DIFFERENCE. 
A trial will convince you. Your satisfaction fully guaranteed. 
JOHNSON PRODUCTS COMPANY 
Made only in Memphis, Tenn. 
‘Famous for Quality’ ” 
Each mop handle carries a label which contains (with the excep- 
tion of the particular brand name) the following language: 
“Ask for a Nationally Known 
JOHNSON MOP 
FLOOR MASTER 
Brand 


It pays to Buy a Johnson Mop 
Famous for Quality 





10 OUNCE 
Manufactured by 
JOHNSON PRODUCTS COMPANY 
801 Poplar Ave., Memphis, Tenn.” 
Each broom manufactured and sold by appellees carries a label 
on its handle, of which the following is typical : 
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“Ask for a Thrifty 
ECONO-MIZER 
BROOM 


JOHNSON PRODUCTS CO. 
Quality Brooms and Mops 
MEMPHIS, TENNESSEE” 


In its complaint, appellant company, in addition to claiming that appel- 
lees infringe appellant’s common law and statutory trademark, set forth 
that appellees’ appliances, “sold under the trademark JOHNSON for cleaning 
floors and other surfaces, being in the nature of long-handled brooms and 
mops for use in wet or dry form on floors and other surfaces in homes and 
industrial establishments, are goods of the same general character and are 
used for the same general purpose as [appellant’s] cleaning appliances such 
as its mops, brushes, brooms, dusters and cleaning and polishing cloths sold 
under the trademarks JOHNSON and/or JOHNSON’s and are competing 
goods”; that both appellant’s and appellees’ “cleaning appliances” of the 
nature herein described, both bearing the trademark above mentioned, are 
sold in coincident geographical areas, in the same retail trade channels 
and from the same store displays within such retail trade channels, thus 
enhancing the likelihood of confusion, mistake, or deception of purchasers 
as to the source of origin of appellees’ goods, to appellant’s irreparable dam- 
age; that appellees publish misleading statements inducing purchasers to 
believe that appellees’ goods are “nationally known,” and that they 
“emanate from or are in some way connected with” appellant Johnson, to 
the damage of appellant; that appellees’ acts have directly or indirectly 
resulted in the palming off of appellees’ goods as the goods of appellant, 
thereby competing unfairly with appellant and causing deception, mistake, 
or confusion of purchasers as to the source of origin of appellees’ goods to 
appellant’s irreparable damage, through loss or dilution of appellant’s 
good will in the trademarks, JOHNSON and JOHNSON’S. 

Appellant does not manufacture or sell common wet mops, wet mop- 
heads, or corn brooms—or, for the matter, mops or brooms of any kind. 


Appellant sells and recommends for use in applying cleaning and 
waxing substances to floors, only three implements: (1) a “Glo-Coater Wax 
Applier,” which it first sold during the year ending June 30, 1949; (2) the 
‘“Beautiflor Wax Applier,” first sold during the year ending June 30, 1954; 
and (3) the “Heavy Duty Wax Applier,” which had been sold for six or 
seven years prior to the judgment of the district court in this case, entered 
on April 30, 1957. All of the above described implements were first sold 
by appellant to the public, subsequent to the sale by appellees of their 
mops and brooms, which commenced in 1944. 

The “Glo-Coater Wax Applier” is a small household applier, consisting 
of a hard red plastic head, the underside of which has a chenille covering— 
with a long handle on the top side—designed for spreading waxes on floor 
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surfaces. The “Beautiflor Wax Applier” is similar to the “Glo-Coater Wax 
Applier” and is designed to apply wax to floors. The “Heavy Duty Wax 
Applier” is similar to the two preceding implements, but is larger and 
heavier, and is also intended for the application of wax to floors. The sale, 
by appellant, of all other implements used as wax appliers or implements 
that could be considered as resembling appellees’ products, even in the 
slightest respect—such as dust mops—had been discontinued for many 
years before the appellant’s action in the instant case had been commenced. 
None of appellant’s implements for applying wax remotely resembles 
the common wet mops or corn brooms manufactured and sold by appellees, 
which give rise to the charge of infringement of trademarks in this case. 
Appellant’s wax appliers are not adapted for use as common wet mops 
or brooms; and appellees’ wet mops are not adapted for use in applying 
wax to floors. Appellant does not recommend, or suggest, the use of its 
wax appliers as wet mops or brooms; and appellees do not recommend, or 
suggest, the use of their mops or brooms for use in applying wax to floors. 


Appellant contends that, by infringement of its registered and common 
law trademark, appellees are guilty of unfair competition; that the use 
of the name, JOHNSON, by appellees confuses, misleads, and deceives the 
public as to the origin of the goods they sell, and where there is no actual 
confusion, mistake, or deception, the use of the name of appellees is likely 
so to confuse, mislead, and deceive the public; that, in using the name, 
JOHNSON, to appellant’s damage, appellees are guilty of fraudulent intent, 
actual or constructive, and should be enjoined; and that the court’s finding 
that the public was not confused, deceived, or misled was contrary to 
the undisputed testimony and not sustained by the evidence. 

Appellees reply that they have not infringed appellant’s trademark, 
either registered or at common law, and that they are not guilty of any 
unfair competition ; that the evidence as to confusion and mistake is slight, 
and presented a conflict in the evidence, which the trial court, as the finder 
of facts, resolved against appellant; that the use of the name by appellees 
did not confuse or mislead the public as to the source of origin of the goods 
they sold, and was not likely so to mislead and deceive; that appellees acted 
in good faith and without fraudulent intent, actual or constructive; and 
that the trial court’s finding of their good faith and absence of fraudulent 
intent on their part, and the further finding that the public was not con- 
fused or deceived by them as to the source of origin of the goods was not 
clearly erroneous, but was supported by the evidence, and must be accepted 
and affirmed on appeal. 


We come, then, to the discussion of the first of the two main issues: 
Appellant’s claim that appellees infringed its trademark as registered 
under federal law. 


In its complaint, appellant relied upon six federal registered trade- 
marks of the name, JOHNSON’s— 
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(1) For liquid wax polish for finishing and coating furniture and 
interior and exterior finished surfaces 


2) For wax for coating and polishing wood, metal, and other 
surfaces, automobile cleaner, and lacquer 


(3) For wax for coating and polishing wood, metal, and other 
surfaces, and lacquer 


(4) For brushes used in polishing waxed floors 


(5) For powdered wax, prepared wax, wood-dye, paste wood-filler, 
varnish-remover, and floor cleaning chemicals 


(6) For a household cleaner for cleaning Oriental and domestic 
rugs, upholstery, woolens, woodwork, Venetian blinds, walls, and tile. 


These trademarks took the form of the name, JOHNSON’s, in block letters 
of different type, some with a mark like a square around them; or a square 
having a parallel line across it dividing it in two parts; or letters of the 
neme in the form of a bow. These trademarks were affixed to containers for 
the goods, or the goods themselves. A number of other trademarks of 
appellant were marked for identification, but were never admitted in 
evidence. 

We are, therefore, called upon to determine whether the above men- 
tioned marks of JOHNSON’s used on appellant’s brushes to polish waxed 
floors, and on waxes, dyes, wood-fillers, varnish-removers, lacquers, floor- 
cleaning chemicals, and cleaning substances for rugs, upholstery, woolens, 
woodwork, Venetian blinds, walls, and tiles, are infringed by appellees’ 
use of the name, A JOHNSON MOP, Or JOHNSON PRODUCTS COMPANY on its 
cotton wet mops and brooms, or in advertisements relating thereto. 

A floor mop is such a common article of use—and always has been— 
that even a child knows what it is in general acception. What the generally 
accepted meaning of a floor mop is appears in standard works of reference, 
and is defined in Webster’s New International Dictionary as: “An imple- 
ment for washing floors, or the like, made of a piece of cloth, or a collection 
of thrums, or coarse yarn, fastened to a handle.”’ Thrums, in this connee- 
tion, is defined as “any loose, coarse yarn waste.” In the Encyclopaedia 
Britannica, a mop is defined as “A bunch of cloth rags or coarse yarn, 
fastened to a pole and serving as a broom or brush for swabbing up wet 
floors or other surfaces, and for cleaning generally.” 

Appellees’ common wet mops are made of strings of yarn approximating 
a foot in length, affixed to a long handle. They are made and adapted for 
mopping floors with water and soap or similar cleaning substances. As 
above mentioned, appellant neither manufactures nor distributes nor sells 
common mops or brooms. 

Appellant’s wax appliers, which it contends are similar to appellees’ 
mops are not made of long strands of yarns. They are composed of a hard 
wooden or plastic head, affixed transversely to a long handle. The hard 
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head is covered with lamb’s wool, or short clipped strings of yarn. They are 
made for the purpose of dipping into liquid floor wax, and spreading such 
wax on a floor. They are not adapted to the mopping of floors with soap 
and water, and are not used for that purpose. 

Appellant, in its advertisements, recognizes the difference between the 
use of mops and the use of its applicators. In its “Practical Hints,” it 
recommends sweeping “your floors daily with a hair broom or wide dry 
cotton mop to remove dirt and grit * * *. If the accumulation of dirt is 
so heavy that sweeping won’t remove it, mop your floor with a cotton mop 
dampened with cold water.” Similar advice is contained in appellant’s 
printed form, for public and industrial buildings, to be posted in “your 
janitor’s supply room.” Appellant, however, does not make or sell cotton 
mops or yarn mops for use with water for the purpose of cleaning a floor. 
For use in cleaning floors before the application of wax, appellant recom- 
mends its cleaning fluid, EMEREL, to be spread on floors, walls, or woodwork 
“with mop or rag, agitating it gently,” and the removal of the dirt and 
liquid by the use of a mop or rag, * * * to remove all EMEREL solution 
and dirt from {the| surface.” Appellant thus recommends the use of a wet 
mop in cleaning floors, before the application of wax; but, in its long 
commercial history, it has never entered the business of making or selling 
such mops. 

It seems reasonable to conclude that, if, prior to this suit, appellant 
had been asked whether appellees’ wet mops or brooms could be suitably 
or properly used to apply wax to floors, appellant’s reply would have been 
in the negative, as the contrary would imply that its own specially made 
wax appliers, which it recommended for such use, were unnecessary ; and 
the same reply could be expected if appellees were asked whether appel- 
lant’s wax appliers could be properly used to mop or sweep a floor. The 
ordinary, intended uses of appellant’s wax appliers are entirely dissimilar 
from the ordinary intended uses of appellees’ corn brooms and common 
wet mops. The fact that appellant sells, under its trade name, more than 
250 widely diverse articles, and, in the course of seventy years of business 
in the sale of floor wax and implements to apply such wax to floors, has 
never suggested the use of a common wet mop for such application, seems 
a clear enough indication that such use would, in its own view, be improper, 
impractical, inefficient, and, perhaps, detrimental in achieving the results 
sought by appellant. 

In its complaint, appellant claimed that it, and its antecedent partner- 
ship, had been, since 1900, engaged in the distribution and sale of a wide 


variety of products and appliances “for cleaning and polishing floors and 


other surfaces in homes and industrial establishments including mops, 
brushes, brooms, dusters, cleaning and polishing cloths and the like,” and 
that “for more than thirty years [it] sold in interstate commerce and is 
still selling in such commerce cleaning appliances including long-handled 
mops carrying the trademarks JOHNSON and/or JOHNSON’s.” However, the 
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testimony of appellant’s officers was to the effect that appellant does not 
now, or never has, manufactured or sold a common wet mop or corn broom, 
or any item in either category. Appellant’s products did not resemble com- 
mon wet mops or corn brooms; and the sale of appellant’s wax appliers or 
polishing brushes which it claimed were of the same type as appellees’ mops 
and brooms, had been discontinued long before the trial of the instant case, 
or had been initiated by appellant several years after appellees’ mops and 
brooms had enjoyed nationwide distribution and sales. 

In addition to the fact, above mentioned, that none of appellant’s prod- 
ucts, which it had ever sold, resembled appellees’ wet mops and brooms, 
neither appellant’s application for the registered trademarks nor the regis- 
trations issued by the Patent Office for appellant’s products—as disclosed 
by the exhibits introduced in evidence—mentioned brooms or wet mops, or 
mops of any kind. 

Although appellant never recommended or suggested the use of a mop 
for the application of wax to a floor, some of its competitors did suggest 
a “mop or applicator which has been predampened in clear cold water”; 
a “sponge mop”; a “cheesecloth mop”; or “a string mop.” If applicators, 
such as those of appellant, with a hard head covered with lamb’s wool or 
short clipped strings, are considered, by appellant’s competitors, as “mops” 
for the application of wax, they cannot be said to resemble appellees’ mops 
with long strands of cotton yarn for wet mopping and washing of floors. 
Moreover, the record does not disclose when appellant’s competitors recom- 
mended such “mops” for the application of wax. They might have been 
so recommended after appellees had entered the business of manufacturing 
wet mops. 

It has never occurred to appellant manufacturer of wax or to the minds 
of its experts in the application of such wax to floors, after fifty years of 
experience in the use of heavily weighted applicators and in light weight 
applicators with hard heads covered with short clipped strings or wool, that 
a cheap common wet mop with long strands of yarn had the same properties 
for the application of wax to floors as the specially constructed applicators. 
The fact that some persons are now found to be using such wet mops to 
apply wax does not tend to prove, in the light of appellant’s experience, 
expert knowledge, and recommendations to the public with respect to the 
application of wax floors—which omit any mention of the use of wet mops 
—that the specially made wax applicators are substantially the same as 
common wet mops. A broom’s function in sweeping a floor is entirely differ- 
ent from that of an implement to spread wax, or to polish the floor; and the 
use of a mop for washing a floor is entirely different from that of an appli- 
eator in spreading wax. 

While appellant’s complaint, as above mentioned, stated that it had 
been, for a number of years, and was still engaged in selling and distribut- 
ing mops and brooms in interstate commerce, the proofs do not sustain this 
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allegation, and it is clear that it has never sold common corn brooms and 
common wet mops at any time. 


It is emphasized by appellant that it has been engaged for many years 
in business in the “floor maintenance field”; “in the floor cleaning and 
maintenance materials and equipment trade” ; “in the field of general house- 
hold and industrial cleaning materials and equipment”; and “in the class 
of floor cleaning and polishing equipment and materials.”’ On the argument, 
it was contended that although appellant had never manufactured, dis- 
tributed, or sold corn brooms, it was entitled to a monopoly of the trade- 
mark, JOHNSON’S, as applied to such brooms, because it was entitled to the 
sole use of that name on all implements used in the “floor maintenance 
field.” 


We are of the view that this claim covers too broad a field, and cannot 
be sustained. The right granted to the owner of a registered trademark is 
a monopoly and should not be extended unless the owner is clearly entitled 
thereto. Emerson Electric Mfg. Co. v. Emerson Radio & Phonograph Corp., 
24 F.Supp. 481, 39 USPQ 253 (28 TMR 525) (D.C.N.Y.), affirmed 105 F.2d 
908, 42 USPQ 286 (29 TMR 514) (C.C.A. 2), cert. den. 308 U.S. 616, 43 
USPQ 520. 

In this controversy, arguments are presented with respect to a problem 
that has been discussed in various cases, and concerning the solution of 
which authorities differ. 

In the federal Trademark Act of 1905, the test of infringement de- 
pended upon whether the goods in connection with which the mark was 
used consisted of “merchandise of substantially the same descriptive proper- 
ties as those set forth in the registration.” 

The Lanham Act of 1946, Title 15, U.S.C.A., Section 1051, et seq., 
here involved, however, does not limit infringement to the use of a mark 
on goods which are “substantially of the same descriptive properties as 
those set forth in the registration.” It does provide that in order to secure 
a registered trademark under federal law, an owner must file a written, 
verified application in the Patent Office; that in the application, he specify 
the mark; that he further specify the goods in connection with which the 
mark is used; and the mode and manner in which the mark is used in 
connection with such goods. Title 15, U.S.C.A., Section 1051. 

Moreover, the certificate of registration issued by the Patent Office is 
required to state the particular goods for which it is registered. Title 15, 
U.S.C.A., Section 1057. 


In addition to other changes, the Lanham Act substituted for the lan- 
guage in the older acts, limiting infringing sales to those of goods which were 
“substantially of the same descriptive properties as those set forth in such 
registration,” a recovery for a use “likely to cause confusion or mistake or 
to deceive purchasers as to the source of origin of such goods or services.”’ 
15 U.S.C.A., Section 1114 (1). 
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Does this change in the language of the Lanham Act abolish the 
criterion that infringement depends on the use of the mark on goods which 
are “substantially of the same descriptive properties as those set forth in 
the registration’? It was held in California Fruit Growers Exchange v. 
Sunkist Baking Co., 166 F.2d 971, 76 USPQ 85, 87 (38 TMR 188) (C.C.A. 
7): “The trademarks should be confined substantially to the articles for 
which they were authorized, otherwise, why limit the marks at all? Before 
a trademark can be granted under the applicable Lanham Act, the applica- 
tion therefor must name the products to which it is to apply.”” Should an 
owner of a mark be given a recovery for a use “likely to cause confusion 
or mistake or to deceive purchasers as to the source of origin of such goods 
and services,” as provided by the Lanham Act? In 8S. C. Johnson & Son, 
Inc. v. Johnson, 175 F.2d 176, 180, 81 USPQ 509, 513 (39 TMR 557) (C.C.A. 
2), it was held: “[{It] is far from true that the mere fact of confusion 
between the two users should always and itself tip the scales in favor of 
the first. * * * [We] tried to show how the power of a first user to establish 
such a premonitory lien upon a future mark might lead to great injustice. 
In deciding such ‘interstitial’ issues, which legislatures at times wisely 
leave to them, courts are obliged to take over their function pro hae vice 
and to decide which of the conflicting interests they think should prevail.” 

In Federal Telephone & Radio Corp. v. Federal Television Corp., 180 
F.2d 250, 251, 84 USPQ 394, 395 (40 TMR 219) (C.C.A. 2), it was said: 
“Although there appears to be a persistent belief that the first use of a 
specific name or description gives a power to the first user to prevent its 
use by others, it is important to remember that no such doctrine exists. 
In all such cases there is only one question: what damage to the first user 
will the second do by the use of the first user’s mark, or name or make-up, 
and what burden will it impose upon the second user effectively to dis- 
tinguish the goods?” 

It has been held that the right to the exclusive use of a technical 
trademark is limited to a use of it upon some particular class of goods, 
Mishawaka Rubber & Woolen Mfg. Co. v. 8. S. Kresge Co., 119 F.2d 316, 
49 USPQ 419 (32 TMR 42) (C.C.A. 6); and that the exclusive right to the 
use of a trademark is limited to use on the class of goods for which it was 
registered, as set forth in the application filed, and to merchandise of sub- 
stantially the same descriptive properties. Such a registered trademark, 
it is held, is limited by its claim, and the applicant is concluded by the 
statement in his application. Walgreen Drug Stores, Inc. v. Obear-Nester 
Glass Co., 113 F.2d 956, 46 USPQ 440 (30 TMR 477, 529) (C.C.A. 8). It 
has been further held that the fact that goods are household articles does 
not mean that they have the same descriptive properties, prohibiting regis- 
tration of a mark that is identical with a registered, or known trademark, 
owned and used by another, and appropriated to the merchandise of the 
same descriptive properties. Pratt & Lambert v. Chapman & Rodgers, 
136 F.2d 909, 58 USPQ 474 (33 TMR 336) (CCPA); and it would follow 
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that because articles and substances are used in the “floor maintenance field” 
does not mean that they have the same descriptive properties. 

Under the above authorities, the issue would be whether appellant’s 
waxes, lacquers, polishes, automobile cleaners, wood-dyes, varnish-remover, 
floor-cleaners, and brushes for polishing wax floors have substantially the 
same descriptive properties as appellees’ common wet mops and corn 
brooms. 

The district court found, as a fact, that appellant had no registered 
trademark for the use of the name, JOHNSON or JOHNSON’S, on a common 
wet mop of the descriptive properties as that made and sold by appellees, 
and that it had never made or sold a cotton wet mop or corn broom of the 
same descriptive qualities as those manufactured and sold by appellees. 
In its conclusions of law, the district court held that the registration of a 
particular mark represents that the mark will be used in a certain field 
which is reasonably circumscribed by the nature of the product in con- 
nection with which the mark is to be used and that appellant’s use of the 
word, JOHNSON’s, should be confined substantially to the articles for which 
it had been authorized under the registrations issued by the Patent Office. 

“We have stated the problem. Fortunately, this litigation does not 
drive us into a corner where we must solve it in order to settle the case. 
* * * (There| was no unfair competition. * * * The Trial Judge found 
as a matter of fact that no intelligent purchaser using reasonable care would 
be confused as between the goods of {the parties]. There was considerable 
evidence on this point of confusion and the record is full of reports of a 
series of tests conducted in different retail stores. We are satisfied with 
the fact conclusion of the Trial Judge on this point.” Campbell Soup Co. 
v. Armour & Co., 175 F.2d 795, 797, 799, 81 USPQ 430, 432, 434 (39 TMR 
666) (C.A. 3). 

In the controversy before us, however, it is not necessary to reconcile 
these adjudications with particular provisions of the Lanham Act, or to 
consider whether they have been superseded by that statute. We are not 
required here to determine whether infringement is limited to the use of 
a mark on goods which are “substantially of the same descriptive properties 
as those set forth in the registration” nor are we obliged to decide whether 
appellant in this case has, regardless of inconsequential damage, a right 
of recovery for appellees’ use of the name, JOHNSON, on the ground that it 
was a use “likely to cause confusion or mistake, or to deceive purchasers 
as to the source of origin of such goods or services.” The crucial deter- 
mination of the trial court was its finding that appellees’ use of the name 
did not cause, and was not likely to cause confusion or mistake or to deceive 
purchasers as to the source of origin of their goods. Such findings must 
be accepted on appeal unless clearly erroneous; and, as stated more fully 
in this opinion later on, upon a similar issue, we are of the view that the 
court’s findings were not clearly erroneous, but were sustained by the 
evidence, 
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The trial court also held that under the Lanham Act, the right to the 
exclusive use of a registered trademark is to be limited to the particular 
description of the goods described in the application; and that it is only 
as to the goods described in an application, and on which a trademark is to 
be affixed, that the owner is entitled to protection of his mark. In con- 
sidering what the Supreme Court, in Steele v. Bulova Watch Co., 344 U.S. 
280, 283, 95 USPQ 391, 392 (43 TMR 57), referred to as “this complex and 
controversial Act,” we are not required, in disposing of this case, to pass 
upon the question whether the right to the use of a registered trademark 
is to be limited to the particular goods described in the application and 
whether it is only as to the goods described in the application and on 
which a trademark is to be affixed, that the owner is entitled to protection. 
See however Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop Co., 
199 F.2d 407, 95 USPQ 130 (C.A. 8), and Faciane v. Starner, 230 F.2d 
732, 108 USPQ 392 (46 TMR 553) (C.A. 5). Whether the right of a trade- 
mark is limited to the particular goods described in the application to the 
Patent Office; whether it is only as to the goods so described, on which a 
trademark is to be affixed, that the owner thereof is entitled to protection ; 
whether the owner is entitled to recover for appellee’s use of his name on 
the ground that it was a use likely to cause confusion or mistake, or 
deceive purchasers as to the source of origin of such goods, regardless of 
whether such confusion was inconsequential—these questions are unneces- 
sary to decide. For, as heretofore said, the trial court found as a fact 
that appellee’s use of the name did not cause, and was not likely to cause, 
confusion or mistake, or deceive purchasers as to the source of origin of 
their goods. Therefore, without expression a view on what the District 
Court said as to the right of recovery in case of confusion where the damage 
was only inconsequential, as well as its opinion as to the limitation of the 
protection of a trademark to the particular goods described in the applica- 
tion to the Patent Office—and without intimating any error in the views 
so expressed by the District Court—we consider that, in any event, the 
findings and conclusions with respect thereto are, as far as this case is 
concerned, at most, superfluous. 

We come, then, to the issue whether appellees have infringed appel- 
lant’s common law trademarks; and much of the foregoing with respect to 
the federal registered trademarks is applicable to the subject of common 
law trademarks. 

Appellant contends that for many years, it has established and con- 
tinuously maintained, in the household and industrial maintenance equip- 
ment and material trade, and, more specifically, in the floor maintenance 
equipment and material trade, a common law property in the trademark, 
JOHNSON’S, the scope of which has never diminished, but has become 
broader with the increase in the scope of appellant’s business; and that, 
at all times during the past fifty years, appellant has sold “a substantial 
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number of applicators for applying cleaning and polishing liquids and 
related equipment.” 

It is contended by appellant that the use by appellees of the phrase 
A JOHNSON MOP, and the name, JOHNSON PRODUCTS COMPANY, will, and does, 
lead the public to understand that its goods are the product of appellant, 
and that the profit of the confusion was known to, and intended by, the 
appellees ; and that such use of the phrases and names by appellees infringes 
on appellant’s common law trademark, JOHNSON’s. This is the law where 
the use of such name by a newcomer is made with fraudulent intent, 
L. E. Waterman Co. v. Modern Pen Co., 235 U.S. 88 (5 TMR 1); or where 
such use is constructively fraudulent, King Pharr Canning Operations v. 
Pharr Canning Co., 85 F.Supp. 150, 883 USPQ 146 (39 TMR 715) (D.C. 
Ark.). 

The law, however, recognizes and supports the right of every individual 
to his own surname in his own trade or business so long as it does not work 
either an actual or constructive fraud upon the complaining party or the 
general public; for the law of trademarks is but a branch of the law of 
unfair competition, the purpose of which is to prevent one person from 
passing off his goods or his business as the goods and business of another. 
Kroll Bros. Co. v. Rolls-Royce, 126 F.2d 495, 53 USPQ 59 (32 TMR 238) 
(CCPA); United Drug Co. v. Obear-Nester Glass Co., 111 F.2d 997, 45 
USPQ 510 (30 TMR 365) (C.C.A. 8); Bulova Watch Co. v. Steele, 194 
F.2d 567, 92 USPQ 266 (42 TMR 299) (C.A. 5). It was originally designed 
to protect the mark’s owner from diversion of customers who would have 
otherwise bought of him. 8. C. Johnson & Son v. Johnson, 175 F.2d 176, 
81 USPQ 509 (39 TMR 557) (C.A. 2). A trademark only gives the owner 
thereof the right to prohibit its use to deceive the public in a manner which 
injures his good will, Sunbeam Corp. v. Payless Drug Stores, 113 F.Supp. 
31, 97 USPQ 373 (43 TMR 948) (D.C. Cal.); and it has been held that 
the mere fact that one person has adopted and used a trademark on his 
goods does not prevent the adoption of the same trademark by others on 
articles of a different description, Mont-O-Min Sales Corp. v. Wyeth, 
Incorporated, 92 F.Supp. 150, 86 USPQ 315 (40 TMR 820) (D.C. Mo.). 
The Lanham Act and the law of unfair competition protect the monopoly 
of a registered descriptive trademark only against the unfair competition 
of one who seeks, by the use of a similar mark, to palm off his products 
as those of the owner of the trademark. Curtis-Stephens-Embry Co. v. 
Pro-Tek-Toe Skate Stop Co., 199 F.2d 407, 95 USPQ 130 (C.A. 8). 

Appellant contends that appellees have been guilty of unfair competi- 
tion infringing its common law trademark, by using appellees’ surname 
(1) to induce purchasers or prospective purchasers to believe that appel- 
lees’ goods emanate from or in some way are connected with appellant; 
and (2) to cause deception, mistake, or confusion of purchasers as to the 
source of origin of appellees’ goods, all to the damage of appellant. It is 
not specifically averred that appellees palmed off their goods as the goods 
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of appellant, or attempted to do so, but that is the implication and the 
inference fairly to be drawn. 

In order to show that appellees’ use of the phrase, A JOHNSON MOP, and 
the name, JOHNSON PRODUCTS COMPANY, infringed its trademark, appellant 
introduced the testimony of a number of witnesses who were employed 
by it to make surveys, as well as persons interviewed by them. The first 
witness on this phase of the case was a cashier at a large chain drug store. 
She testified that she had been interviewed by appellant’s agent; that al- 
though she used a wet mop in her house, she had never heard of a JOHNSON 
wet mop. She further stated that, in answer to a question whether she knew 
of anything else “this company makes,” she answered: ‘Wax, I suppose.” 
One of appellant’s interviewers for the survey testified that she was required 
to ask various persons certain questions; that she had a small picture of 
appellees’ wet mops which she showed them at the time of questioning. 
Some would notice that it was made in Memphis, and would state that 
they did not know what that company made. This particular interviewer 
further testified, on cross-examination, that she customarily applied JOHN- 
SON wax to her kitchen floor; that she never used a wet mop for that 
purpose, but, rather, a wax applicator; that she did not know of any of 
her friends that used such a mop to apply wax to a floor; that it was hard 
for a mop to get into the corners; and that she never heard of anyone using 
a wet mop to apply wax to floors. Another interviewer testified that she 
used a small applicator made out of string, which was sold with the wax, 
to apply wax to floors; that she had heard one—and only one—of her 
acquaintances say at a PTA meeting, where they were all discussing the 
survey, that she used a wet mop to apply wax; that as far as the people 
she interviewed, who made use of wet mops for washing floors, none of them 
knew what brand they used. The foregoing testimony was the only evi- 
dence disclosing, even by hearsay, a housewife’s using a wet mop to apply 
wax to a floor. 

Another interviewer testified that she asked a clerk in a store: “Is this 
JOHNSON’s mop made by the company that makes JOHNSON’s wax?” and 
the clerk replied: “I don’t know. I suppose so. It says Johnson Products 
on the label.” Another clerk in a store was asked the same question and 
replied: “Yes, it is. I’m sure. We handle all their products’—then asking 
another clerk, “Isn’t that right? Yes, I’m sure of that.” Another clerk 
answered: “Yes, it is.”” Still another clerk at a different store answered: 
“Yes, it is. I am sure of it.” The witness then went on to say that the clerk 
hesitated and continued: “Yes, it is, I am sure it is.”” At another store, a 
clerk answered the question by saying: “Yes, I think it is’; another, “Yes, 
it says so on the label” (which was not the case). The person in charge of 
the survey testified that in the report of this interviewer, thirteen other 
persons answered, generally, “as the witness has testified”; two or three said, 
“No, it is not made by the company that makes JOHNSON’s wax’; and one 
said, “I don’t know.” Another, in answer to the question, said: “I believe 
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it is”; another, “Yes, it is”; another, “I believe they are both the same com- 
pany”; another, “Yes, I think so, yes.” The foregoing are generally char- 
acteristic of the answers given to the interviewers making the survey. 
When the interviewers asked different persons about a JOHNSON wet mop, 
they showed them a small picture of such a mop instead of the long cotton 
string mop itself; and appellant’s representative who conducted the survey 
testified that, although in prior surveys, he had shown the actual product 
to the persons interviewed, he refused to agree that it would have been 
better to have actually shown one of appellees’ mops instad of a small pic- 
ture of one, even though he had been more interested in the mops themselves 
than the labels they bore. He further stated that he thought, in this case. 
showing a picture was sufficient as he was primarily interested in the name, 
JOHNSON, on the mop, and not the type of mop on which it was used; and 
in compiling the answers to the questions asked in the survey, he showed 
a variety of answers, purporting to disclose confusion and deception prac- 
ticed by the appellees in using the name, JOHNSON, in the sale of their mops. 

Other witnesses in the household appliance business testified that wet 
mops and applicators were not competitive, and that they would never rec- 
ommend a wet mop for the application of wax to a floor. Appellant’s applica- 
tors and appellees’ wet mops were sometimes displayed in stores in the 
same racks, because, as the store proprietors said, they both had long 
handles, and the racks were adapted to hold long-handled implements. In 
many cases, however, appellant’s products were displayed in a rack designed 
by appellant, in which the words WAX APPLIER, were in such large letters 
that they were readily distinguishable as appellant’s products a consider- 
able distance away. It appeared that, sometimes, wet mops were used to 
apply wax in large rooms in public and industrial buildings because of the 
extent of the areas to be covered; but they were not recommended for such 
a purpose by appellant; and appellees, until the trial, had never heard of 
their long wet mops being used for the application of wax to a floor. It 
further appeared that only five per cent of appellees’ wet mops were sold 
to industrial institutions, and, of this five per cent, it appeared that only 
one per cent to five per cent, might have been used to apply wax. 

The evidence as to the use of a wet mop to apply wax to a floor in a 
dwelling house could be said to be nonexistent. The questions asked of 
the public in taking the survey above mentioned were: (1) Do you use a 
wet mop in your home? (2) Have you ever heard of a JOHNSON wet mop? 
(3) Have you ever owned one? (4) Do you know what else this company 
makes? (5) (If “Yes”) What? The question, in such a survey, which, from 
appellant’s standpoint, would seem to be crucial, would have been: “Do you 
use a wet mop to apply wax to the floor of your home?” This question was 
not asked. It may be that the reason was that no witness could be found 
who ever used a wet mop in this way; and appellee Phil Johnson may have 
supplied the reason why such a question was not asked when he testified 
that a wet mop, before it could be used, would absorb a pint of wax, and 
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that, at 89 cents a pint, this method of application of wax to a kitchen floor 
would be too expensive for a household. 

The owner of a trademark is not entitled to a guarantee against con- 
fusion in the minds of careless and indifferent buyers. Mishawaka Rubber 
& Woolen Mfg. Co. v. Panther-Panco Rubber Co., 55 F.Supp. 308, 62 USPQ 
44 (D.C. Mass.) ; and merely occasional cases of confusion or thoughtless 
errors by very inattentive purchasers are of very little significance in 
trademark and unfair competition cases. Pennzoil Co. v. Crown Central 
Petroleum Co., 50 F.Supp. 891, 58 USPQ 654 (33 TMR 440) (D.C. Md.), 
affirmed 140 F.2d 387, 60 USPQ 320 (C.C.A. 4). Nevertheless, evidence of 
actual confusion is not necessary to show that likelihood of such confusion 
of marks exists as to preclude registration of such marks. Salem Commodi- 
ties, Inc. v. Miami Margarine Co., 244 F.2d 729, 114 USPQ 124 (47 TMR 
1267) (CCPA). 

It is, of course, not necessary that the “palming off” of the goods be 
intentional. The right of an individual to use his own name in conducting 
his business is coupled with the duty not to use the name so as to pass 
his goods off for those of another with resulting injury to such person, 
and with resulting deceit of the public, whether the passing off is intentional 
or the necessary result of selling goods under such name. King Pharr Can- 
ning Operations v. Pharr Canning Co., 85 F.Supp. 150, 883 USPQ 146 (39 
TMR 715) (D.C. Ark.). 

On the issue of infringement of the common law trademarks, as in 
the case of the registered trademarks, the findings of the trial court, as we 
view it, are here conclusive. 

The district court found that there was confusion in the public mind 
as to appellant’s corporate name and the products manufactured and sold, 
or purchased, labeled, and sold by it, but that such confusion was, in a large 
measure, accounted for by the fact that Johnson is a common surname, and 
appellant had not taken any steps to distinguish it from others using the 
same name. There was no confusion as to the source of origin, however. 
The court concluded that it is always possible, when two merchants use 
the same name, that some confusion may arise and that the reputation of 
one may, therefore, be transferred to the other; but that there was no sub- 
stantial basis for such a conclusion in the instant case. The court, while 
holding that there was no basis for any conclusion that appellees had 
profited by any such kind of confusion, said that whatever confusion may 
have resulted, which would be slight at most, “if, in fact, it does exist, 
does not warrant enjoining appellees from using their own surname in their 
trade or business where they are guilty of no fraud or other improper prac- 
tice in doing so,” and that appellees had “made reasonable efforts to 
identify clearly themselves as manufacturers of their own product.” 

The district court found that appellees had adopted the name, JOHNSON, 
for use on their wet mop in good faith and not with any fraudulent purpose 
of attracting to themselves business or sales which belonged to the appellant. 
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While fraudulent intent is not an essential element of infringement of 
a trademark, it is entitled to consideration. Broderick & Bascom Rope Co. 
v. Manoff, 41 F.2d 353, 6 USPQ 8 (21 TMR 351) (C.C.A. 6). Motivation 
is an important factor in the determination of such an issue. Trademark 
infringement does not depend upon a fraudulent intent; and good faith 
is no defense, if the mark used is likely to result in confusion or mistake. 
But the court has the right, in determining the likelihood of confusion, to 
consider the motive of the party who adopts the mark. In determining the 
likelihood of consumer confusion by the use of words similar to the trade- 
mark allegedly infringed, an intent on the part of the claimed infringer to 
palm off his goods as those of another is a relevant factor to be carefully 
weighed with other factors. Maternally Yours, Inc. v. Your Maternity 
Shop, Inc., 234 F.2d 538, 110 USPQ 462 (46 TMR 1509) (C.A. 2). In the 
instant case, the question of appellees’ intent was given careful considera- 
tion by the trial judge. 

The district court’s finding that appellees acted in good faith and 
without fraudulent intent differentiates the instant case, on this aspect, 
from numerous adjudications on which appellant relies—all of which dis- 
closed fraudulent intent, constructive fraud, or inequitable conduct on 
the part of the user of a mark or name. 

The district court further found that there was no substantial evidence 
that the public or any purchasers were confused or deceived, or likely to be 
confused or deceived, into purchasing appellees’ wet mops in the belief that 
they were the products of appellant; and that appellees had not attempted, 
in any way, to palm off their goods as the goods of appellant, but that, on 
the contrary, they had made reasonable efforts clearly to identify themselves 
as manufacturers of this product. 

These were questions of fact. With regard to the surveys made— 
which, if favorably interpreted, might be said to sustain appellant’s claim 
of confusion—and the evidence introduced by appellees—which was to 
the contrary—the trial court was, in such a conflict, the judge of the credi- 
bility of the witnesses and the weight of the evidence. It could itself 
appraise the exhibits, including the wax appliers, the mops, brooms, labels, 
packaging, and the like, and reasonably conclude that many of the ques- 
tions asked in the survey suggested answers favorable to appellant’s con- 
tention; that the answers of many of the others interviewed were doubtful, 
uncertain, and careless; and the court, acting as the finder of the facts, 
could, accordingly, determine, and did determine that appellees had not 
attempted to palm off their goods as the goods of appellant, and that there 
was no substantial evidence that the public or any purchasers were confused 
or deceived into purchasing appellees’ wet mops in the belief that they 
were the products of appellant. 

Where a district court’s findings and conclusions that a defendant had 
no guilty knowledge or fraudulent intent to deceive or pass off its products 
as those of the plaintiff, that there would be no confusion, mistake, or 
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likelihood thereof as to the source of origin of the parties’ respective prod- 
ucts, and that defendant’s labels or marks did not infringe plaintiff’s trade- 
mark, were not clearly erroneous, but were supported by substantial 
credible evidence, an affirmance of a judgment for the defendant thereon 
is required. Squirrel Brand Company v. Barnard Nut Company, 224 F.2d 
840, 106 USPQ 296 (45 TMR 1324) (C.A. 5). 

The trial court’s findings and conclusions must stand on appeal, unless 
clearly erroneous. They are not clearly erroneous unless the reviewing 
court, on the entire evidence, is left with a definite and firm conviction that 
a mistake was committed; and the burden is upon appellant to show such 
a mistake. Ibid. It is our view that the findings and conclusions of the 
district court were not clearly erroneous but that, on the other hand, they 
were sustained by ample evidence. 

In accordance with the foregoing, the judgment of the district court 
denying appellant’s prayer for injunctive relief, and dismissing the com- 
plaint, is affirmed. 


This case was argued to a panel of the court consisting of McAllister, 
Miller, and Stewart, Circuit Judges. Judge Stewart became an Associate 
Justice of the Supreme Court of the United States before a decision was 
reached or this opinion was prepared. He, therefore, did not participate 


in the decision, opinion, or judgment in this case. 


G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 
No. 12321 —C. A. 7 —March 26, 1959— 121 USPQ 74 


7.111I—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
One entering field of endeavor already occupied by another should, in the 
selection of a trade name or trademark, keep far enough away to avoid all possible 
confusion. 
2.11I—REGISTRABILITY—DESCRIPTIVE TERMS 
Trademark DRAMAMINE for motion sickness remedy is non-descriptive. 
7.112—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE 
IMITATIONS 
BONAMINE is likely to be confused with DRAMAMINE, both marks being used 
on motion sickness remedies. Slight differences in sound of similar trademarks 
will not protect infringer. It is not necessary to show actual cases of confusion 
since test under Trademark Act of 1946 is likelihood of confusion. Side-by-side 
comparison is not correct test of confusion. Since it is effect upon prospective 
purchasers that is important, conditions under which they act must be considered. 
Differences in color of tablets and shape and size of containers would not be 
helpful in distinguishing products, for it is similarity of sound of marks and 
methods used for promotion and marketing that make ‘for confusion. Reference 
to decisions of courts as to other trademarks is not of great help in determining 
likelihood of confusion, and citation of individual cases can only indicate general 
pattern. Often background of adoption of mark is of importance on question of 
intent. 





Vol. 49 T. M.R. G. D. SEARLE & CO. v. CHAS. PFIZER & CO., INC. 


7.15—REMEDIES—INFRINGEMENT—DEFENSES 
Laches is no defense where plaintiff protested promptly after learning nature 
of goods on which mark would be used. 
7.122—REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—ACCOUNTING 
Plaintiff is entitled to injunction but not to accounting; it was impossible to 
prove more than a few instances of actual confusion and defendant will suffer 
substantial loss by injunction restraining use of trademark. 


Action by G. D. Searle & Co. v. Chas. Pfizer & Co., Inc., for trademark 
infringement and unfair competition. Plaintiff appeals from District Court 
for Northern District of [llinois from judgment dismissing complaint. 
Reversed. 

Case below reported at 48 TMR 617. 

See also 45 TMR 540, 46 TMR 586. 


Stuart S. Ball, Richard J. Flynn, William T. Woodson, Lewis S. Garner, 
Walter Ramn, Sidley, Austin, Burgess & Smith, and Woodson, Patti- 
shall & Garner, of Chicago, Illinois, for appellant. 


Arthur G. Connolly, Werner H. Hutz, and Connolly, Cooch & Bove, of 
Wilmington, Delaware, Thomas J. Connors, of Brooklyn, N. Y., and 
William J. Marshall, Jr., and Haight, Lockwood & Simmons, of Chi- 
cago, Illinois, for appellee. 


Before Durry, Chief Judge, and Hastings and PARKINSON, Circuit Judges. 


Durry, Circuit Judge. 

This is an appeal from a judgment of the District Court dismissing 
plaintiff’s action for infringement of a registered trademark and for unfair 
competition. The trademarks in this controversy are DRAMAMINE used by 
plaintiff and BONAMINE used by defendant. The trademarks are used for 
motion sickness remedies or preventives. These products are now sold to 
the general public without a physician’s prescription. 

In 1947 plaintiff developed a pharmaceutical product for use in the 
prevention and treatment of motion sickness. It adopted the coined and 
fanciful trademark DRAMAMINE. Tests were conducted in cooperation with 
the Surgeon General of the Army and doctors at Johns Hopkins Hospital 
which established the product’s effectiveness both in the prevention and 
treatment of motion sickness. On February 14, 1949, the Surgeon General 
released a report of the results of these tests which received wide and 
favorable publicity. On March 3, 1949, DRAMAMINE was released for sale 
by prescription. Prior to December 1, 1953, plaintiff’s sales of DRAMAMINE 
exceeded $12,000,000.00. About November 10, 1954, plaintiff was authorized 
to sell DRAMAMINE over the counter without a prescription. 

Plaintiff has sold its motion sickness remedy under the trademark 
DRAMAMINE ever since it was placed on the market. It registered DRAMAMINE 
as the trademark in the United States Patent Office on July 18, 1950, and 
the mark was given Registration No. 527862. The registration has become 
incontestable. 15 U.S.C. §1065. 
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About July 1, 1953, defendant purchased the United States rights to 
a product known as U.C.B. 5062 which had been developed by a Belgian 
manufacturer and sold in Europe as a motion sickness remedy under the 
trademark POSTAFENE. Defendant requested certain of its employees to 
suggest a trademark for U.C.B. 5062, informing them the product was “to 
be indicated for use in motion sickness and is competitive with DRAMAMINE. 
One hundred fifty-eight names were suggested. From this long list defen- 
dant selected the name BONAMINE. Dr. Moore, a phonetics expert, testified 
that BONAMINE was more like DRAMAMINE than any other word on the list. 

A somewhat similar situation existed in Q-Tips, Inc. v. Johnson & 
Johnson, 3 Cir., 206 F.2d 144, 98 USPQ 86 (44 TMR 39), where the defen- 
dant was confronted with the trademark Q-T1ps. The court said, page 147, 
98 USPQ at 89: “The evidence shows a list of dozens of names suggested 
by various employees, many of which are arbitrary, fanciful and completely 
unlike anything suggested by the plaintiff’s product. But in the end defen- 
dant’s top management came up with the name under discussion, COTTON 
Tips. It is quite clear why, with all the possibilities open to it, defendant 
made this choice. * * *” 

Defendant, a late-comer in the field, knew of plaintiff’s use of the 
trademark DRAMAMINE, and of the predominant position of DRAMAMINE 
in the market at the time it chose to compete with its product which it 
designated as BONAMINE. Defendant recognized this predominant position 
the following year when it issued instructions to salesmen stating “DRAMA- 
MINE has been on the market for a number of years and has been intensely 
promoted ; consequently its biggest advantage now is that physicians have 
the DRAMAMINE habit.” 

The statement which we made a number of years ago in Northam 
Warren Corp. v. Universal Cosmetic Co., 7 Cir. (1927), 18 F.2d 774, 775 
(17 TMR 203), is a good and safe rule to follow: “One entering a field of 
endeavor already occupied by another should, in the selection of a trade 
name or trademark, keep far enough away to avoid all possible confusion. 
* * #” 

Many products competitive to DRAMAMINE came upon the market. On 
July 25, 1955, a district representative of Pfizer sent out a sales letter which 
contained the following: “The motion sickness market is a tremendous 
market running into millions and millions of dollars. At the present time, 
the bulk of this market is enjoyed by one of our competitors * * * your 
competition is DRAMAMINE. * * *” 

The trademark DRAMAMINE is non-descriptive. In G. D. Searle & Co. 
v. Institutional Drug Distributors, Inc., 141 F.Supp. 838, 839, 110 USPQ 
524 (46 TMR 1520), Chief Judge Yankwich referred to DRAMAMINE as 
“* * * a strong, non-descriptive and valid mark, used to designate tablets 
of Dimenhydrinate * * *” The same judge in G. D. Searle & Co. v. Instt- 
tutional Drug Distributors, Inc., 151 F.Supp. 715, 717, 114 USPQ 522, 523 
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(47 TMR 1459), again referring to DRAMAMINE said: “The mark is not 
descriptive. By all standards it is a strong mark. * * * Marks of this 


character, especially when exploited on a national basis, have been given 
the highest protection by the courts both before and since the enactment of 
the Lanham Act. 15 U.S.C.A. §§1051, 1127. * * *” We agree with Judge 
Yankwich’s statements. 

Finding of Fact 10 states, “The words BONAMINE and DRAMAMINE are 
unlike. As plaintiff argued that the two words represented sounds which 
were acoustically similar and often confused, the Court devoted close 
attention to the two words as variously pronounced by counsel and 
witnesses throughout the proceedings. It is the finding of the Court that 
plaintiff’s view is not supported by the evidence.” There was no other 
finding as to likelihood of confusion. 

That part of the finding which states DRAMAMINE and BONAMINE are 
unlike is clearly erroneous. DRAMAMINE and BONAMINE contain the same 
number of syllables; they have the same stress pattern, with primary accent 
on the first syllable and secondary accent on the third; the last two syllables 
of DRAMAMINE and BONAMINE are identical. The initial sounds of DRAMA- 
MINE and BONAMINE (“d” and “b”) are both what are known as “voiced 
plosives” and are acoustically similar; the consonants “m” and “n” are 
nasal sounds, and are acoustically similar. The only dissimilar sound in 
the two trademarks is the “‘r’” in DRAMAMINE. Slight differences in the sound 
of similar trademarks will not protect the infringer. Lambert Pharmacal 
Co. v. Bolton Chemical Corp., 219 F. 325, 326. 

Finding 10 seems to indicate that the trial court was of the view it 
was plaintiff’s burden to prove that the words DRAMAMINE and BONAMINE 
were often confused. Such is not the correct test in determining whether 
a trademark has been infringed. When this case was here before, we said, 
231 F.2d 316, 317, 109 USPQ 6, 7: “* * * it is not necessary to show 
actual cases of confusion since the test under the statute, 15 U.S.C.A. 
1114(1), is likelihood of confusion.” We cited Independent Nail & Packing 
Company, Inc. v. Stronghold Screw Products, Inc., 7 Cir., 205 F.2d 921, 
925, 98 USPQ 172, 176 (44 TMR 46), and Keller Products, Inc. v. Rubber 
Linings Corp., 7 Cir., 213 F.2d 382, 386, 101 USPQ 307, 311 (44 TMR 1095). 

Section 2 of the Trademark Act of 1946, 15 U.S.C.A. §1114(1), gives 
the holder of a trademark, such as plaintiff, a right of action against “Any 
person who shall, in commerce, (a) use, without the consent of the regis- 
trant, any * * * colorable imitation of any registered mark in connection 
with the sale, offering for sale, or advertising of any goods * * * on or in 
connection with which such use is likely to cause confusion or mistake or 
to deceive purchasers as to the source of origin of such goods * * *.” 

Section 45 of that Act (15 U.S.C.A. §1127) defines “colorable imita- 
tion” to include “any mark which so resembles a registered mark as to be 
likely to cause confusion or mistake or to deceive purchasers.” Thus, it 
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is clear that the test is likelihood of confusion and not the quantity of 
actual confusion. 

Although plaintiff proved several instances of actual confusion, such 
proof is not required. Defendant’s reliance on Rytex Co. v. Ryan, 7 Cir., 
126 F.2d 952, 52 USPQ 523 (32 TMR 195), is misplaced. That case does 
not express the rule in this circuit. In Barbasol v. Jacobs, 160 F.2d 336, 340, 
72 USPQ 350, 354 (837 TMR 135), we said “* * * we are convinced that 
our holding in the Rytex case pertinent to the instant question was an 
erroneous statement of law.” 

That part of Finding 10 which states the court devoted close attention 
to the pronunciation of the two names by counsel and witnesses was, in 
effect, a side by side comparison. This is likewise not a correct test. This 
Court has discussed the frailty of such tests in Colburn v. Puritan Mills, 
Inc., 108 F.2d 377, 378, 43 USPQ 482, 484 (30 TMR 57), and Albert 
Dickinson Co. v. Mellos Peanut Co. of Illinois, 179 F.2d 265, 269, 84 USPQ 
172, 175 (40 TMR 107). In these two cases we stated the rule recognized 
in this cireuit, viz., we must determine the purchasing public’s state of 
mind when confronted by somewhat similar trade names singly presented. 

Since it is the effect upon prospective purchasers that is important, the 
conditions under which they act must be considered. Albert Dickinson Co. 
v. Mellos Peanut Co. of Illinois, 179 F.2d 265, 270, 84 USPQ 172, 175-176 
(40 TMR 107). 

The trademarks DRAMAMINE and BONAMINE designate products which 
have identical uses; are sold to the public through the same channels of 
trade; are widely promoted by word-of-mouth advertising and often are 
purchased through oral or telephone requests. The two products are sold 
to the same class of customers. All sales are made without direct adver- 
tising to the ultimate consumer. On a dosage basis, the two products are 
priced competitively. Each product is produced by a well-known pharma- 
ceutical manufacturer. 

Defendant argues BONAMINE is a white tablet while DRAMAMINE is 
yellow and that the shape and size of the bottle containers are different. 
Such differences would not be helpful in distinguishing between the prod- 
ucts, as they are usually sold. In any event, such differences would not be 
controlling, for it is the similarity of the sound of DRAMAMINE and BONA- 
MINE, and the methods used for promotion and marketing, that make for 
confusion. 

Defendant cites a number of cases where the trademarks involved had 
similar suffixes but dissimilar prefixes and where the marks were held to 
be not confusingly similar. Some of the cases cited are: Pennzoil Co. v. 
Crown Central Petroleum Corp., 4 Cir., 140 F.2d 387, 60 USPQ 320, in- 
volving the marks PENNZOIL and GREENZOIL for motor oil; Syncromatic Corp. 
v. Eureka Williams Corp., 7 Cir., 174 F.2d 649, 81 USPQ 434 (39 TMR 571), 
involving the marks SYNCROMATIC and oIL-0-MATICc for oil burning heaters; 
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Kensington Steel Co. v. Nichols Engineering and Research Corp. (CCPA), 
188 F.2d 397, 89 USPQ 330 (41 TMR 599), involving the marks NERCALLOY 
and orRoLoY for metal castings; and Upjohn Co. v. Schwartz, 2 Cir., 246 
F.2d 254, 114 USPQ 53 (47 TMR 1230), involving the marks syrocon and 
CHERACOL. 

A long list of cases could be cited where trademarks with dissimilar 
prefixes but with similar suffices had been held to be confusingly similar. 
Typical are: Q-TIPs and coTrTon TIPs, Q-Tips, Inc. v. Johnson & Johnson, 
3 Cir., 206 F.2d 144, 98 USPQ 86 (44 TMA 39) ; LATOURAINE and LORRAINE, 
LaTouraine Coffee Co. Inc. v. Lorraine Coffee Co. Inc., 2 Cir., 157 F.2d 115, 
70 USPQ 429 (36 TMR 271); PEROXOGEN and DIOXOGEN, Bookman vy. Oak- 
land Chemical Co. (CCPA) 40 F.2d 1006, 5 USPQ 241 (20 TMR 261); 
ANACIN and ALYCIN, William 8S. Merrell Co. v. Anacin Co. (CCPA) 109 F.2d 
339, 44 USPQ 366 (30 TMR 90); mMiRACLE WHIP and SALAD wHiP, Kraft 
Cheese Co. v. Leston Co., 48 F.Supp. 782, 52 USPQ 538 (32 TMR 188) ; 
CYTAMIN and DENT-A-MIN, McKesson & Robbins, Inc. v. American Founda- 
tion for Dental Science (CCPA) 150 F.2d 420, 66 USPQ 252 (35 TMR 262). 
In a case involving SIMONIZ and PERMANIZE, the court pointed out that the 
only material difference was in the first syllable of each word, and the 
court stated: “* * * this court has repeatedly held that the public ought 
not to be required to dissect and analyze trademarks in order that con- 
fusion and deception might be avoided.” Siwmoniz Co. v. Permanizing 
Stations of America, Inc. (CCPA), 49 F.2d 846, 847, 9 USPQ 440, 441 
(21 TMR 309). 

In this type of litigation reference to decisions of courts as to other 
trademarks is not of great help. Citation of individual cases can only 
indicate a general pattern. Often the background of the adoption of the 
mark is—of importance on the question of intent. The evidence as to actual 
confusion or likelihood of confusion differs widely from case to case. 
However, courts are alert to protect the purchasing public from the conduct 
of business concerns which do not hesitate to trade upon the good name 
and the success of a competitor. We think the evidence in this case compels 
a holding that the trademark BONAMINE is likely to cause confusion and 
mistake among purchasers of drugs who seek relief from motion sickness. 
Defendant adopted the name BONAMINE apparently with the idea of get- 
ting as close to DRAMAMINE as was legally possible, but we hold the evidence 
in this ease discloses that defendant got too close. 

Defendant claims that plaintiff had knowledge of defendant’s announce- 
ment of its intention to use the BONAMINE trademark in August, 1953, but 
made no objection until after defendant had spent considerable sums in 


popularizing its product. In effect, defendant urges laches. The trial court 
made no finding on this point. 


Defendant did announce its intention to use the trademark BONAMINE 
by publication of the fact in what is known as The Combined Trademark 
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Bureau. A manufacturer may register a trademark with the Bureau which 
then publishes it in a bulletin circulated to the trade. The Bureau does 
not approve trademarks. 

Although defendant listed BONAMINE with the Bureau, it described 
BONAMINE merely as an antihistamine. At that time defendant had deter- 
mined that the therapeutic use of BONAMINE was to be as a motion sickness 
remedy. In a broad sense, BONAMINE was an antihistamine, but defendant 
has never promoted and never planned to promote BONAMINE as a general 
purpose antihistamine. 

In November, 1953, plaintiff learned that defendant was using BONA- 
MINE as a motion sickness remedy. Plaintiff promptly protested and then 
started this action on December 16, 1953. Under the circumstances of this 
case there was no estoppel by laches. 

We hold that plaintiff is entitled to an injunction restraining defen- 
dant from using BONAMINE as a trademark for a motion sickness remedy. 
However, we do not think that there should be a reference for an account- 
ing or an award of damages. 

In this case there was proof of but two instances of “palming off,” and 
these were by dealers. It was inherently impossible to prove more than a 
few instances of actual confusion. A purchaser who has been confused as 
to a product such as a drug tablet usually makes no complaint that can 
be traced or, in some instances as shown by the evidence in the instant case, 
does not learn of the mistake until many months later. 

Defendant will suffer a substantial loss by the injunction restraining 
the use of BONAMINE as a trademark. This litigation has now been in the 
courts over five years. A further controversy on the question of damages 
may well prolong this litigation for another five years. No one but the 
lawyers could benefit by such a course. Balancing the equities, we think 
justice will be served by restraining defendant prospectively from the use 
of the trademark BONAMINE as a motion sickness remedy. See Q-Tips, Inc. 
v. Johnson & Johnson, 3 Cir., 206 F.2d 144, 148, 98 USPQ 86, 89-90 (44 
TMR 39); Champion Spark Plug Co. v. Sanders, 331 U.S. 125, 131, 73 
USPQ 133, 136 (37 TMR 323). 

Judgment reversed with instructions to issue an injunction restraining 
prospectively the defendant from using the trademark BONAMINE to indi- 
eate a product useful for or to be used as a motion sickness remedy or 
preventive. 
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RIVERBANK LABORATORIES v. HARDWOOD PRODUCTS CORPORATION 


No. 54 C 300—D. C., N. D. Ill., E. Div. — June 13, 1958 
— 118 USPQ 194 


6.1—COMMON LAW TRADEMARKS—NATURE OF RIGHTS 
Plaintiff does not have exclusive rights in the name RIVERBANK as used on sound 
insulating doors manufactured by defendant under an agreement with plaintiff, 
since the relevant public does not believe plaintiff sponsors the doors or otherwise 
vouches for the quality of the doors. 
A fanciful name, not inherently descriptive of quality, function, or properties, 
may become generic. 
7.211—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Since plaintiff failed to establish that the public, upon seeing the name RIVER 
BANK on sound insulating doors, would attribute sponsorship of said doors to plain- 
tiff or that the doors originated with plaintiff there can be no likelihood of confusion 
and plaintiff is entitled to no relief. 
18.—LICENSES 
Upon termination of an exclusive license agreement between the parties, whereby 
defendant was authorized to manufacture, promote and sell RIVERBANK SOUND 
INSULATING DOORS upon payment of a stipulated royalty to plaintiff, the name 
RIVERBANK does not revert to plaintiff in the absence of any unfair competition or 
proof that the relevant buying public associated the name with plaintiff. 
.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 
.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 
Since the relevant buying public uses the name RIVERBANK as a synonym for 
“a sound insulating door embodying the floating panel construction invented by Dr. 
Sabine” which was subject to a patent, the word is generic for said door, and all 
manufacturers and sellers may use it upon the expiration of the patent. There can 
be no exclusive rights in a generic name. 
7.216—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND 
COMMERCIAL NAMES 
13.—PATENTS 
The fact that a commercial name antedated the patent and gave commercial 
value to the article is cogent evidence that the name of the patented article is not 
generic. However, it is otherwise where, as here, the name had no commercial value 
in the relevant field at the time of the invention. 
7.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 
A patent was issued on May 11, 1937 for a sound insulating door embodying a 
floating panel construction, said door being called RIVERBANK. There is no rule of 
law, that upon the expiration of a patent the name of the patented article passes 
into the public domain. It is a question of fact. The facts in this case reveal that 
RIVERBANK is the generic name for the patented article. 
Where products or services are related and one name is applied to them all, it 
is unlikely that the relevant buying public will understand the name as a generic 
designation for but one of the products. But where the products or services are 


unrelated, as in the case at bar (sound insulating doors as opposed to acoustical 


testing services, cryptographic services and tuning forks), this likelihood is dissi 
pated. 
5.5—CANCELLATION PROCEDURE—EVIDENCE 
Since the name RIVERBANK became the generic appellation for the sound insulat 
ing door, defendant is ordered to cancel its registration of the trademark; said 
registration having been obtained without the advice of counsel, but at the sugges 
tion of plaintiff’s representative during the existence of the license agreement. 
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8.8—COURTS—COSTS 
Although attorney’s fees may be assessed against an unsuccessful plaintiff in 
an exceptional case, the case at bar is not so exceptional as to warrant such assess- 


ment. 


Action for unfair competition by Riverbank Laboratories v. Hardwood 

Products Corporation. Judgment for defendant. 

See also 46 TMR 1555. 

William J. Friedman, Maurice Rosenfield, Philip B. Kurland, Harry 
Kalven, Jr., Burton H. Young, and Wallace Rudolph, of Chicago, 
Illinois, for plaintiff. 

Gerrit P. Groen, Richard E. Alexander, and Byron, Hume, Groen & 
Clement, of Chicago, Illinois, and Arthur H. Seidel and Quarles, 
Herriott & Clemons, of Milwaukee, Wisconsin, for defendant. 


HorrMAN, District Judge. 

This is a common-law action for unfair competition in which the 
plaintiff seeks to restrain the defendant from using the name RIVERBANK on 
sound insulating doors manufactured by defendant. Plaintiff also seeks 
damages for disparagement of its trade name. Federal jurisdiction is 
properly predicated upon diversity of citizenship, and the amount in 
controversy, exclusive of interest and costs, exceeds $3,000. 

Plaintiff, Riverbank Laboratories, was founded in 1913 by one George 
Fabyan at Geneva, Illinois, as a not-for-profit sole proprietorship. In 1921, 
the proprietorship became a not-for-profit Illinois corporation. Initially, 
various areas of scientific and quasi-scientific endeavor were embraced by 
plaintiff: acoustics, electronics, genetics, cryptography, and Shakespearian 
studies involving the Shakespeare-Bacon controversy. However, since 1936, 
plaintiff has not engaged in genetics, cryptography or literary controversy. 

The principal activity of plaintiff has been in the field of acoustical 
physics with acoustical and engineering divisions. The work of the en- 
gineering division has been devoted almost exclusively to tuning-forks and 
related electronic and electro-mechanical devices, and from June 13, 1954 
(four months after the instant action was filed) to June 15, 1956, the 
engineering division expanded its activity to embrace the development or 
improvement of sound insulating doors. Such work has been suspended 
since June 15, 1956. 

Beginning in 1927, the engineering division, guided by the late Bert 
Eisenhour, Sr., contributed substantially to the development of an im- 
proved tuning-fork with a variety of acoustical, medical, electronic and 
electro-mechanical uses. These forks and related devices are manufactured 
and sold by plaintiff. The forks bear the stamped name RIVERBANK LABORA- 
TORIES with the exception of one type of fork known as EISENHOUR and the 
words RIVERBANK LABORATORIES appear on the packaging of forks and upon 
related commercial documents. The forks are unrelated to the building 
trade, and there is no evidence that any buyer of Riverbank tuning-forks 
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was an architect, or was otherwise engaged in millwork or woodwork con- 
struction, building construction, or the manufacture of building materials. 
With the exception of certain listings, the engineering division does 
virtually no advertising, and its average yearly gross sales are approxi- 
mately $250,000. 

In addition to the manufacture and sale of tuning-forks and related 
devices, the engineering division engages in pure research and testing activi- 
ties, and has set standards for scientific measurement which were unknown 
prior to the development of the improved tuning-fork at the plaintiff’s 
laboratories. 

The activities of the acoustical division of the plaintiff began in 1918, 
when Fabyan built an acoustical laboratory for Professor Wallace Sabine, 
then head of the Physics Department of Harvard University. However. 
Professor Sabine died before he could assume any duties, and he was 
replaced by Dr. Paul Sabine who took charge of plaintiff’s acoustical-experi- 
mental activities. Plaintiff’s acoustical laboratory was the first laboratory 
devoted exclusively to acoustics and available for commercial testing of 
acoustical materials for sound insulation and sound absorption qualities. 
In 1933, The Acoustical Materials Association, comprising the principal 
manufacturers of acoustical materials in the United States, selected the 
plaintiff to perform all its official tests. The acoustical laboratory, at pres- 
ent completely operated by Armour Research Foundation, is now regarded 
as the best acoustical testing laboratory in the United States. 

Certain of Dr. Sabine’s work culminated early in 1934 with the inven- 
tion of a sound insulating door embodying a floating panel construction. 
Sabine applied for a patent in May, 1935, and the patent was issued on 
May 11, 1937. Plaintiff was given a one-half interest in the patent. 

In 1934, following the invention of the door, Sabine invited Frederick 
Ludlow to aid in the commercial exploitation of the door. Ludlow had 


prior experience in the manufacture of doors. Ludlow and Sabine worked 


for approximately ten months attempting to fabricate model doors em- 
bodying Sabine’s invention. In October, 1934, the door was apparently 
ready for marketing, and arrangements were made to advertise the door in 
“Sweet’s Catalogue,” a national trade journal. The advertisement was paid 
for by plaintiff; advertising negotiations were handled by Sabine and 
Ludlow, purporting to act for plaintiff; and the door was advertised as: 


“RIVERBANK LABORATORIES 
SOUND INSULATING DOORS 
GENEVA, ILLINOIS 


RIVERBANK SOUND INSULATING DOORS 
A Laboratory Product” 


This appears to be the first time that the door was denominated RIVERBANK. 
Prior to November 3, 1934, six doors were sold to Johns-Manville. How- 
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ever, the record is silent as to whether the doors were sold under the name 
of plaintiff or as a result of plaintiff’s reputation. 

As early as November 3, 1934, Sabine and Ludlow contemplated some 
form of business structure through which the door could be marketed. On 
April 1, 1935, an informal partnership, the RIVERBANK INSULATING DOOR 
COMPANY (hereafter, “Door Company”) was formed, comprising as part- 
ners Sabine, Ludlow and plaintiff. A formal partnership agreement was 
executed on February 28, 1937, effective January 1, 1937. The record does 
not disclose the manner in which the partnership acquired the name RIVER- 
BANK, but it may fairly be assumed that plaintiff consented to such use. 

In October, 1935, the Door Company advertised the door in “Sweet’s 
Catalogue” as follows: 


“RIVERBANK INSULATING DOOR CO. 
Riverbank Laboratories 
GENEVA, ILL. 


RIVERBANK SOUND-INSULATING DOORS” 


Thereafter, neither the plaintiff nor the Door Company again advertised 
the door. 

Prior to September 14, 1936, the Door Company (acting through Sabine 
and Ludlow rather than through plaintiff) marketed, but did not manu- 
facture, the door, although on five occasions all or a part of the corre- 
spondence pertaining to sales was addressed to plaintiff. From late 1934 
to September 14, 1936, no more than thirteen sales were consummated. 
During the same period, approximately sixty-three inquiries were received. 
However, there is no evidence that any sale was made or that any inquiry 
was received as a result of the reputation of the name RIVERBANK. 

From March, 1935, to August, 1935, defendant, then and now a 
Wisconsin corporation, manufactured wood components and assembled 
doors for the Door Company. Defendant had manufactured doors since 
1910, sound insulating doors since 1930, and was well regarded in the trade. 
From August, 1935, to September, 1936, defendant acted also as sales 
agent on a commission basis. During the period March, 1935, to September, 
1936, defendant, through its officers and salesmen, materially aided the 
Door Company in the commercial exploitation of the RIVERBANK door. 
Also during this period, Sabine and Ludlow, acting for the Door Company, 
manifested a desire to turn over to defendant the commercial exploitation 
of the door. The activities of the Door Company, as noted above, produced, 
at best, only moderate results and it was essential that the Door Company 
ally itself with a reputable manufacturer. Ludlow, who handled the 
major part of the Door Company’s exploitation activities, held himself out 
to the trade as a representative, not of the Door Company, but of defendant 
in what clearly was an attempt to capitalize on the reputation of defendant. 
Further, the Door Company’s second advertisement in Sweet’s Catalogue 
emphasized the fact that defendant was the manufacturer of the door. 
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On September 14, 1936, defendant and the Door Company entered into an 
exclusive licensing agreement under which defendant was authorized to 
manufacture, promote and sell RIVERBANK sound insulating doors” upon 
payment of a stipulated royalty. Defendant agreed to manufacture no 
other sound insulating door. The agreement specified no time limit, but was 
terminable by either party upon ninety days written notice. Thereafter, 
and until June, 1954, defendant manufactured, promoted and sold the door 
under the name RIVERBANK, and defendant’s activities produced almost 
immediate results. Throughout the period, neither the Door Company nor 
plaintiff exercised any appreciable control over the promotion or sale of 
doors by defendant. However, Sabine, Ludlow and defendant consulted 
regarding technical aspects of manufacture. 

In May, 1942, the Door Company and Firecraft Door Company entered 
into an agreement under which the latter was authorized to manufacture, 
advertise and sell “Metal-covered RIVERBANK Sound Insulating Doors” 
upon payment of a stipulated commission. It was expressly stated that, 
upon termination of the agreement, the name RIVERBANK would revert to 
the Door Company. Defendant was not a party to the agreement with 
Firecraft, but acquiesced in it, and manufactured wood cores which were 
metal-covered by Firecraft. 

On January 14, 1947, following the retirement of Dr. Sabine as director 
of plaintiff’s acoustical laboratory, plaintiff leased its acoustical laboratory 
to the Armour Research Foundation of the Illinois Institute of Technology. 
Consideration for the lease was $1.00 plus Armour’s undertaking to pay to 
plaintiff a stipulated percentage of revenue derived from testing activities. 
The agreement, which was limited to a ten year term, was renewed on 
July 10, 1956, for another ten year term. Since the date of the first agree- 
ment with Armour, plaintiff has not engaged in acoustical activities, aside 
from the work done by the engineering division; nor has plaintiff exercised 
any control over Armour. The original agreement specifically granted to 
Armour the right to use the name RIVERBANK, and Armour has used it in 
its advertising. For ten years prior to the Armour agreement, plaintiff’s 
acoustical laboratory had undergone no changes or improvement, and much 
of its equipment was obsolete. Accordingly, Armour initiated a program 
of revision and improvement to enable the laboratory to render more 
useful and accurate services to industry. 

From the inception of the agreement between the Door Company and 
defendant, relations between the parties were amicable. During the period 
of the agreement, the Door Company received over $280,000 in royalties on 
gross sales of approximately $1,500,000, and defendant spent over $56,000 
to advertise the RIVERBANK SOUND INSULATING Door. Until the spring of 
1953, defendant dealt only with Sabine and Ludlow as representatives of 
the Door Company. Sabine and Ludlow were, in fact, the managing part- 
ners of the Door Company. Defendant did not deal with plaintiff, but 
defendant was aware that plaintiff was a partner in the Door Company. 
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In 1950 Sabine and Ludlow agreed that defendant should take some 
action to assure the use by it of the name RIVERBANK after termination of 
the agreement, and Ludlow so informed defendant. Plaintiff was not 
notified of this decision by Sabine or Ludlow. 

In July, 1950, defendant unsuccessfully attempted to secure a copy- 
right on the name RIVERBANK. On September 11, 1950, defendant, acting 
without the benefit of legal advice, initiated action to secure trademark 
rights in the name RIVERBANK. These actions by defendant resulted from 
Ludlow’s suggestion that defendant take steps to protect its use of the 
name.’ In December, 1951, the Patent Office granted to defendant a trade- 
mark on the name RIVERBANK for sound insulating doors. Defendant used 
the name as a trademark until June, 1954, when the usage was restrained 
by preliminary injunction, subsequently set aside on appeal. Riverbank 
Laboratories v. Hardwood Products Corp., 236 F.2d 255, 110 USPQ 511 
(46 TMR 1555) (7th Cir. 1956). Although the trademark is still in effect, 
defendant has offered to cancel it. 

In the spring of 1953, Maulsby Forrest, one of plaintiff’s officers, met 
with Ludlow and learned that Sabine and Ludlow did not want to continue 
the Door Company partnership beyond expiration of the patent. Forrest 
learned also of Ludlow’s suggestion to defendant to protect its use of the 
name RIVERBANK. This was the first information plaintiff received of the 
action taken by defendant. In May, 1953, Forrest gave notice to defendant 
that the agreement would be canceled as of May 11, 1954, the date on 
which the patent was to expire. In October, 1953, Forrest attempted unsuc- 
cessfully to negotiate a new agreement with defendant. On December 2, 
1953, Forrest received a letter from defendant and learned, for the first 
time, that defendant had secured a trademark. On December 28, 1953, 
Forrest cancelled the agreement as of ninety days from receipt of notice. 
However, attorneys for Sabine and Ludlow countermanded the cancellation 
in a letter to defendant, and defendant, relying on the letter of counter- 
mand, considered the contract in force. Subsequently, defendant served 
timely notice that it would consider the contract canceled as of May 11, 
1954. 

The instant action was filed on February 25, 1954. Sometime after 
June, 1954, Forrest wrote to Morgan Sash and Door Company, a manu- 
facturer, with a view to entering into a new contract. As a result of this 
letter, Forrest met with Arthur Chapman, an officer of Morgan. Chapman 
indicated Morgan’s interest in manufacturing sound insulating doors 
under the name RIVERBANK, but Morgan was deterred by the pendency of 
the instant action. Morgan did no more than indicate to plaintiff its pre- 
liminary interest, and there were no negotiations between the parties. 








1. In reaching this conclusion, I have considered and rejected plaintiff’s attempt 
to prove that Ludlow’s suggestion to defendant was made after defendant attempted 
to secure a copyright. The incident occurred some seven years prior to trial, and the 
disparity of dates might be attributed to lapse of time. 
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In the spring of 1955, the witness Harvey Pushker, a close friend of 
one of plaintiff’s counsel, communicated with Forrest, at the suggestion 
of this lawyer, regarding the manufacture of sound insulating doors under 
the name RIVERBANK. Pushker received a firm commitment from a manu- 
facturer and offered Forrest five per cent in royalties with a guaranteed 
minimum of twenty to twenty-five thousand dollars for the “right” to 
manufacture sound insulating doors under the name RIVERBANK and to 
advertise them as being designed and sponsored by plaintiff. However, the 
matter was held in abeyance pending the outcome of this trial.” 

In February, 1955, plaintiff bought from Sabine any interest which 
he might have in the patent, effective as of March 30, 1954. On January 28, 
1955, Sabine and Ludlow assigned to plaintiff their entire interest in the 
Door Company. 


BASIS OF PLAINTIFF’s CLAIMS FOR RELIEF 


As a result of defendant’s continued use of the name RIVERBANK beyond 
the date on which the patent expired, and defendant’s asserted right to use 
the name, plaintiff filed this suit. Plaintiff does not seek to protect a trade- 
mark. On the contrary, plaintiff admits that it never had trademark rights 
in the name RIVERBANK. However, plaintiff contends that the name RIVER- 
BANK is its trade name, and deserves protection as such. It is beyond 
question that plaintiff’s correct corporate name is RIVERBANK LABORATORIES. 

Although the complaint is not specifically divided into counts, it is 
clear that plaintiff asserts several overlapping claims for relief. While these 
claims are encompassed by the broad term “unfair competition,” in the 
interest of clarity I shall state them separately. Paragraphs 11, 14, 16. 
and 20(A), (B) and (C) of the complaint allege unfair competition arising 
from confusion of sponsorship. In addition, plaintiff asserts a claim was 
disparagement of trade name. The precise words “disparagement of trade 
name” appear nowhere in the complaint. The disparagement claim was first 
specifically mentioned in plaintiff’s opening statement on the trial (tr. 5- 
6) and was pursued further in plaintiff’s brief. Although defendant vig- 
orously attacks the claim as belated and not alleged in the complaint, | 
shall, for purposes of this memorandum, assume that the disparagement 
claim is before the court.* 

It is clear that the validity of both of plaintiff’s claims depends upon 
plaintiff’s exclusive right to the name RIVERBANK as used on sound in- 
sulating doors. 





2. At the trial, Pushker’s testimony was admitted subject to objection by defendant 
which was to be ruled upon in this memorandum. Since the objection was essentially 
to the weight of the evidence rather than its admissibility, the objection is now over- 
ruled. Pushker’s testimony, therefore, has been considered for what it is worth. 

3. Plaintiff originally alleged a claim for patent infringement (Complaint, par. 21). 
This claim has been abandoned (PI. Br., p. 29, fn. 3; Pl. Reply Br., p. 2) and will 
not be considered further. 





i 
TE 








846 THE TRADEMARK REPORTER Vol. 49 T. M. RB. 


CHOICE oF Law 


As noted previously, this is a common-law action for unfair competi- 
tion, and jurisdiction is based on diversity of citizenship. Under the rule 
announced in Erie R.R. Co. v. Tompkins, 304 U.S. 64, 58 S.Ct. 817 (1938), 
this court must apply the substantive law of Illinois, including [linois rules 
of conflict of laws. Klaxon Co. v. Stentor Electric Mfg. Co., 313 U.S. 487, 
61 8.Ct. 1020, 49 USPQ 515 (1941). 

It has been held specifically that the Erie doctrine applies to the 
common-law action of unfair competition. Pecheur Lozenge Co., Inc. v. 
National Candy Co., Inc., 315 U.S. 666, 62 S.Ct. 853, 53 USPQ 11 (32 TMR 
194) (1942); Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 59 S.Ct. 
109, 39 USPQ 296 (28 TMR 569) (1938). 

Unfair competition is a tort. Under Illinois law, a tort is governed by 
the law of that state in which the cause of action arose, Opp v. Pryor, 294 
Ill. 5388, 128 N.E. 580 (1920), or, as sometimes stated, by the law of that 
state in which the wrong was consummated. Addressograph-Multigraph 
Corp. v. American Expansion Bolt & Mfg. Co., 124 F.2d 706, 51 USPQ 495 
(32 TMR 50) (7th Cir. 1941), cert. denied, 316 U.S. 682, 62 S.Ct. 1270, 
53 USPQ 685 (1942). In the Addressograph case it was asserted that the 
state in which the wrong was consummated is the state in which the essen- 
tial element of the wrongful competitive act took place. Where defendant 
transacts all, or substantially all, of its business in one state, the action will 
usually be governed by the law of that state. Rytex Co. v. Ryan, 126 F.2d 
952, 52 USPQ 523 (32 TMR 195) (7th Cir. 1942) ; Time v. Viobin Corp., 
128 F.2d 860, 54 USPQ 13 (32 TMR 422) (7th Cir. 1942), cert. denied, 
317 U.S. 673, 63 S.Ct. 78, 55 USPQ 494 (32 TMR 493) (1942) ;* Radio 
Shack Corp. v. Radio Shack, Inc., 180 F.2d 200, 84 USPQ 410 (40 TMR 211) 
(7th Cir. 1950) ; Jewel Tea Co. v. Kraus, 187 F.2d 278, 88 USPQ 14 and 
507 (41 TMR 134 and 409) (7th Cir. 1950). 

Applying the “essential element” test of the Addressograph case, it is 
clear that the gist of plaintiff’s complaint is that defendant has exercised 
wrongful dominion over the name RIVERBANK. This dominion was first 
manifested in Wisconsin when defendant endeavored to secure a copyright. 
Again, it was in Wisconsin that the defendant initiated action which cul- 
minated in the issuance of a trademark. The essential elements of the 
alleged wrongful competitive act, therefore, occurred in Wisconsin, and the 
substantive aspects of this case must be governed by Wisconsin law. 

Research discloses no Wisconsin case in which plaintiff’s claim for 
relief was predicated upon confusion of sponsorship. Further, there ap- 
pears to be no Wisconsin case in which plaintiff relied upon the theory of 
disparagement or in which plaintiff instituted the related action of libel or 


4. Both the Rytex and Time cases were overruled in part on other grounds in 
Philco Corp. v. Phillips Mfg. Co., 133 F.2d 663, 56 USPQ 248 (33 TMR 118) (7th Cir. 
1943). In addition, the Rytex case was again overruled on other grounds in Barbasol 
Co. v. Jacobs, 160 F.2d 336, 72 USPQ 350 (37 TMR 135) (7th Cir. 1947). 
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slander of title. Accordingly, I have proceeded upon the assumption that 
the Wisconsin law of unfair competition is sufficiently broad to embrace 
the claims relied upon by plaintiff. Where necessary, general authorities 
will be relied upon. 


GRAVAMEN OF UNFAIR COMPETITION 


Unquestionably, plaintiff has the right to use the word RIVERBANK as 
a trade name indicating the source of its activities, products and services 
and the attending good will. The word RIVERBANK is fanciful and arbitrarily 
applied. Listman Mill Co. v. Wm. Listman Milling Co., 88 Wis. 334, 60 
N.W. 261 (1894) (holding that the word MARVEL, as applied to plaintiff’s 
flour, was an arbitrary designation indicating source, and was a valid 
mark) ; Avenarius v. Kornely, 139 Wis. 247, 121 N.W. 336 (1909) (holding 
that the word CARBOLINEUM was an arbitrary or fanciful word indicating 
the origin of plaintiff’s paint, and was a valid mark). However, the ques- 
tion is whether plaintiff has an exclusive right to the word RIVERBANK as 
applied to sound insulating doors. This exclusive right is an essential ele- 
ment of plaintiff’s claims under the dual theories of confusion of sponsor- 
ship and disparagement. 

In determining whether plaintiff has this exclusive right, it will be 
helpful to review and restate some of the concepts which underlie an action 
for unfair competition. “Likelihood of confusion” is a key phrase. Where 
plaintiff engages in an endeavor under a corporate or a trade name or 
markets an item under a trademark, and defendant appropriates the name 
or mark, an action for unfair competition will lie if the public is, in fact, 
confused, or if it is likely that the public will be confused. This rule has 
been applied by Wisconsin courts. Manitowoc Malting Co. v. Milwaukee 
Malting Co., 119 Wis. 543, 97 N.W. 389 (1903); Phoenix Manufacturing 
Co. v. White, 149 Wis. 287, 1385 N.W. 891 (2 TMR 241) (1912) ; Milwaukee 
Corrugating Co. v. Flagge, 184 Wis. 139, 198 N.W. 394 (14 TMR 279) 
(1924). It has been announced in a multitude of cases in this circuit. 
California Fruit Growers Exchange v. Sunkist Baking Co., 166 F.2d 971, 
76 USPQ 85 (38 TMR 188) (7th Cir. 1947) ; Consumers Petroleum Co. v. 
Consumers Co. of Ill., 169 F.2d 163, 78 USPQ 227 (38 TMR 861) (7th Cir. 
1948), cert. denied, 335 U.S. 902, 69 S.Ct. 406, 80 USPQ 600 (1949) ; Radio 
Shack Corp. v. Radio Shack, Inc., 180 F.2d 200, 84 USPQ 410 (40 TMR 211) 
(7th Cir. 1950); Independent Nail & Packing Co. v. Stronghold Screw 
Products, 205 F.2d 921, 98 USPQ 172 (44 TMR 46) (7th Cir. 1953), cert. 
denied, 346 U.S. 886, 74 S.Ct. 138, 99 USPQ 491 (1953) ; Keller Products 
v. Rubber Linings Corp., 213 F.2d 382, 101 USPQ 307 (44 TMR 1095) 
(7th Cir. 1954); Square D. Co. v. Sorenson, 224 F.2d 61, 106 USPQ 45 
(45 TMR 1102) (7th Cir. 1955) ; G. D. Searle & Co. v. Chas. Pfizer & Co., 
231 F.2d 316, 109 USPQ 6 (46 TMR 586) (7th Cir. 1956) ; National Nut 
Co. v. Kelling Nut Co., 61 F.Supp. 76, 65 USPQ 104 (N.D. Ill. 1945). And 
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it has been expressed in other jurisdictions. Jndian Territory Oil & Gas 
Co. v. Indian Territory Illuminating Oil Co., 95 F.2d 711, 37 USPQ 301 
(28 TMR 295) (10th Cir. 1938), cert. denied, 305 U.S. 607, 59 S.Ct. 67, 
39 USPQ 558 (1938) ; Little Tavern Shops v. Davis, 116 F.2d 903, 48 USPQ 
161 (4th Cir. 1941) ; Sears Roebuck and Co. v. Johnson, 219 F.2d 590, 104 
USPQ 280 (45 TMR 461) (3rd Cir. 1955); National Lead Co. v. Wolfe, 
223 F.2d 195, 105 USPQ 462 (45 TMR 963) (9th Cir. 1955), cert. denied, 
350 U.S. 883, 76 S.Ct. 185, 107 USPQ 362 (1955) ; Abramson v. Coro, Inc., 
240 F.2d 854, 112 USPQ 307 (47 TMR 617) (5th Cir. 1957) ; see also cases 
collected in Annotations, 66 A.L.R. at 972, 115 A.L.R. at 1247; and 148 
A.L.R. 12. 

The term “confusion” means that the public will attribute to plaintiff 
defendant’s product or service. The public may believe that defendant’s 
product is manufactured by plaintiff, National Lead Co. v. Wolfe, 223 F.2d 
195, 105 USPQ 462 (45 TMR 963) (9th Cir. 1955), cert. denied, 350 U.S. 
883, 76 S.Ct. 1385, 107 USPQ 362 (1955); or is sold by plaintiff, Radio 
Shack Corp. v. Radio Shack, Inc., 180 F.2d 200 84 USPQ 410 (40 TMR 211) 
(7th Cir. 1950) ; or is sponsored by plaintiff, Triangle Publications v. Rohr- 
lich, 167 F.2d 969, 77 USPQ 196 (38 TMR 516) (2d Cir. 1948) (held that 
defendant’s use of word SEVENTEEN on girdles infringed and unfairly com- 
peted with plaintiff’s use of the word as title of magazine). The public 
may believe that defendant’s service is rendered by plaintiff, Sears Roebuck 
and Co. v. Johnson, 219 F.2d 590, 104 USPQ 280 (45 TMR 461) (3rd Cir. 
1955) ; or that plaintiff and defendant are related, Aetna Casualty & Surety 
Co. v. Aetna Auto Finance, Inc., 123 F.2d 582, 51 USPQ 435 (32 TMR 2) 
(Sth Cir. 1941), cert. denied, 315 U.S. 824, 62 S.Ct. 917, 52 USPQ 644 
(1941). As stated in the Radio Shack case, 180 F.2d at p. 206, 84 USPQ 
at 414-415 (40 TMR at 217) : 


“* * * it is the confusion of origin or sponsorship, and not the 
confusion of goods, which is the controlling factor. A corporation may 
build up a fine reputation for financial responsibility, and business 
integrity and fair dealing, in the field within which it transacts its 
business, in which event its trade name should ordinarily be entitled 
to protection. The wrong in this case consists in a realization on the 
plaintiff’s general reputation—an appropriation of plaintiff’s good will 
by confusing the minds of prospective customers as to the identity of 
the dealer who is offering goods to the public. In all cases of unfair 
competition, it is principles of old fashioned honesty which are con- 
trolling. J. I. Case Plow Works v. J. I. Case Threshing Machine Co., 
162 Wis. 185, 201, 155 N.W. 128 (6 TMR 113).” 


The Radio Shack case introduces another aspect of unfair competition 
which is related to “confusion”: the wrong committed by defendant. As 
the quotation from the opinion in that case indicates, the court viewed the 
wrong as defendant’s realizing on the plaintiff’s reputation or appropriating 
plaintiff’s good will. Other theories of the wrong committed by defendant 
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are: forestalling plaintiff’s normal potential expansion ;> unjust enrichment ; 
falsely creating an impression of a relationship between plaintiff and 
defendant, so that plaintiff might be subjected to litigation; and “dilution” 
of the selling appeal of a trade name.® See 148 A.L.R. 12, 66 for a com- 
prehensive review of cases supporting these respective theories. These 
theories, with the exception of the “dilution” theory, have as a common 
ground the abhorrence of permitting one indiscriminately to capitalize 
on the efforts of another. As stated in J. J. Case Plow Works v. J. I. Case 
Threshing Machine Co., 162 Wis. 185, 155 N.W. 128, 134 (6 TMR 113) 
(1915) : 


“One may not reap where another has sown, nor gather where 
another has strewn.” 


The concepts of “confusion” and “capitalization” rest upon a founda- 
tion of semantics. Obviously, if the relevant buying public, upon hearing 
or seeing the mark or name in question, as used by defendant, does not 
associate that mark or name with plaintiff, there can be no confusion; nor 
is defendant capitalizing upon plaintiff’s efforts or reputation or good will. 
In California Fruit Growers Exchange v. Sunkist Baking Co., 166 F.2d 
971, 76 USPQ 85 (38 TMR 188) (7th Cir. 1947), plaintiff sought to enjoin 
the use of its mark SUNKIsT on bread made by defendant. Plaintiff asserted, 
and the court agreed, that: 


“Tt is a confusion of origin or sponsorship and not a confusion 
of goods which controls * * *.” (at 973, 76 USPQ at 86) 


In holding that the likelihood of confusion did not exist, the court stated, 
at p. 973, 76 USPQ at 87 (38 TMR at 191): 


“Unless SUNKIST covers everything edible under the sun, we cannot 
believe that anyone whose 1.Q. is high enough to be regarded by the 
law would ever be confused or would be likely to be confused in the 
purchase of a loaf of bread branded as SUNKIST because someone else 
sold fruits and vegetables under that name.” 


Plaintiff had called as witnesses certain of its officers who testified that 
confusion was a likely result of defendant’s use of the word SUNKIST. 
However, the court observed at p. 975, 76 USPQ at 89 (38 TMR at 193): 


“No prospective purchaser gave any such opinion. Indeed, the many 
housewives called were not in the least confused.” 








5. This theory cannot be applied in the case at bar. I find as a fact that it is 
not likely that plaintiff will ever expand its activity to engage in the highly specialized 
manufacture of sound insulating doors. 

6. The “dilution” theory, first advocated in an article by Schechter, The Rational 
Basis of Trademark Protection, 40 Harv. L. 813 (1940), at least by implication has 
been rejected by this circuit. California Fruit Growers Exchange v. Sunkist Baking 
Co., 166 F.2d 971, 76 USPQ 85 (38 TMR 188) (7th Cir. 1947). Under the “dilution” 
theory, the value of a mark or name inheres in its uniqueness. Consequently, protection 
would be afforded even in the absence of confusion or the likelihood of confusion. 
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In essence, the court held that, since the relevant buying public, upon 
seeing the name SUNKIST as used by defendant, did not associate that name 
with plaintiff, an action for unfair competition would not le. 

In American Photographic Publishing Co. v. Ziff-Davis Publishing Co., 
135 F.2d 569, 57 USPQ 362 (33 TMR 308) (7th Cir. 1943), plaintiff had 
published a magazine known as POPULAR PHOTOGRAPHY. Subsequently, the 
magazine was merged with AMERICAN PHOTOGRAPHY and was published 
under the latter name for twenty years. Defendant then acquired a trade- 
mark in the name POPULAR PHOTOGRAPHY, and published a magazine under 
that name. In holding that plaintiff had no claim for common-law trade- 
mark infringement and unfair competition, the court stated, at p. 572, 
57 USPQ at 364-365: 


“Tt is clear that the voracious AMERICAN PHOTOGRAPHY has swallowed the 
former periodicals, and that ample time has elapsed for the digestive 
process to occur, so that absorption has resulted * * *.” 


Again, the court was merely saying that the relevant buying public upon 
seeing the name POPULAR PHOTOGRAPHY, did not associate that name with 
plaintiff. Consequently, defendant’s use did not constitute unfair competi- 
tion. 

In Bayer Co. v. United Drug Co., 272 F. 505 (11 TMR 178) (S.D.N.Y. 
1921), plaintiff instituted an action for infringement of its common-law 
trademark “asvirin.” At page 513, Judge Learned Hand commented: 


“After all presumptions and procedural advantages have been weighed, 
the owner must show that his mark means him, else he cannot prevent 
others from using it. There is no invention in the word, qua word, 
which he ean protect.” 


Accordingly, plaintiff, in the case at bar, cannot prevail unless it has 
established, by a preponderance of the evidence, the likelihood that the 
relevant buying public, upon seeing the name RIVERBANK on defendant’s 
door, will believe that plaintiff sponsors the door or otherwise vouches 
for its quality, as is alleged by plaintiff. That plaintiff was aware of this 
burden is apparent from plaintiff’s brief : 

“To the relevant public—architects, engineers and contractors 


RIVERBANK means the RIVERBANK LABORATORIES and means quality 
dete. = | | 


Whether plaintiff has sustained this burden is a fact question. I am of the 
opinion that plaintiff has not sustained this burden. 

In support of its contention as to the meaning of the word RIVERBANK, 
plaintiff called one witness who testified regarding plaintiff's reputation 
for scientific eminence. Until 1939 plaintiff had an international reputation 
for scientific excellence. This reputation is attributable substantially, if not 
almost entirely, to the acoustical-physics work and scientific writing of Dr. 
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Sabine. Dr. Sabine’s work decreased markedly from 1939 to 1947. Although 
the Riverbank Acoustical Laboratory is still highly regarded today by 
scientists, much of its reputation is as a result of the work and professional 
standing of Armour. However, the basic question is not whether plaintiff 
has a reputation for scientific excellence among scientists, but whether it 
has such a reputation or any reputation among the relevant buying public: 
architects, engineers and contractors. The only evidence relied upon by 
plaintiff as bearing on this basic question was the testimony of one Wallace 
Waterfall and certain advertising material (Pl. Br., p. 10). That portion 
of Waterfall’s testimony, upon which plaintiff heavily relies, is as follows: 


“Q. [On direct examination.] Is there any familiar term by which 
you and the people in the acoustical field commonly refer to Riverbank 
Laboratories? 

“A. Yes, Riverbank. Riverbank in the acoustical field means noth- 
ing besides Riverbank Laboratories to most everyone.” [Tr. 651.] 

“The Court: I would like to ask him one question before he goes 
to the cross. As a man well informed in the field of acoustics, Mr. 
Waterfall, do you know something about sound insulating doors? 

“The Witness: Not too much, your Honor. 

“The Court: I don’t mean mechanically, but if you saw the name 
RIVERBANK on a sound insulating door, what would that mean to you 
as an expert in this field ? 

“The Witness: That would mean it was a door that had been 
developed by Paul Sabine at Riverbank Laboratories, because I re- 
member when he was doing the work out there. 

“The Court: What would it mean as to quality? 

“The Witness: If it were made according to the original designs 
that he worked at, it would be a good quality door.” | Tr. 656-7. | 


However, it must be noted (1) that Waterfall was not shown to be a 
member of the relevant buying public and did not purport to speak for the 
relevant buying public; and (2) that he was personally acquainted with 
Dr. Sabine and plaintiff. Since Waterfall was not shown to be a member 
of the relevant buying public, his statements do not answer the question 
whether it is likely that the members of the relevant buying public associate 
the name RIVERBANK, as used on doors, with plaintiff. Even if Waterfall 
were a member of the relevant buying public, his personal acquaintance 
with Dr. Sabine and plaintiff would render his testimony of doubtful 
probative value unless it were also shown that a reasonable portion of the 
relevant buying public knew of Sabine and plaintiff. Waterfall’s testimony 
falls far short of establishing the likelihood that plaintiff has any reputa- 
tion among the buyers of sound insulating doors; and plaintiff introduced 
no additional testimony on this issue. 

The advertising materials relied upon by plaintiff are contained in 
Exhibits AAA 1-9 and Exhibit EEE, p. 14. Exhibits AAA 1-9 are bro- 
chures published by or for the defendant during the period of the exclu- 
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sive licensing agreement. IWxhibits AAA-1, 2, 5, 6 and 8 contain the 
following: 


“The Riverbank Sound Insulating Door is the result of scientific 
knowledge gained by experiment in the laboratory plus practical 
knowledge gained by experience in making doors. Scientific knowledge 
of the fundamental physical principles underlying the transmission of 
sound in building has come out of the research carried on at the River- 
bank Laboratories during the last 15 years.” 


Exhibits AAA-4, 7 and 9 are substantially similar and refer to: 


“% * * extensive research carried on by Dr. Paul E. Sabine at the 
Riverbank Acoustical Laboratories * * *.” 


Exhibit AAA-3 refers to the doors as: 


“* * * designed along new and thoroughly scientifie lines by the 
Riverbank Acoustical Laboratories.” 


Exhibit EEE is a brochure of the Firecraft Company, manufacturers of 
metal covered sound insulating doors. At page 14 is a reference to 
decibel reduction based on tests carried on by plaintiff. These exhibits, 
too, fall short of establishing the likelihood that plaintiff’s reputation was 
known to the relevant buying public or that the public attributed sponsor- 
ship to plaintiff. The difficulty inherent in plaintiff’s position is that 
plaintiff introduced no evidence showing or tending to show a relationship 
between plaintiff’s reputation among scientists and plaintiff’s alleged repu- 
tation among the relevant buying public. Plaintiff called no witness who 
ever ordered or bought a RIVERBANK door, or who might be remotely 
classified as a potential member of the relevant buying public. 

Defendant called the only trade witnesses who testified at the trial. 
The witness Watson was an official of the largest custom-built architectural 
woodwork firm in Chicago. He had been engaged in the sash and door 
business for forty-eight years, and frequently ordered RIVERBANK doors 
from defendant. To him, RIVERBANK meant only a door manufactured by 
defendant. He did not look to the plaintiff or the Door Company as a guar- 
antor of the door. The witness Koll was the vice-president of a concern 
which manufactured architectural woodwork. His testimony was substan- 
tially the same as that of Watson. To this affirmative testimony regarding 
the meaning of the name RIVERBANK among the relevant buying public may 
be added the testimony of defendant’s vice-president Young and Mr. Ludlow 
that plaintiff had no reputation among the relevant buying public at the 
time the door was developed. 

It is clear, therefore, that plaintiff does not have a reputation for 
scientific excellence among the individuals who order and buy sound 
insulating doors; and that the relevant buying public, upon seeing the 
name RIVERBANK on sound insulating doors, would not attribute sponsor- 
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ship of those doors to plaintiff, nor look to plaintiff as a source of supply 
or source of quality control; and that it is not likely that the relevant 
buying public would be confused, deceived or misled by defendant’s use 
of the word RIVERBANK. The evidence does not show that the defendant 
attempted to capitalize upon the reputation of plaintiff or to obtain a 
commercial “free ride” at plaintiff’s expense. Certainly there is no relation 
between acoustical physics in general and the commercial aspects of sound 
insulation of such a nature as would justify a conclusion that reputation 
for excellence in acoustical physics carries over into the commercial door 
field; nor is there a relation between the market for tuning forks and 
related electromechanical and electronic devices and the market for sound 
insulating doors. 


REVERSIONARY RIGHTS 


Plaintiff asserts that, since the agreement between the parties was a 
license, the name RIVERBANK reverted to plaintiff upon termination of the 
agreement. Initially, it must be noted that almost all the cases cited in 
this memorandum dealing with the theories and elements of unfair competi- 
tion do not involve agreement between the parties.’ The questions thus 
presented are whether the existence and subsequent termination or an 
agreement are per se dispositive factors or whether, in such cases, the 
decisions are still predicated upon the concepts of unfair competition above 
discussed. Plaintiff relies on Smith v. Dental Products Co., 140 F.2d 140, 
60 USPQ 260 (34 TMR 78) (7th Cir. 1944), cert. denied, 322 U.S. 743, 
64 S.Ct. 1146, 61 USPQ 543 (1944) ; U.S. Ozone Co. v. US. Ozone Co. of 
America, 62 F.2d 881, 16 USPQ 233 (7th Cir. 1932); Morand Brothers v. 
Chippewa Springs Corp., 2 F.2d 237 (15 TMR 303) (7th Cir. 1924), cert 
denied, 267 U.S. 592, 45 S.Ct. 229 (1924) ; Hicks v. Anchor Baking Co., 16 
F.2d 723 (17 TMR 208) (3rd Cir. 1926) ; and Stratton & Terstegge Co. v. 
Steiglitz Furnace Co., 258 Ky. 678, 81 S.W.2d 1 (25 TMR 459) (1935). 
Plaintiff reads these cases as standing for a rule-of-thumb that “upon the 
expiration of a license of a trade name, the name reverts to the owner” 
(Pl. Br., p. 22), and there is some language in these cases tending to sus- 
tain that view. However, a careful reading of these cases indicates that they 
do not support the rule contended for. To the contrary, they embrace the 
same concepts of unfair competition discussed above, and under which 
plaintiff cannot prevail. 

The case most nearly in point is Smith v. Dental Products Co., 140 
F.2d 140, 60 USPQ 260 (34 TMR 78) (7th Cir. 1944), cert. denied, 322 
U.S. 743, 64 S.Ct. 1146, 61 USPQ 543 (1944). There, plaintiff was a dentist 
and oral surgeon of nation-wide reputation who developed certain dental 
equipment and acquired trademarks thereon. For four years plaintiff 
demonstrated his equipment to almost all the dental schools and state 





7. Only in Phoenix Mfg. Co. v. White, 149 Wis. 287, 135 N.W. 891 (2 TMR 241) 
(1912), was the court concerned with a license agreement. 
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dental societies in the United States, and created a considerable demand 
for the equipment. The relevant buying public associated the trademarked 
equipment with plaintiff. To supply the demand, plaintiff licensed to the 
defendant the use of the trademarks and defendant manufactured and 
sold the equipment. Upon cancellation of the agreement defendant con- 
tinued to manufacture the equipment under plaintiff’s trademarks, and 
plaintiff instituted and ultimately prevailed in an action for trademark 
infringement and unfair competition. This recital of facts indicates clearly 
that defendant was attempting to capitalize on plaintiff’s reputation in a 
market already established by plaintiff. Further, it was found that defen- 
dant’s activities deceived the public. Consequently, the case falls within 
the ambit of established concepts of unfair competition. The result in 
Smith would have been the same absent an agreement between the parties. 
In U.S. Ozone Co. v. U.S. Ozone Co. of America, 62 F.2d 881, 16 USPQ 233 
(7th Cir. 1932), plaintiff’s predecessor manufactured and sold trademarked 
water purification equipment. The court specifically found that: 


“Before any contract was entered into with Montgomery Bros. |defen- 
dant’s predecessor] and since, the products of the sterilizer company 
have been identified in the public mind by the name UNITED STATES 
OZONE COMPANY.” (62 F.2d at 886, 16 USPQ at 239.) 


Subsequently, defendant’s predecessor was permitted to sell the trademarked 
equipment on the west coast; and later defendant’s predecessor became a 
nation-wide exclusive sales agent. Following the bankruptcy of plaintiff’s 
predecessor, defendant was organized by Montgomery Brothers, usurped 
the corporate title of plaintiff’s predecessor, and manufactured and sold 
purification equipment under the trademarks of plaintiff’s predecessor. It 
was held that defendant committed unfair competition. The defendant was 
capitalizing upon the good will and reputation of a name already estab- 
lished in the market. The public was deceived by defendant’s acts; and 
the result of the case would have been the same even if there had been no 
agreement between the parties. Morand Brothers v. Chippewa Springs 
Corp., 2 F.2d 237 (15 TMR 303) (7th Cir. 1924), cert. denied, 267 U.S. 
592, 45 S.Ct. 229 (1924), involved only an action for trademark infringe- 
ment. Plaintiff owned a mineral spring and bottled and sold mineral 
water under the trademark cHIPPEWA. For some time prior to the agree- 
ment with defendant, plaintiff distributed its product in the Chicago area. 
Plaintiff and defendant then entered into an agreement under which 
defendant, for a limited period of five years, undertook to distribute plain- 
tiff’s product in Chicago. Upon termination of the agreement, defendant, 
utilizing the waters of Lake Michigan, bottled and continued to distribute 
beverages labelled cHrpPEWA, and thus deceived the public. Although the 
ease does not contain a detailed statement of facts, it is fairly inferable 
that the relevant buying public, upon seeing the mark CHIPPEWA, associated 
it with plaintiff’s spring. Accordingly, defendant’s use of the trademark 
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constituted infringement. In Stratton & Terstegge Co. v. Steiglitz Furnace 
Co., 258 Ky. 678, 81 S.W.2d 1 (1935), the Kruse and Dewenter Company 
manufactured furnaces under the trademark MoNaRCH. Plaintiff was an 
exclusive sales agent in Kentucky and sold these furnaces under its own 
name but with the trademark. The court specifically found: 


“There was evidence, however, showing that among the trade generally 
it was known that the Kruse & Dewenter Company was the manufac- 
turer of this furnace.” (81 S.W.2d at 2.) 


Upon termination of the agency agreement between Kruse and plaintiff, 
defendant was made Kruse’s sales agent. Plaintiff then commenced to sell 
the furnace of another manufacturer. However, plaintiff continued to use 
the trademark MONARCH, attempted to prohibit defendant’s use of the mark, 
and was denied relief. Again, the case falls within established concepts of 
unfair competition since the relevant buying public, upon seeing the name 
MONARCH as used by plaintiff, would be misled into believing that Kruse & 
Dewenter manufactured plaintiff’s furnaces. Clearly there was a confusion 
of source and deception of the public. Again, the result of the case would 
have been the same absent an agreement between plaintiff and the manu- 
facturer. Hicks v. Anchor Packing Co., 16 F.2d 723 (17 TMR 208) (3rd 
Cir. 1926), rests upon the same principle since the opinion discloses that 
for many years prior to the agreement, the licensor had an established 
business for the sale of its foreign-made wares under the trademark 
TAURIL. See also Lawrence-Williams Co. v. Société Enfants Gombault et 
Cie., 22 F.2d 512 (17 TMR 503) (6th Cir. 1927), cert. denied, 276 U.S. 619, 
48 §.Ct. 214 (1927) (defendant, former sales agent, restrained from using 
trademark of plaintiff-licensor; facts showed that relevant buying public 
associated the trademark with product made by plaintiff) ; Medd v. Boyd- 
Wagner, Inc., 132 F.Supp. 399, 105 USPQ 492 (45 TMR 1090) (N.D. Ohio 
1955) (defendants, former licensees, restrained from using phrases DAIRY 
QUEEN and CONE WITH CURL ON TOP; evidence showed that public regarded 
the user of these phrases as belonging to plaintiff’s organization). 
Consequently, I conclude that, although there is an agreement between 
the parties, the existence of unfair competition will be determined by the 
concepts and theories previously discussed. This conclusion finds affirma- 
tive support in Amiesite Asphalt Co. v. Interstate Amiesite Co., 72 F.2d 
946, 23 USPQ 31 (24 TMR 492) (3rd Cir. 1934). There, plaintiff held 
patents and the trademark AMIESITE on a paving compound. Defendant 
corporation was formed to manufacture and sell the compound, pursuant 
to a license, under plaintiff’s trademark. Plaintiff consented to the use 
by defendant of the word AMIESITE in defendant’s corporate name. At the 
expiration of the patent and license agreement, defendant continued to 
manufacture the compound under the name AMIESITE, and plaintiff sought 
injunctive relief. In affirming a judgment for defendant, the court rested 
primarily upon its determination that the name AMIESITE was the generic 
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appellation of the compound. However, in a persuasive dictum, the court 
stated that defendant had special equities in the name. It was noted, at p. 
947, 23 USPQ at 32 (24 TMR at 495) : 











“In the present case the defendant was the sole maker and seller, and 
its acts built up and gave value to the patented product and the name 


AMIESITE.”’ 






Of greater significance is the following passage, at p. 948, 23 USPQ at 33 
(24 TMR at 496) : 







“Moreover, the present case involves no contusion of goods or 
unethical conduct. The case is devoid of any proof either that defen- 
dant represented its product as that of plaintiff or that the public 
has been in any way misled.” 








While the Amiesite case was factually stronger for defendant than the 
ease at bar, the above quotation applies with equal force and vigor to the 
ease at bar and to the lack of evidence tending to establish the elements 
of unfair competition. The quotation indicates that even where a license 
exists between the parties, the court will attempt to ascertain the existence 
of confusion or public deception as a predicate for unfair competition. 
Although there is no Wisconsin case in point, Phoenix Mfg. Co. v. 
White, 149 Wis. 287, 185 N.W. 89 (2 TMR 241) (1912), presents a related 
problem and indicates an approach. There, defendant invented and pat- 
ented a saw swage (machine for broadening saw teeth), and gave to plain- 
tiff an exclusive license to manufacture and sell the swage. Subsequently, 
defendant conveyed his interest in the patent to his wife, and a new agree- 
ment was executed between the wife and plaintiff. As a result of the agree- 
ments, defendant embarked on the commercial exploitation of the swage 
and later improvements as WHITE SAW SWAGE, NEW WHITE SAW SWAGE and 
IMPROVED WHITE SWAGE. Thus, the devices became favorably known to the 
trade under the name WHITE. Defendant then patented a new swage and 
himself manufactured and sold it under the name NEW IMPROVED WHITE 
SWAGE. Thereupon plaintiff instituted an action for unfair competition. 
In holding that defendant was properly enjoined from using his own 
name (three judges dissenting), the court noted that plaintiff had estab- 
lished the market and the reputation of its product and name. The court 
noted further that defendant’s acts confused and deceived the public and 
were likely to continue to do so. Although the case is distinguishable from 
the case at bar, the decision indicates the approach taken by the Wisconsin 
Supreme Court in protecting the party whose efforts have given substantial 
value to the name in the field in which protection is sought. Compare, 
President Suspender Co. v. MacWilliam, 238 Fed. 159 (7 TMR 103) (2d 
Cir. 1916), cert. denied, 243 U.S. 636, 37 S.Ct. 399 (1916), where similar 
protection was afforded the manufacturer and seller by construing the 
agreement as an assignment rather than a license. If the name RIVERBANK 
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has substantial value in the insulating door field, that fact can not be 
attributed to plaintiff or the Door Company; and, as has already been 
noted, the name RIVERBANK does not mean plaintiff in the insulating door 


field. 


9 


MEANING OF THE NAME “RIVERBANK 


There remains still another reason why plaintiff can not prevail in this 
action. As its primary defense, defendant asserts that the name RIVERBANK 
is the generic appellation for the sound insulating door invented by Dr. 
Sabine, and that, under the doctrine announced in Singer Mfg. Co. v. June 
Mfg. Co., 163 U.S. 169, 16 S.Ct. 1002 (1896), the name passed into the 
public domain upon expiration of the patent. 

There is no rule of law that, upon the expiration of a patent, the 
name of the patented article passes into the public domain. In all cases 
it is a question of fact. As stated in Bayer Co. v. United Drug Co., 272 F. 
505, 509 (11 TMR 178) (S.D. N.Y. 1921): 


“The single question, as I view it, in all these cases, is merely one 
of fact: What do the buyers understand by the word for whose use 
the parties are contending?” 


See also, Ross-Whitney Corp. v. Smith, Kline & French Laboratories, 207 
F.2d 190, 195, 99 USPQ 1, 5 (44 TMR 274) (9th Cir. 1953) ; Derenberg, 
Trademark Protection and Unfair Trading, p. 623 (1936); 3 Callmann, 
Unfair Competition and Trademarks, 1160 ff. (2d ed. 1950); Handler and 
Pickett, Trademarks and Trade Names, 30 Col. L. Rev. 168, 187-8 (1930) ; 
Note, 102 U. Pa. L. Rev. 419, 421 (1954). If, as a matter of fact, the rele- 
vant buying public uses the name RIVERBANK to indicate “a sound insulating 
door embodying the floating panel construction invented by Dr. Sabine, “as 
distinguished from other sound insulating doors (during the period of 
the agreement, other manufacturers produced sound insulating doors of 
different construction), the name is generic, and all manufacturers and 
sellers may use it. This rule is supported by policy considerations when an 
expired patent is involved, as stated in Scott Paper Co. v. Marcalus Co., 
326 U.S. 249, 256, 66 S.Ct. 101, 104, 67 USPQ 193, 196-197 (1945) : 


“By the force of the patent laws not only is the invention of a 
patent dedicated to the public upon its expiration, but the public 
thereby becomes entitled to share in the good will which the patentee 
has built up in the patented article or product through the enjoyment 
of his patent monopoly. Hence we have held that the patentee may 
not exclude the public from participating in that good will or secure, 
to any extent, a continuation of his monopoly by resorting to the 
trademark law and registering as a trademark any particular descrip- 
tive matter appearing in the specifications, drawings or claims of the 
expired patent, whether or not such matter describes essential elements 
of the invention or claims.” 
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RIVERBANK is the generic name for the sound insulating door invented 
by Dr. Sabine and manufactured and sold by defendant. This view is 
based in part on the testimony, previously referred to, of defendant’s 
witnesses Watson (tr. 1008), Koll (tr. 1013-14), Ludlow (tr. 1272) and, 
to a lesser extent Young (tr. 1030, 1048-49). While it is not necessary to 
set forth every exhibit in which the name RIVERBANK appears to be used as 
a synonym for “sound insulating door embodying floating panel construc- 
tion,” it may be noted that in each advertisement of the door the relevant 
buying public was informed that the architect’s specification is RIVERBANK 
SOUND INSULATING Doors (exs. A, Z, AAA 1-9). Further examples of what 
appears to be a generic use of the name are contained in ex. DDD; ex. QQQ, 
p. 4; ex. RRR, pp. 1-2; ex. TTT-5; ex. TTT-9; ex. UUU, p. 2; ex. 4, p. 42; 
ex. 6, pp. 4, 7, 28, 29, 31, 32. 

Plaintiff advances several arguments in opposition to defendant’s 
contention that the name is generic. First, plaintiff asserts that the door 
is purchased by a limited class of expert buyers rather than by the general 
public, and that these expert buyers order by specification and not by 
shorthand label. This argument avails the plaintiff nothing. Although 
plaintiff’s argument is factually correct, the question still remains: What 
do these expert buyers understand by the term RIVERBANK? Bayer Co. v. 
United Drug Co., 272 F. 505 (11 TMR 178) (S.D. N.Y. 1921) ; Ross-Whitney 
Corp. v. Smith Kline & French Laboratories, 207 F.2d 190, 99 USPQ 1 
(44 TMR 274) (9th Cir. 1953). Again, the stumbling block inherent in 
plaintiff’s position is that plaintiff called no expert buyers as witnesses. 
The only buyers who testified were defense witnesses, and the preponder- 
ance of the evidence leads to the conclusion that the name RIVERBANK is 
generic. True, the doors are ordered on specification. But from 1935 on, 
buyers have been admonished to specify the door as RIVERBANK, and it 
appears that they have done so (tr. 1012-13). 

Second, plaintiff argues that the name of a patented article does not 
become generic where it has achieved commercial value prior to the issuance 
of the patent. In support of this proposition, plaintiff relies upon Enders 
Razor Co. v. Christy Co., 85 F.2d 195, 30 USPQ 213 (26 TMR 507) (6th 
Cir. 1936); McIlhenny Co. v. Bulliard, 265 F. 705 (10 TMR 213) (W.D. 
La. 1920) ; President Suspender Co. v. MacWilliam, 238 F. 159 (6 TMR 303) 
(2d Cir. 1916); Batcheller v. Thomson, 93 F. 660 (2d Cir. 1899); and 
Avenarius v. Kornely, 139 Wis. 247, 121 N.W. 336 (1909). Plaintiff mis- 
states the rule for which these cases stand. The rule, first announced in 
the Batcheller case, is as follows: cogent evidence that the name of a pat- 
ented article is not generic is to be found in the facts that the name ante- 
dates the patent and that the name has given commercial value to the 
article. Obviously a name can not give commercial value to an article unless 
the name already has commercial value in the field embraced by the article. 
Since the name RIVERBANK had no commercial value in the sound insulating 
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door field at the time Sabine invented his door (tr. 1257, 1266, 1270-72), 
there does not exist the factual predicate for applying the Batcheller rule. 

Third, plaintiff argues that the name of a patented article does not 
become generic where it has been associated with more than one product. 
In support of this argument plaintiff relies on Enders Razor Co. v. Christy 
Co., 85 F.2d 195, 30 USPQ 213 (26 TMR 507) (6th Cir. 1936), and on the 
facts that prior to the development of the sound insulating door the name 
RIVERBANK was associated with tuning forks and eryptographic services. 
Overlooking the partial counter-argument that plaintiif has not engaged in 
eryptographic services since 1936, the Enders case does not support plain- 
tiff’s argument. There, plaintiff successfully sought to restrain the use by 
defendant of the words KEEN KUTTER as applied to razor blades. For many 
years, plaintiff had applied this name to an extensive line of cutlery prod- 
ucts and cutting instruments, and the court found that the name, when 
so applied, indicated to the trade that plaintiff was the source of such 
products. However, the products, although different, were in the same 
classification of cutting instruments, and apparently were sold through the 
same outlets. As the court stated, at p. 198, 30 USPQ at 215: 


“* * * if [a purchaser] had asked for a KEEN KUTTER, the sales- 
man would be compelled to ask whether the customer wanted a knife, 
a saw, a razor, scissors, or some other Simmons product.” 


In the case at bar, it has already been noted that there is no relation 
between the meaning of RIVERBANK as applied to testing services and tuning 
forks and the meaning of RIVERBANK as applied to sound insulating doors, 
and it is almost belaboring the point to note that there is absolutely no 
relationship between cryptographic services and sound insulating doors. 
Where products or services are related, as in the Enders case, and one name 
is applied to them all, it is unlikely that the relevant buying public will 
understand the name as a generic designation for but one of the products. 
But where the products or services are unrelated, as in the case at bar, 
this likelihood is dissipated. 

Fourth, plaintiff argues that the name RIVERBANK, as applied to doors, 
was fanciful and not descriptive of doors or of acoustical or construction 
properties. Although this argument is factually correct, it is irrelevant. A 
fanciful name, not inherently descriptive of quality, function or properties, 
may become generic. The names SINGER and “aspirin,” as applied to sewing 
machines and medicaments, respectively were fanciful and not inherently 
descriptive. However, each name was held to be generic. Singer Mfg. Co. 
v. June Mfg. Co., 163 U.S. 169, 16 S.Ct. 1002 (1896) ; Bayer Co. v. United 
Drug Co., 272 F. 505 (11 TMR 178) (S8.D. N.Y. 1921). It is true that 
descriptive words are within the broader category of generic words. 
Speaker v. Shaler Co., 87 F.2d 985, 987, 33 USPQ 310, 312 (27 TMR 357) 
(7th Cir. 1937), cert. denied, 301 U.S. 695, 57 S.Ct. 923 (1937). However, 
the latter is not limited to the former, and the issue remains one of fact. 
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Fifth, plaintiff argues that the defendant regarded the name as non- 
generic by securing trademark rights therein. However, plaintiff places 
too much emphasis on the inferences to be drawn from defendant’s action. 
The securing of a trademark was a result of Ludlow’s suggestion and was 
initiated without the benefit of legal advice. There is not the slightest reason 
for inferring from the record that defendant was aware of all possible 
legal inferences which might be drawn from its action, or that defendant 
intended its action to be regarded as indicating its opinion that the name 
was not generic. 

Finally, plaintiff advances the argument, factually correct, that, fol- 
lowing the abortive injunction issued earlier in these proceedings, defendant 
successfully marketed the door without using the name RIVERBANK. Con- 
sequently, plaintiff concludes, the name is not intimately associated with 
the door by the relevant buying public, and is not generic. That a product 
is marketed under names other than the one in suit is evidence, not neces- 
sarily conclusive, that the name in suit is not generic. 1 Nims, Unfair 
Competition and Trademarks, p. 583 (1947). Plaintiff’s position would be 
factually far stronger had defendant, upon expiration of the agreement, 
successfully marketed the door under another name, with nothing more. 
However, defendant was restrained from accepting orders in which the 
door was referred to as RIVERBANK and, as a result, informed the relevant 
buying public by letter that it was changing the name of the door to 
HARDWOOD. Hence, plaintiff’s argument loses substantially all of its force 
and effect. 

In summary, plaintiff’s arguments are insufficient to counteract the 
finding of fact that the name RIVERBANK is generic. This conclusion ren- 
ders it unnecessary to decide (1) whether defendant has any special equities 
in the name RIVERBANK; (2) the effect of plaintiff’s agreement with Armour; 
(3) whether plaintiff abandoned the name RIVERBANK; and (4) whether 
defendant has a right to the name as a result of adverse use. 

Defendant seeks to have the court enjoin plaintiff and its officers, 
agents and employees from asserting exclusive rights to the name RIVERBANK. 
I do not believe that an injunction is necessary. Plaintiff has unsuccessfully 
litigated its claim to exclusive rights and there is no reason to assume that 
plaintiff will continue to assert its claim. This relief will be denied. 

Defendant urges that attorneys’ fees be assessed against plaintiff. As- 
suming that attorneys’ fees may be assessed against an unsuccesful plain- 
tiff in an exceptional case (compare Aladdin Mfg. Co. v. Mantle Lamp Co. 
of America, 116 F.2d 708, 48 USPQ 268 (31 TMR 366) (7th Cir. 1941), 
in which plaintiff was awarded attorneys’ fees where defendant-infringer’s 
conduct was grossly tortious), the case at bar is not so exceptional as to 
warrant such assessment. Although plaintiff has not prevailed in this 
action, the action is not so baseless as defendant suggests. Nor is there 
any reason to infer from the record that plaintiff’s action was “an imposi- 
tion on the Court and ruthless persecution of its benefactor, all in a wilful 
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and calculated attempt to unlawfully extend a patent monopoly.” (Def. 
Br., p. 33.) (Defendant’s request is denied. See Philco Corp. v. F. & B. 
Mfg. Co., 86 F.Supp. 81, 82 USPQ 400 (39 TMR 809) (N.D. Ill. 1949); 
Century Distilling Co. v. Continental Distilling Corp., 102 F.Supp. 39, 
91 USPQ 291 (42 TMR 54) (E.D. Pa. 1951), aff’d, 205 F.2d 1940, 98 
USPQ 43 (3rd Cir. 1953), cert. denied, 346 U.S. 900, 74 S.Ct. 226, 99 USPQ 
490 (1953). 

Throughout the pendency of this case defendant has maintained an 
offer to cancel its trademark. Since I have concluded that the name 
RIVERBANK is the generic appellation for the sound insulating door invented 
by Dr. Sabine, I am of the opinion that defendant should be, and is hereby, 
ordered to cancel its registration of the trademark. In all other respects, 
entry of judgment in favor of defendant is directed. Plaintiff will bear 
the costs of the action. 

The foregoing memorandum of decision contains the findings of fact 
and conclusions of law required under Rule 52(a) of the Federal Rules of 
Civil Procedure. 

Judgment will be entered in favor of the defendant and against the 


plaintiff with costs assessed against the plaintiff. 


THE W. E. BASSETT COMPANY v. THE H. C. COOK COMPANY et al. 
No. 6532 —D. C. Conn. — July 15, 1958 — 118 USPQ 32] 


7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF 
GOODS 
Action for patent and trademark infringement and unfair competition based on 
defendant’s production of a pocketknife confusingly similar in dress, design and 
name to that of plaintiff. Plaintiff moves to supplement or enforce preliminary 
injunction to include design of knife produced subsequent to ruling, but motion is 
denied since plaintiff has failed to establish secondary meaning in design of its 
knife or “palming off” by defendant, or sufficiently proved likelihood of confusion. 
In order to establish unfair competition, absent “palming off” proof must show 
secondary meaning in non-functional dress of goods, and that customers are moved 
to purchase the product because of its source. 
7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 
7.27—REMEDIES—UNFAIR COMPETITION—SURVEYS 
Letters from trade imputing origin of product in plaintiff is only indirect 
evidence of confusion and does not form the basis of an inference of secondary 
meaning. Where surveyor shows article in a way which conceals the maker’s name, 
proof of confusion is not persuasive and proof fails to show that appreciable num- 
ber of ordinary prudent purchasers are likely to be confused as to the source of 
the product. 
8.9—COURTS—CONTEMPT PROCEEDINGS 
Test of contempt is whether subsequent product would have been enjoined if 
before court at time of preliminary injunction. 
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7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 


One previously enjoined is under no greater burden to show lack of confusing 
similarity in dress of subsequent product, and intention to mislead the public and 
the court does not cure the failure of plaintiff’s proof. 


Action by The W. E. Bassett Company v. The H. C. Cook Company, 
Lighter Corporation of America (Inc.), Britton Manufacturing Company, 
and Ernest C. Britton for patent and trademark infringement and unfair 
competition. Plaintiff moves for supplemental injunction and citation for 
contempt of court. Motion denied. 

See also 48 TMR 160. 


Samuel A. Persky and Stoddard, Persky, Eagan & Cobey, of New Haven, 
Connecticut, and John B. Cuningham and Roy C. Hopgood, of New 
York, N.Y., for plaintiff. 

Lindsey & Prutzman, of Hartford, Connecticut and William K. Bennett, 
of Ansonia, Connecticut, for defendants. 


ANDERSON, District Judge. 

This motion seeks a judgment or order to supplement or enforce the 
preliminary injunction issued July 23, 1957 restraining the defendants, 
Cook, Lighter Corporation and Ernest C. Britton, from certain specified 
acts of unfair competition in the production and distribution of a novelty 
pocketknife which the plaintiff put on the market about May of 1956. 
Since the acts of unfair competition were sufficiently related to the alleged 
infringement of United States Patent No. 2,779,098, issued to the plaintiff 
relative to a spring action in its knife, on January 29, 1957, the cause was 
properly before the court by virtue of its pendent jurisdiction. 28 U.S.C. 
Section 1338; Maternally Yours v. Your Maternity Shop, 234 F.2d 538, 
110 USPQ 462 (46 TMR 1509). 

The temporary injunction was based on findings that the defendants 
had simulated the plaintiff’s patented spring detent device in an imitative 
knife, that the defendants had palmed off the imitative knife on dealers 
or others as a product associated with the plaintiff, and that the defendants’ 
trade names SLIM JIM and MR. SLIM were confusingly similar to plaintiff’s 
TRIM TRIO in sound and meaning. 

After the temporary injunction issued, the defendants produced a 
new knife, Exhibit 22, and sought a clarification of the injunction in rela- 
tion to the new item. In a memorandum of decision dated September 30, 
1957, this court refused to modify the temporary injunction, since the 
defendants were, in effect, seeking an advisory opinion. The plaintiff pres- 
ently moves for either a supplemental injunction or a civil contempt cita- 
tion to restrain the production and distribution of another new knife, 
Exhibits FA and FD, currently being sold by the defendant, Lighter 
Corporation. On the pending motion the following findings, based on the 
moving affidavits, depositions and testimony given at the hearing, are 
made: 
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1. The novelty pocketknife trade is divided into two distinct markets. 
In one—the advertising specialty trade—the sale is made through a jobber 
to a customer, who gives the knife, imprinted with the customer’s name 
for advertising purposes, to the ultimate user. In the other—the carded 
goods trade—the sale is made through a jobber and a retailer to the cus- 
tomer, who is the ultimate user of the knife. 


2. By custom of the trade in the advertising specialty field, maker 
identification on the knife or its package is avoided. The jobber is aware, 
of course, of the manufacturer but conceals this information to prevent 
the customer from purchasing directly from the manufacturer. 


3. The defendants began manufacturing the knife, Exhibits FA and 
FD, which is at issue here, about three months after the temporary injunc- 
tion issued. This knife was first produced for the advertising specialty 
trade and several months later, in early 1958, production began for the 
earded goods trade. 


4. The new knife which is produced for the carded goods trade, 
Exhibit FA, unlike the enjoined knife, is imprinted along its back edge 
with the words, LIGHTER CORP. NEWINGTON, CT. U.S.A. and is retailed from 
counter display cards marked “BUDDY Boy knife and opener” and “Manu- 
factured by: Lighter Corp., Newington, Conn.” 


5. The new knife produced for the carded goods trade, Exhibit FA, 
is identical to the new knife produced for the advertising specialty trade, 
Exhibit FD, except that the former is imprinted with defendant Lighter 
Corporation’s name along its back edge. 


6. The knife which the court refused to pass upon in its September 
30, 1957 decision, Exhibit 22, has been produced for one advertising 
specialty order from the Carolina Life Insurance Co. and for two other 
customers. 


7. The knife at issue here, Exhibits FA and FD, is approximately 
the same overall length and height as the previously enjoined knife. It is 
shaped in the form of a rhomboid whereas the enjoined knife was shaped 
as a trapezoid with rounded edges at the open corners of the case. It further 
differs in that there is no separate hole for the key chain, which is inserted 
through the eyelet securing the blades to the casing, and there are only 
two blade elements—a knife and a bottle opener—and thus Exhibits FA 
and FD are thinner than the enjoined three-blade model. 


8. The new knife in general production, Exhibits FA and FD, has 
a small indentation on the back edge, which covers an area approximately 
one-third as large as the simulated integral spring feature on the enjoined 
knife. If the indentation and the simulated feature were transposed to 
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the same knife-case, the areas covered would not coincide, but would be 
adjacent to each other. 


9. The defendants’ claimed purpose for the indentation on the new 
knife is to prevent the knife-blade from being closed beyond the reach 
of the fingernail groove with which the blade is opened. The cut-away 
model of the new knife, Exhibit 15, shows that the base of the knife-blade 
rests on the indentation. However, the depth of the indentation is such 
that, even if there were no indentation, the fingernail groove would not 
close beyond reach; and samples of the defendants’ new knife referred to 
in the evidence as TRIXIE, NATIONAL and MCWEENEY, Exhibits FA, FD and 
FG, disclose on careful inspection that the base of the knife-blade does 
not, in fact, rest on the indentation. Furthermore, the defendants’ knife 
without the indentation, Exhibit 22, has knife-blades identical with those 
of Exhibits FA, FD and FG and the fingernail groove on Exhibit 22 is not 
placed out of position when the blade is closed. 


10. The Dunrite Service was hired by the plaintiff to conduct surveys 
in the trade to see to what extent advertising specialty jobbers and retailers 
could identify the manufacturer of defendants’ new knife. Mr. Charles 
F. Perner, a private investigator and owner of the Dunrite Company, on 
oral instructions from the plaintiff’s counsel, conducted the surveys and 


submitted six reports which, with the testimony in Mr. Perner’s deposition, 
indicate : 


(a) 7 advertising specialty jobbers and 30 retailers were inter- 
viewed. (44 calls were made but 7 were not available for interview. ) 


(b) The names of all of the jobbers and 9 of the 30 retailers were 
taken from lists furnished by the plaintiff. 21 of the retailers were selected 
at random in an area from 42nd Street to 30th Street near Third Avenue 
in New York City, a territory selected on advice of plaintiff’s counsel. 


(ec) Of the 37 jobbers and retailers asked if they could identify the 
manufacturer of the defendants’ new knife, 24 could make no identifica- 
tion, 6 identified the defendants’ knife as being manufactured by the 
plaintiff ; 3 were doubtful, i.e. they thought it might be made by plaintiff; 
2 correctly recognized it as being made by the defendants; and 1 did not 
know who manufactured the knife, but knew it was not the plaintiff’s. 


(d) Of the 6 retailers who identified the knife as being produced by 
the plaintiff, the names of 5 were on the lists furnished by the plaintiff. 


(e) The knife was displayed so that the back edge where the defen- 
dant’s name is imprinted was not visible to the person being interviewed 
and was shown detached from the tent-like card upon which it is sold in 
the retail trade. 
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11. The National Business Gifts Co., a jobber in the advertising 
trade, noting that the new knife was similar to plaintiff’s knife but different 
in that it had only two blades, inquired by letter to the plaintiff as to the 
eost of the defendants’ new knife, and stated, ‘““We did not find this [the 
unimprinted new knife] in your catalogue but are sure you make it” 
(Exhibit FB). 


12. The Trixie Co., in returning 93 pocketknives to the plaintiff for 
credit, included two new knives imprinted with the defendant Lighter 
Corporation’s name, Exhibit FA (Exh. EZ). 


13. The Henry Souther Engineering Co., on the request of the defen- 
dant Lighter Corporation, conducted comparative tests on the knives manu- 
factured by the plaintiff and those made by the defendants and concluded 
that “both knives would be considered satisfactory for the functional pur- 
poses for which they are intended,’ and found only small variations in 
quality. 


14. In addition to advertising specialty jobbers and retailers, the 
plaintiff occasionally sells its knives to certain customers who incorporate 
the knife in kits or cases which are in turn sold as a unit under the name 
of the customer who assembled the units. 


15. The indentation on the back edge of the new knife, Exhibits FA 
and FD, is similar in appearance to the detent action features, which is the 
subject of two new Bassett patents, U. 8. Letters Patent No. 2,798,290 and 
No. 2,814,106, which are different from the patent which was the basis of 
this court’s pendent jurisdiction. No. 2,798,290 was issued July 9, 1957; 
and No. 2,814,106, a revision of the former, issued November 26, 1957. 
Although notices of the issuance of these patents appeared in the news- 
paper in the town in which defendants’ plant is located, descriptions of 
the patents were not publicized. The plaintiff had never sold or manu- 
factured any knives under these patents, and has made no present claim 
of infringement of these patents. 


CONCLUSIONS OF LAW 


1. This Court has jurisdiction of the subject matter and of the parties 
in this action. 


2. The plaintiff’s knife has not acquired a secondary meaning. 
3. There are no grounds for a supplemental temporary injunction, 
nor are the defendants found in contempt. 
DISCUSSION 


In its present motion, the plaintiff seeks: (1) a supplemental injunc- 
tion extending the preliminary injunction dated July 23, 1957; or (2) a 
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citation of the defendants for contempt of court for failure to obey the 
initial injunction, which is derived from the prayer in the motion “for 
such other and further relief as to the Court may seem just.” United States 
v. United Mine Workers, 330 U.S. 258, 300. Both of these claims for relief 
are aimed at preventing the defendants from producing and distributing 
their new pocketknife, designed, manufactured and sold since July 23, 
1957 (Exhibits FA and FD). 

The basie principle underlying the law of unfair competition—in the 
context of this case—is that the goods of one manufacturer shall not be 
sold for those of another. Although the precise rules to be applied in 
determining whether an initial producer has exclusive property rights to 
the general appearance of his products are complex, the courts are in 
accord on this basie principle. Howe Scale Co. v. Wyckoff, Seamans & 
Benedict, 198 U.S. 118, Lewis v. Vendome Bags, 108 F.2d 16, 48 USPQ 477 
(30 TMR 217). 

In the absence of any actual palming off—which this court found as 
the basis for the initial injunction but which is not present on the pending 
motion—the plaintiff has a two-fold burden. It must show (a) a specific 
type of source association which has become known to the law as secondary 
meaning, and (b) a risk that customers are likely to be confused by pur- 
chasing defendants’ knife when they intend to purchase the plaintiff’s 
products. General Time Instruments Corp. v. United States Time Corp., 
165 F.2d 853, 76 USPQ 211 (38 TMR 172). Although the plaintiff contends 
that on the evidence produced, its product has acquired a secondary 
meaning, it also claims, as an alternative argument, that such a showing 
is not necessary. On the later point, the plaintiff’s position is rejected as a 
matter of law. In the context of the first injunction, where the evidence 
showed that the defendants used the plaintiff’s knife to solicit orders for 
their own knife and that the defendants directed their jobbers to make 
use of the plaintiff’s advertising, there was palming off even in the absence 
of a finding of secondary meaning. Several of the findings on the initial 
injunction relate to source association, which was present in some instances, 
but not to a sufficient extent or degree to constitute a secondary meaning 
and the court particularly made no finding of secondary meaning, and 
rejected the plaintiff’s draft finding of secondary meaning. The palming 
off which the court found on the initial injunction is a type of actual 
palming off which is described in the Restatement as fraudulent marketing. 
Section 712, Restatement, Torts. On the pending motion there is not only 
no evidence of the type of actual deception found on the initial injunction, 
but the defendants’ marketing techniques appear to be designed to avoid 
allegations of actual palming off. The defendants have now taken steps 
to make certain that their own knife is used as a soliciting sample (Exhibit 
AP) and notice their knife as “Really Different” (Exhibit DM). There 
is no evidence that the defendants any longer urge their jobbers to take 
advantage of the plaintiff’s advertising. Absent such actual deception, 
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there must be a showing of the peculiar type of source association known 
as secondary meaning. Zangerle & Peterson Co. v. Venice Furniture 
Novelty Mfg. Co., 133 F.2d 266, 270, 56 USPQ 351, 353-354. 

Secondary meaning—which had its origin in the law of descriptive 
titles where the primary or common meaning v. the secondary or specialized 
meaning dichotomy was more apparent—is an elusive idea. But it is clear 
from the court’s opinion by Judge Learned Hand in the Crescent Tool case, 
a leading decision, that a finding of secondary meaning is a necessity in 
the type of case where similar goods are involved. 


“The cases of so-called ‘nonfunctional’ unfair competition, starting 
with the ‘coffee mill case’ Enterprise Mfg. Co. v. Landers, Frary & 
Clark, 131 F. 240, 65 C.C.A. 587, are only instances of the doctrine of 
‘secondary’ meaning. All of them presuppose that the appearance of 
the article, like its descriptive title in true cases of ‘secondary’ mean- 
ing, has become associated in the public mind with the first comer as 
manufacturer or source, and, if a second comer imitates the article 
exactly, that the public will believe his goods have come from the first, 
and will buy, in part, at least, because of that deception. Therefore 
it is apparent that it is an absolute condition to any relief whatever 
that the plaintiff in such cases show that the appearance of his wares 
in fact come to mean that some particular person—the plaintiff may 
not be individually known—makes them, and that the public cares who 
does make them, and not merely for their appearance and structure. 
It will not be enough only to show how pleasing they are, because all 
the features of beauty or utility which commend them to the public are 
by hypothesis already in the public domain. The defendant has as 
much right to copy the ‘nonfunctional’ features of the article as any 
others, so long as they have not become associated with the plaintiff 
as manufacturer or source. The critical question of fact at the outset 
always is whether the public is moved in any degree to buy the article 
because of its source and what are the features by which it dis- 
tinguishes that source. Unless the plaintiff can answer this question 
he can take no step forward; no degree of imitation of details is action- 
able in its absence.” Crescent Tool Co. v. Kilborn & Bishop Co., 247 
F. 299, 300 (8 TMR 177). 


To establish such secondary meaning, then, the plaintiff must show: 
(1) that the appearance of the product is a mark of distinction identifying 
its source; and (2) that purchasers are moved, at least in part, to buy 
the knife because of its source. Furthermore, the secondary meaning must 
have been established when the defendants entered the field. Lucien Lelong, 
Inc. v. Lander Co., 164 F.2d 395, 397, 75 USPQ 302, 303 (38 TMR 57). 


To meet its burden on both the secondary meaning and customer 
confusion issues, the plaintiff relies on two letters from jobbers, the surveys 
conducted by the Dunrite Co., and the findings of this court on the initial 
injunction, the later of which it characterized as the law of the case. The 
plaintiff contends in its brief that the court’s previous finding of fact, 
No. 3,—the “knives have become associated with plaintiff as well as with 
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said products”—is “ample proof of the source significance of plaintiff’s 


design.”” But as noted above, neither Finding No. 3 nor Finding No. 8, 
which the plaintiff might have mentioned, were meant to establish that 
peculiar type of source significance known as secondary meaning as that 
term has been repeatedly interpreted by the Court of Appeals in such cases 
as Lucien Lelong v. Lander, supra. Nor, as the analysis below shows, do the 
letters from the jobbers and the surveys furnish the additional proof neces- 
sary for the plaintiff to sustain its two-fold burden. 

Since the law of unfair competition requires that the needed secondary 
meaning connotation be acquired in the ultimate customers’ market, Nims, 
Unfair Competition and Trademarks (4th Ed.) See. 331, it is necessary to 
analyze the plaintiff’s proofs from the two different components of the 
novelty knife trade. The ultimate customer, in the advertising specialty 
trade, purchases the knife in quantities as give-away items, while the ulti- 
mate customer in the carded goods or retail trade is the ultimate user. In 
the advertising trade, maker identification is withheld from the customer ; 
otherwise, the quantity he purchases might allow the advertising customer 
to shortcut the jobber by dealing directly with the manufacturer. 

To meet the obviously heavy burden of showing secondary meaning in 
a market which by trade custom conceals the manufacturer’s name, the 
plaintiff can rely on only the National Business Gifts Co. correspondence, 
the Trixie Co. correspondence, and on the surveys which relate to the 
carded goods or retail trade. In the course of the correspondence National 
wrote the plaintiff, “We did not find this [the Defendants’ knife] in the 
catalogue, but are sure you make it.” 

Although the National letter is admissible over the defendants’ hearsay 
objections for it is not offered to establish the truth of its assertions 
S. C. Johnson & Son v. Johnson, 28 F.Supp. 744, 749, 42 USPQ 507, 511 
(29 TMR 543), it clearly does not meet the burden required by the Lander 
ease, supra. As a letter from a jobber it is relevant, but it is only indirectly 
evidence of customer confusion. Parfumerie Roger & Gallet v. M. C. M. Co., 
24 F.2d 698, 699 (18 TMR 139). Evidence of confusion under some circum- 
stances may form the basis for an inference of the presence of secondary 
meaning, Nims, Unfair Competition and Trademarks (4th Ed.) See. 331, 
but in the context of the advertising specialty trade, where the source is 
intentionally concealed, National's comment that “We are sure you make it” 
falls well short of establishing either that the appearance of the product 
identifies the source or that the purchasers are at all moved to buy the 
knife because of its source. There being no showing of secondary meaning 
in the advertising specialty trade, there is no need to consider other 
evidence of customer confusion, for the plaintiff, as noted, cannot prevail 
without a showing of secondary meaning. Algren Watch Findings Co. v. 
Kalinsky, 197 F.2d 69, 72, 93 USPQ 490, 492; General Time Instruments 
Corp. v. United States Time Corp. supra, at 854-855, 76 USPQ at 212 (38 
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TMR 172); Lucien Lelong, Inc. v. Lander Co., supra, at 396, 75 USPQ 
at 302 (38 TMR 57). 

In the retail trade, the new evidence which the plaintiff supplies is the 
Dunrite Service Poll and the Trixie Co.’s inclusion of two of the defendants’ 
knives with ninety-one of the plaintiff’s knives returned for credit. Here 
again, both items are admissible despite the defendants’ hearsay objections. 
6 Wigmore, Evidence (3rd Ed.) Section 1776. And as showing jobber and 
retailer confusion they tend to establish customer confusion, Parfumerie 
Roger & Gallet v. M. C. M. Co., supra, at 699, which in turn is relevant to 
the secondary meaning required. Although relevant, The Trixie Co. action 
and the poll are of little weight. Both tend to show confusion which is 
only indirectly related to the necessary showing of secondary meaning in 
customer market. Overlooking the somewhat unscientific selective tech- 
niques, see Note, 66 Harvard Law Review 498, the poll shows that six 
retailers identified the defendants’ knife as the plaintiff’s product. But 
the interviewer displayed the knife so that defendants’ name on the knife 
and ecard from which it is usually sold were not visible. However, when 
the ultimate customer purchases from the retailer the name of the Lighter 
Corporation will be visible on the knife and the ecard, which, it should 
be noted, also now carries a new tradename, BUDpy BOY. This identification 
tends to insulate any retailer confusion from carrying over to the retailers’ 
customers. Here again, these two items of proof do not show the needed 


type of source association and that the public is moved in any degree to 
buy the knife because of its source. The poll and the communications from 
jobbers obviously relate to market conditions after the defendants’ knives 
came on the market, for they purport to show confusion between the two 


products, and thereby give the plaintiff’s product a secondary meaning. 
But secondary meaning, under the Lander case, must be established as of 
the time of the defendants’ entry into the market. This dilutes the strength 
of the new evidence, as does other new evidence that plaintiff’s knife was 
sold to kit manufacturers who sold and distributed it, under their own 
names, as a unit. The later would tend to detract from any public recogni- 
tion of the product as emanating “if not * * * by name at least from a 
single, though anonymous, maker,” Shredded Wheat v. Humphrey Cornell 
Co., 250 F. 960, 963 (8 TMR 369). 

The limited evidence of trade confusion—particularly in the absence 
of any direct evidence that the main significance of the plaintiff’s knife in 
its marketing dress is the significance of product and producer, and in view 
of the fact that the plaintiff’s knife had been marketed less than six 
months when the defendants put on the market the enjoined knife and less 
than a year and a half when the defendants began making and selling its 
new knife—is insufficient to show secondary meaning. The plaintiff has 
not sustained its burden of proving that an appreciable number of ordi- 
narily prudent purchasers are confused as to the source of origin of the 
goods or are likely to be so confused. 
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Therefore, in neither trade is the proof sufficient to show the ultimate 
purchasing power has affixed the necessary secondary meaning to the plain- 
tiff’s product. Consequently, the plaintiff must fail in its request for a 
further injunction. Algren Watch Findings Co. v. Kalinsky, supra, General 
Time Instruments Corp. v. United States Time Corp., supra, Lucien Lelong 
Inc. v. Lander Co., supra. 

The plaintiff also argues that the simulation of a patented feature, 
independent of secondary meaning, is actionable unfair competition. The 
plaintiff’s reliance on Ely-Norris Safe Co. v. Mosler Co., 7 F.2d 603, 604 
(15 TMR 515), for this proposition is misplaced, Mosler, aside from the 
fact that the case was reversed by the Supreme Court, 273 U.S. 132 (17 
TMR 114) (1927), and that the plaintiff lost on re-trial, 62 F.2d 524, 16 
USPQ 328, is not applicable unless there is a showing that the defendants 
represented the indentation, previously described, as the patented device. 
In Mosler, the defendant made safes without an explosion chamber, but 
put a metal band around the door at a place where the plaintiff’s safe had 
a patented safety chamber and the defendant falsely told its customers thaf 
its band was employed to cover and close an explosion chamber. In the 
ease at bar, there is no evidence that the defendants made any representa- 
tion that the indentation on the new knife was the integral spring detent 
feature on which the plaintiff has a patent. It appears somewhat likely 
that the defendants included the indentation in the design of the new knife 
with the intention of making it as similar as possible to the plaintiff’s knife 
without running afoul of the injunction, for the defendants’ claim that the 
indentation is a functional feature cannot be accepted. Although the sample 
knife with the cutaway section, Exhibit 15, shows that the obverse of the 
indentation, i.e. the protuberance in the inside bottom of the case, serves to 
prevent the knife-blade from going too far down into the case when closed, 
a careful examination of the samples not specially prepared for this pur- 
pose, Exhibits FA, FD and FG, shows that the indentation does not contact 
the blade of the knife or perform any function. However, the defendants’ 
intention to get as close as possible to the plaintiff’s knife and still avoid 
the enjoined design is not in itself enough to find customer confusion al- 
though it is relevant to the matter of such confusion. Maternally Yours v. 
Your Maternity Shop, 234 F.2d 538, 110 USPQ 462 (46 TMR 1509). The 
Mosler doctrine, although perhaps available to support the action on the 
initial injunction, is no basis for further injunctive relief. 

Due regard for the principles of a free and competitive economy 
requires that the defendants have a right to the benefit of the public’s 
desire for a product even if the desire for the product was created by the 
plaintiff. As Justice Holmes noted while on the Supreme Judicial Court 
of Massachusetts, “The only thing it [the defendant] has not the right to 
steal is the good will attaching to the plaintiff’s personality, the benefit 
of the public’s desire to have goods made by the plaintiff.” Flagg Mfg. Co. 
v. Holway, 178 Mass. 83, 59 N.E. 667 (emphasis added). 
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The initial injunction restrained the defendants from “imitating or 
copying the identifying non-functional features and forms of plaintiff’s 
said knife” in addition to enjoining the defendants from palming off and 
falsely claiming ownership or rights under a patent issued to the plaintiff. 
There being no claim that the defendants have made false claims nor 
engaged in actual palming off since the injunction, only the “imitating or 
copying” element of the injunction is brought into focus on the plaintiff’s 
claim for contempt relief. 

For the purpose of determining the presence of a contempt, this court 
uses the same measure as it uses in deciding whether or not a supplemental 
temporary injunction should issue, and that is whether the defendants’ 
new knife would have been enjoined by the court in July, 1957, if it had 
been before the court at that time. Armstrong v. DeForest Radio T. & T. 
Co., 10 F.2d 727. 

The plaintiff, citing various sections of Nims’ treatise, argues that one 
found guilty of unfair competition must do more than show how close he 
can with safety come to the appearance of the enjoined item. Most of the 
authorities cited by Nims are either trademark cases or cases in state 
jurisdictions not concerned with this litigation. Reliance on Rymer v. 
Anchor Stove & Range Co., 70 F.2d 386, 389, 21 USPQ 300, 303 (24 TMR 
269), is misplaced. This is the one general appearance case cited by the 
plaintiff. In that case the plaintiff altered its initial product, which had 
acquired a secondary meaning, in order to avoid the unfair competition 
which resulted when the defendant imitated the first product. The plain- 
tiff’s second product had as yet acquired no secondary meaning. The Sixth 
Circuit sustained an injunction compelling a specific indication of the 
origin of the defendant’s imitating product. The display of the defendant 
manufacturer’s name, which was ordered, was no greater than what that 
defendant had already undertaken to provide. This, of course, does not 
sustain the plaintiff’s position in the case at bar, where a different issue 
is at stake. Furthermore, within the areas cited in Nims, it is clear that the 
learned writer considers that the same standard applies in contempt cases 
as governs the issuance of a supplemental injunction: 


“When decrees in trademark infringement and unfair competition 
cases are interpreted in contempt proceedings, the rules applied are 
substantially those which govern the issuance of decrees.” 2 Nims, 
Unfair Competition and Trademarks, page 1188. 

“It is not contempt of court to continue to use a name or other 
trade symbol which was in use at the time that an injunction was 
granted, but was not enjoined.” 2 Nims, Unfair Competition and 
Trademarks, page 1181. 


From the foregoing discussion it is apparent that the defendants’ new 
knife would not have been enjoined had it been before the court at the 
July, 1957, hearing, although the needless inclusion of the indentation in the 
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the back of the defendants’ new knife indicates that the defendants have 
the intention to mislead to the extent that they can get away with it. The 
defendants also have not thought it necessary to restrain themselves from 
apparently trying to mislead the court in presenting testimony in court. 
When questioned about sales of knives to the North Carolina Life Ins. Co., 
the following testimony was given by the witness, Mr. Britton: 


“The Court: Perhaps that should go on the record. Mr. Britton, 
you understand you are still under oath? 

“Mr. Earnest C. Britton: Yes, Your Honor, I do. 

“The Court: And you understand the question, whether or not 
you had made any knives and imprinted them with the name of the 
Carolina Life Ins. Co.? 

“Mr. Britton: I did understand the question, Your Honor. 

“The Court: And your answer to the question is that you had 
never made any such knives? 

“Mr. Britton: That is correct. 

“The Court: Or imprinted any of your knives with that name? 

“Mr. Britton: That is correct, Your Honor.” 


Hearing of Monday, March 31, 1958, Transcript page 282. 

Since the hearing on March 31, 1958 at which this testimony was given, 
the plaintiff has presented copies of letters which remain uncontroverted 
by the defendants which show that orders for a knife of the BUDDY BOY 


design had been accepted by the defendants on March 17, 1958 and were 
then pending for the North Carolina Life Ins. Co. It is difficult to believe 
that the defendant, Britton, and the other defendants did not know of 
Britton’s testimony and of the sales agreement. But the plaintiff must 
prove its own case and cannot rely on weaknesses in the defendants’ case. 
The plaintiff has failed to prove that there is a basis for either a supple- 
mental injunction or a citation for contempt. 
The motion is denied. 
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IN RE C. B. DONALD COMPANY 


Trademark Trial and Appeal Board — August 27, 1959 


1.15—TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 5 
2.18—REGISTRABILITY—LICENSES 
2.2.4—-REGISTRABILITY—RELATED COMPANY USE 
18.—LICENSES 
Applicant’s petition for reconsideration of application for trademark registra- 
tion denied ; Section 5 is inapplicable in this case. 


Petition for reconsideration by C. B. Donald Company denied. 
See 48 TMR 1028, 49 TMR 768. 


Mark W. Gehan, for applicant. 


Before LEEDS, WALDSTREICHER and LEFKOWITZ, Members. 


LEEDS, Member: 

Applicant’s petition for reconsideration has been carefully studied, 
and although all of the arguments presented therein were taken into con- 
sideration prior to the decision of July 31, 1959, the following comments 
are appropriate. 

Section 5 of the Act provides that “when a mark is used by a related 
company,” ete. This necessarily presupposes that there is a mark in 
existence before it can be permitted to be used by a related company. 

A mark comes into existence when it is used on goods (or in connection 
with services), and the user of the mark—the person whose goods the 
mark identifies—necessarily becomes its owner. 

Section 5 is inapplicable in cases such as this where applicant did not 
own the term which it ostensibly “permitted” Happy Hour Ine. to use; 
and there is no showing that applicant enjoyed any right of ownership or 
that the term identified and distinguished applicant’s goods. 

The decision is not, as contended by applicant, contrary to Rule 2.38, 
since that Rule merely envisages a situation where there is a mark in 
existence as a result of use by a subsidiary company for example, which, 
by reason of the parent-subsidiary relationship, inures to the benefit of a 
parent-applicant. 

The petition is denied. 
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NATIONAL LEAD COMPANY v. MICHIGAN BULB COMPANY, 
doing business as GARDEN SPECIALTIES CO. 


No. 34,199 — Commissioner of Patents — January 15, 1959 
— 120 USPQ 115 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Application to register DUTCH Boy and design of profile of Dutch boy for flower 
bulbs and opposed by registrant of DUTCH BOY and representation of Dutch boy 
for paints and painting supplies. Examiner dismissed opposition but refused reg- 
istration on grounds of applicant’s misrepresentations. Record shows long use of 
DUTCH BOY by opposer and substantial sales and advertising. Opposer, as part of 
its promotion activities, gave packages of seeds to potential customers of its dealers 
and many of opposer’s paint dealers also sell seeds and garden supplies. Purchasers 
are likely to think that “Famous Dutch Boy bulbs” are associated with the famous 
DUTCH BOY paint mark. Opposition sustained. 
2.19—REGISTRABILITY—MISREPRESENTATION 
Record shows F.T.C. cease and desist orders directed to applicant’s principal 
and also charges by Better Business Bureau regarding false representations and 
poor quality but since acts antedate applicant’s first use of DUTCH BOY and do not 
involve mark applicant is not estopped from asserting registrable rights. 
2.15—REGISTRABILITY—GEOGRAPHIC TERMS 
If DUTCH BOY is used on bulbs imported from Holland it is primarily geo- 
graphically descriptive, and then if bulbs are not from Holland DUTCH Boy is 
deceptive. Application should be reexamined on this issue. 


Opposition proceeding by National Lead Company v. Michigan Bulb 
Company, doing business as Garden Specialties Co., application Serial No. 
665,841 filed May 6, 1954. Both parties appeal from decision of Examiner 
of Interferences dismissing opposition but refusing registration. Reversed. 

See also 47 TMR 1134. 


Charles F. Kaegebehn and Milton Handler, of New York, N. Y., for National 

Lead Company. 

Mann, Brown & McWilliams, of Chicago, [llinois, for Michigan Bulb Com- 
pany. 
LEEDs, Assistant Commissioner. 

An application has been filed by Michigan Bulb Company, a Michigan 
corporation doing business as Garden Specialties Co., to register DUTCH BOY, 
with an illustration of the profile of a standing Dutch boy, for flower bulbs, 
use since September 1, 1953 being asserted. 

Registration has been opposed by National Lead Company, registrant 
of puTcH Boy, and of the representation of a Dutch boy, and of a com- 
bination of the two, for paint products, and leads, oils and primers for use 
with paints;? paint brushes ;*? linseed meal used as stock feed;* lead and 


1. Reg. No. 62,136, issued Apr. 23, 1907, renewed twice; Reg. No. 121,318, issued 
Apr. 23, 1918, renewed twice; Reg. No. 121,319, issued Apr. 23, 1918, renewed twice; 
Reg. No. 351,264, issued Oct. 26, 1937, renewed. 

2. Reg. No. 383,644, issued Dec. 17, 1940; and Reg. No. 383,848, issued Dec. 24, 
1940. 

3. Reg. No. 390,280, issued Sept. 16, 1941; and Reg. No. 390,603, issued Sept. 30, 
1941. 
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barium chemicals, organic derivatives of bentonite, and tinning compounds ;* 
solder and bearing metals, and lead and lead alloys and zine and zinc alloys.° 

The Examiner of Interferences dismissed the opposition and refused 
registration on the ground that applicant’s misrepresentations as to the 
nature and quality of its bulbs estopped it from asserting registrable rights 
in the mark presented for registration. Both parties have appealed. 

The record shows that opposer has used its DUTCH BOY marks since 
1907, and during the period 1914-1954 in excess of one billion two hundred 
million dollars worth of products were sold under the marks. During the 
fifteen year period 1941-1955 opposer’s own advertising expenditures aver- 
aged about a million dollars annually, and its dealers’ expenditures during 
the period approximated a total of a million two hundred thousand dollars. 
All modern advertising media have been utilized. Color charts are dis- 
tributed to consumers at the rate of about a half million annually, and 
various circulars and ecards are distributed generally at a rate of up to a 
million annually. 

Opposer’s marks are indeed well-known to the trade and public alike. 

The record also shows that prior to October 26, 1954, the date of publi- 
cation of the applicant’s mark in the Official Gazette, opposer had planned 
a promotion program of giving away flower seeds through its dealers to 
potential purchasers of puTcH Boy products. Prior to such publication date, 
opposer had ordered a quarter million packets of such seeds, and they were 
distributed during the spring of 1955. By October of 1955, some 800,000 
packets of seeds had been given away. Each packet of seeds featured 
prominently the DUTCH Boy word mark and a picture of a Dutch boy, and 
included the statement “Compliments of your Dutch Boy Dealer,” with a 
blank space for stamping the dealer’s name on the packet. Opposer fur- 
nished to its dealers store banners, circulars for mailing, copy for radio 
announcements and mats advertising “Get your Dutch Boy seeds’; and 
during 1955 a million postcards were mailed to consumers telling them of 
the availability of the seeds. 

Opposer’s paint products are sold through some five thousand local 
outlets, including hardware stores, feed stores, drug stores, general mer- 
chandise stores and department stores; and fifty to sixty percent of opposer’s 
dealers handle seeds, bulbs, garden implements and other garden supplies. 

Applicant’s president testified that the trademark DUTCH BOY was 
chosen because it “was suggested by the country of origin of the bulbs” 
and that “Most of the growers that furnish bulbs sold in the United States, 
regardless of country are of Dutch descent,” adding, “There is a large 
tulip festival held at Holland, Michigan, right near Grand Rapids, every 
year, in which the Dutch customs, Dutch uniforms, are featured and given 


4. Reg. No. 382,145, issued Oct. 15, 1940; Reg. No. 382,508, issued Oct. 29, 1940; 
Reg. No. 423,844, issued Sept. 10, 1946; Reg. No. 563,902, issued Sept. 9, 1952; and 
Reg. No. 570,611, issued Feb. 17, 1953. 

5. Reg. No. 120,770, issued Mar. 5, 1918, renewed twice; Reg. No. 377,422, issued 
May 7, 1940; and Reg. No. 392,128, issued Dec. 9, 1941. 
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national publicity.” The witness further testified that about ninety percent 
of the bulbs sold under the mark are imported from Holland. According to 
the witness, applicant sells tulip, hyacinth, Dutch iris, crocus, daffodil, 
gladiolus and dahlia bulbs; and though some of the gladiolus and dahlia 
bulbs are not imported, they are propagated from stock which originally 
was brought from Holland. 

It appears from the record that Michigan Bulb Company conducts a 
mail order business in nursery stock, bulbs, plants and trees and that it 
uses no trademark in connection with its sales. Garden Specialties Co. is 
“an assumed name of the Michigan Bulb Company,” according to the 
record, and it sells bulbs through drug stores, food stores and variety stores, 
and through schools whose students sell house-to-house. Applicant has 
referred to its bulbs in circulars as “Famous Dutch Boy bulbs,” but there 
is nothing in the record to support a claim that the bulbs are famous. The 
reason for making the claim does not appear. 

It is common knowledge that spring painting and spring planting are 
associated in the public mind—naturally, and as a result of the annual 
“Clean up, paint up, plant up” campaigns sponsored by service organiza- 
tions in innumerable communities. Since flower bulbs and paints are very 
often sold in the same retail outlets to the same average purchasers, it seems 
to me that potential purchasers of pUTcH Boy bulbs—characterized by 
applicant as “Famous Dutch boy bulbs’’—are quite likely to associate them 
with paints sold under the well-known or “famous” trademark DUTCH BOY 
and attribute common source or common sponsorship to the two types of 
products. This is especially so in situations where, as here, at least one 
competitor of opposer has distributed flower bulbs as premiums with its 
paint products, and opposer, before it knew of applicant’s use of DUTCH 
BOY on bulbs, entered into a program for distribution of flower seeds in 
association with its DUTCH Boy mark. And even though applicant does not 
presently sell its bulbs through retail outlets handling opposer’s products, 
it does sell through some of the same type of outlets. 

The record here leads to a conclusion that purchaser confusion is 
likely, and registration to applicant would therefore be inconsistent with, 
and damaging to, opposer’s superior rights. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is sustained. 

The Examiner of Interferences refused registration to applicant on the 
ground that applicant was estopped from asserting registrable rights in its 
mark because of its misrepresentations as to the nature and quality of the 
bulbs sold under the mark. It is true that the record contains certified 
copies of certain stipulations with, and cease and desist orders of, the 
Federal Trade Commission in connection with certain misrepresentations 
made by Michigan Bulb Company in the conduct of its mail order business ; 
and the record also contains certain reports of the National Better Business 
Bureau concerning the failure of Michigan Bulb Company’s bulbs to be as 
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represented in advertising. These stipulations, orders and reports, however, 
deal with matters which antedate applicant’s asserted first use of DUTCH BOY 
as a trademark, and they deal only with the mail order business of Michigan 
Bulb Company rather than with the business conducted by that company 
doing business as Garden Specialties Co. A complaint issued by the Federal 
Trade Commission which lists Garden Specialties Co. as one of four 
“assumed names” of the corporation, Michigan Bulb Company, has not 
been finally determined, but at no place in the complaint does it appear 
that it is directed against the business conducted under the trademark 
DUTCH BOY. There is nothing in the record to support the finding of the 
Examiner of Interferences that applicant is estopped from asserting regis- 
trable rights because of misrepresentation, and his decision in this regard is 
reversed. 

There is one thing not considered by the Examiner of Interferences, 
however, which requires consideration and that is the nature of applicant’s 
mark when applied to the goods. Holland—or the Netherlands—is noted 
for the production of fine bulbs of all kinds—tulips, crocuses, daffodils, 
hyacinths, gladioli and dahlias. If DuTcH Boy is used on bulbs imported 
from Holland, the word DUTCH is primarily geographically descriptive of 
the goods; and if DUTCH Boy is used on bulbs not imported from Holland, 
it is deceptive. In the event applicant finally prevails herein, registration 
will be withheld pending reexamination by the Examiner of Trademarks 
in the light of this decision. 





Part Ill 


KITCHENS OF SARA LEE, INC. v. NIFTY FOODS CORPORATION et al. 


(C.A. 2, 5/7/59) 121 USPQ 359 


7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF 
GOODS 

7.214—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE 
DESIGNATION OF ORIGIN 


While infringement of copyright existed in pictures of cakes on defen- 
dant’s labels, similarity in shape of pans, type of cake, and pictures of cake 
on cover afford no proof from which inference can be drawn that defen- 
dant’s labels are likely to cause confusion as to source, trademarks being 
dissimilar and displayed against different colored backgrounds on which 
drawings between words bore no resemblance. 


9.—STATE STATUTES 
Trademark infringement or unfair competition, pre-requisite for vio- 
lation of New York General Business Law, Section 368-c, subd. 3, is lacking. 


7.223—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—ATTORNEYS’ 
FEES 


Attorneys’ fees and costs not granted to either party on appeal, the 
ease being complex and the appeal having been brought in good faith. 
Case below reported at 48 TMR 826. 


STONE MANUFACTURING CO. et al. v. MOLDCAST 
PRODUCTS, INC. et al. 


(D.C. New Jersey, 5/15/59) 121 USPQ 342 


7.212—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF 
GOODS 
25—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 


2 
7 


.26—REMEDIES—UNFAIR COMPETITION—NAMES—PATENTED ARTICLES 


Injunction granted against course of conduct deriving economic advan- 
tage from plaintiff’s ingenuity, including copying plaintiff’s product, cov- 
ered by design patent, where likelihood of confusion, supported by indica- 
tion of actual confusion, exists. Establishment of secondary meaning 
unnecessary. 
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UNISTRUT CORPORATION et al. v. POWER et al. 
(D.C. Mass. 12/18/58) 121 USPQ 381 


Marks Products 
UNISTRUT (Plaintiff) Metal framing system 
POWER-STRUT (Defendant) Metal framing system 


7.114—REMEDIES—INFRINGEMENT—BASIS OF RELIEF—DESCRIPTIVE 
TERMS 
STRUT being a generic term describing product of both parties, no 
infringement exists in its use as part of trademark, the marks as a whole 
being clearly distinguished in appearance, sound and meaning—especially 
where others use same term in similar combination with corporate or other 
descriptive term for products serving same function. 


7.221—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—IN GENERAL 
7.23—REMEDIES—UNFAIR COMPETITION—EVIDENCE 
9.—STATE STATUTES 


Listing of equivalent parts numbers, creating impression that defen- 
dant’s parts were merely a less expensive line of plaintiff’s, and listing by 
defendant of plaintiff’s firm name in telephone directory, coupled with 
proven instances of customers believing defendant’s products to be plain- 
tiff’s, amounted to calculated plan to steal plaintiff’s good will, and consti- 
tuted unfair competition within purview of Massachusetts law. 


SANITIZED, INC. v. S. C. JOHNSON & SON, INC. 


(D.C., $.D.N.Y. 2/18/59) 121 USPQ 447 


8.2—COURTS—PLEADING AND PRACTICE 
8.4—COURTS—MOTIONS 


Defendant’s motion for summary judgment denied ; trademark validity 
and infringement can rarely be determined satisfactorily on a motion for 
summary judgment. 

Motion to strike affirmative defense involving allegation that plaintiff 
uses trademark to violate anti-trust laws denied, since such use may con- 
stitute unclean hands disentitling plaintiff to relief. 

Counterclaim alleging solely belief that defendant will be damaged by 
plaintiff’s registration is stricken as failing to state a claim upon which 
cancellation of registration may be granted by court. 

Counterclaim alleging merely that plaintiff is liable to defendant under 
Sections 38 and 43(a) of the Trademark Act of 1946 is insufficient to give 
notice of nature of claim; motion to make counterclaim more definite and 
certain granted. 
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DELL PUBLISHING CO., INC. v. STANLEY PUBLICATIONS, INC. 
(N.Y. Sup. Ct., Spec. Term, N.Y. Co. 5/21/59) 121 USPQ 474 


7.24—REMEDIES—UNFAIR COMPETITION—DEFENSES 
Marks Products 

MODERN ROMANCES (Plaintiff ) Magazines 

MODERN CONFESSIONS (Defendant) Magazines 


Absence of New York State trademark registration by plaintiff does 
not protect defendant in case of unfair competition. 


7.211I—REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Magazine entitled MODERN CONFESSIONS held likely to mislead pur- 

chasers into believing defendant associated with plaintiff’s MODERN GROUP 

magazines, content being similar to plaintiff's MODERN ROMANCES and 

“Romances” being synonymous with “Confessions.” + 

7.222—REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF— 

ACCOUNTING 
7.224—-REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—DAMAGES 


Use of MODERN in defendant’s title MODERN CONFESSIONS enjoined. 
Since only 6 copies were marketed by defendant, with negligible profit, 


accounting is not warranted. 


SEALY, INC. v. SIMMONS CO. 
(CCPA 4/22/59) 121 USPQ 456 


3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Marks Products 

BABY POSTURE (Applicant) Mattresses 

BABY POSTUREPEDIC (Opposer ) Mattresses 


Licensee’s manufacture shown by testimony to be under control and in 
behalf of licensor inures to benefit of licensor despite absence of exact 
terms of license agreement from record. 

Testimony as to date of first use does not require corroboration in 
trademark contest; recollection of opposer’s and its licensee’s officers and 
invoices showing use of mark suffice. 

Inclusion of opposer’s house mark on labels bearing its mark in a 
manner similar to appearance of opposer’s house mark on its labels is not 
germane to question of likelihood of confusion between secondary trade- 
marks, since they may be used at any time without the house marks. 


3.71—REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
POSTURE being suggestive as applied to mattresses precludes such pro- 
tection for opposer’s mark as would be available for an arbitrary term. 
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2.92—REGISTRABILITY—CONFUSING SIMILARITY—DOMINANT 

FEATURES 

Considering marks in their entirety, identity of first four syllables 
with difference only in ultimate syllables pepIc, merchandise being identical, 
raises substantial doubt of likelihood of confusion, to be resolved against 
newcomer. Commissioner’s decision dismissing opposition is reversed. 

Case below reported at 48 TMR 362. 


IN RE COMPAGNIE NATIONALE AIR FRANCE 


(CCPA 4/22/59) 121 USPQ 460 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 
2.27—REGISTRABILITY—SERVICE MARKS 


wal 


SKY-ROOM unregistrable as service mark to identify air transportation 
service, since term connotes particular type of accommodation, absent any 
evidence that public considered term an identifying mark of applicant. 

Case below reported at 48 TMR 87. 


PINK LADY CORPORATION v. L. N. RENAULT & SONS, INC. 


(CCPA 4/22/59) 121 USPQ 465 
.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
73—REGISTRATION PROCEDURE—EVIDENCE 


3 
9 
0 


Marks Products 


PINK LADY and picture of woman (Applicant) Wines 
PINK LADY (Opposer ) Citrus fruits and juices 


Record consisting of pleadings, opposer’s registrations and label and 
applicant’s label, opposer’s burden of proving likelihood of confusion does 
not necessarily require submission of evidence other than registration. 

Symbols identified with words will be given same significance in deter- 


mining likelihood of confusion. 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 

It does not seem unreasonable to assume that goods are likely to be 
sold in the same stores to the same prospective purchasers; if so, there can 
be no doubt that purchaser confusion is likely. Though finding of same 
descriptive properties is no longer required, it is pertinent if it aids in 
determining likelihood of confusion. Assistant Commissioner’s decision 
dismissing the opposition is reversed. 

Case below reported at 48 TMR 383. 





THE TRADEMARK REPORTER Vol. 49 T. MR. 


ETHICON, INC. v. THE SEAMLESS RUBBER COMPANY 
(Com'r 1/15/59) 120 USPQ 114 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Application to register EzON for modified starch dusting powder for 


surgical gloves is opposed by registrant of ETHICON for modified starch 
dusting powder for surgical gloves, as well as for sutures, surgical gauze 
and cotton. Applicant moves to dismiss opposition but since the marks in 
issue are both coined words having no descriptive meaning and the goods 
are competitive the question of confusing similarity is one of fact not to be 


determined summarily. Motion denied. 


WESTERN AUTO SUPPLY COMPANY v. UNITED STATES 
PLYWOOD CORPORATION 


(Com'r 1/16/59) 120 USPQ 121 


2.13—REGISTRABILITY—EVIDENCE 


Applicant seeks to register WIZARD WITH Woop for resin adhesives, 
elues, cements, paints, lacquers and sealers and is opposed by registrant 
of wizARp for many products including paints. Opposer adopted mark 
WIZARD in 1920 and has extended use of mark to wide variety of products, 
which, from 1952, included paints. Applicant, in advertising its FIRZITE and 
WELDWOOD products since 1950, has featured a drawing of a wizard pointing 
to phrases of BE A WIZARD WITH Woop and variations thereof. However, 
the specimens filed with the applications show FIRZITE and WELDWOOD as 
the trademarks. Applicant limited to filing date (August 31, 1953) as date 
of first use. Evidence raises question as to whether WIZARD WITH Woop has 
been used as a trademark, but even trademark use would be inconsistent 
with opposer’s prior rights. Opposition sustained. 


ESSEX WIRE CORPORATION v. EAGLE ELECTRIC MFG. CO., INC. 
(Tm. Bd. 1/14/59) 120 USPQ 123 


}.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


ot 


Applicant seeks to register E-Z WIRE for electric plugs and outlets and 
is opposed by registrant of sx for electrical equipment and sX WIRE PRODUCTS 
(Wire Products being disclaimed) and applicant moves to dismiss. Since 
only similarity between the marks is the descriptive word “Wire” and marks 
have completely different connotations, the motion to dismiss is granted. 
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DAN RIVER MILLS, INCORPORATED v. DANFRA, LTD. 
(Tm. Bd. 1/15/59) 120 USPQ 126 


2.9—REGISTRABILIT Y—CONFUSING SIMILARITY 


Applicant seeks to register DANFRA for men’s wearing apparel and is 
opposed by registrant of series of marks for textiles inclusive of DAN RIVER, 
DAN, DANTWILL, DANTONE, etc. Opposer has advertised its family of marks, 
characterized by use of the prefix DAN, extensively to the trade and public 
and by the use of tags and labels on goods made of its textiles. Evidence 
shows that textiles of opposer are used in making articles of apparel iden- 
tical to those for which applicant seeks registration. DANFRA likely to be 
confused with members of family of DAN marks. Opposition sustained. 


BLACK PANTHER COMPANY, INC. v. COOK CHEMICAL COMPANY 
(Tm. Bd. 1/16/59) 120 USPQ 130 


3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
3.73—REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 


Applicant is presumed to have made use of mark as of the filing date 


of application and opposer must show superior right prior to applicant’s 
filing date, but opposer has failed to discharge its burden of proof. 

Opposer’s request to reopen for additional evidence denied since it 
does not purport to be newly discovered. 


SHELTON CASUALS, INC. v. MAX WIESEN & SONS CO., INC.; 
MAX WIESEN & SONS CO., INC. v. SHELTON CASUALS, INC. 


(Com'r 3/30/59) 121 USPQ 92 


2.2—REGISTRABILITY—ABANDONMENT 


Cross oppositions involving use of STROLLER on women’s dresses. Oppo- 
sition would be sustained if applicant had abandoned exclusive rights by 
acquiescence in descriptive use by others to describe same products. 

Advertisements showing use of STROLLER on men’s coats and on men’s 
sport shirts held irrelevant; on dresses, held not shown to be continuing 
and, since post-dating applicant’s use, not material to issue. 
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NEBRASKA CONSOLIDATED MILLS COMPANY v. PENN 
(Com'r 4/3/59) 121 USPQ 94 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
MOTHER BESSIE’S (Applicant) Pone bread 
MOTHER’S BEST (Opposer ) Prepared mixes, flour 
Opposition dismissed. Sole issue is confusion of marks; one suggests 
“mother,” the other a particular individual. Food products of this type 
are generally not ordered orally. 


RIVAL MANUFACTURING COMPANY v. THE DAZEY CORPORATION 
(Com'r 4/3/59) 121 USPQ 95 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
2.13—REGISTRABILIT Y—EVIDENCE 

Marks Products 
CANARAMIC (Applicant) Can openers 
ICERAMIC Ice crushers 


CAN-O-MAT (Opposer ) Can openers 
ICE-O-MATIC Ice crushers 


Opposition dismissed. Opposer established earlier use of CAN-O-MATIC 
by the public and of family of -o-mat marks. Judicial notice of purchase is 
taken by examination and personal selection; therefore appearance and 
psychological reaction are more important than sound. CAN-O-MATIC sug- 
gests “automatic”; CANARAMIC does not. 


THE FEDERAL TRADE COMMISSION v. BART SCHWARTZ 
INTERNATIONAL TEXTILES, LTD. 


(Tm. Bd. 3/31/59) 121 USPQ 99 


5.1I—CANCELLATION—IN GENERAL 


Petition by F.T.C. to cancel riocco for textile fiber is granted on basis 
of fraud. Registrant knew, but did not reveal to Patent Office that mark 


was used generally in Italy. 
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BYMART-TINTAIR, INC. v. CLAIROL INCORPORATED 
(Tm. Bd. 3/31/59) 121 USPQ 101 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
5.5—CANCELLATION PROCEDURE—EVIDENCE 


Marks Products 
SILVER DIAMOND (Registrant ) Hair tint 


CANARY DIAMOND (Cancellation-Petitioner ) Hair tint 


Petition to cancel granted. Use of house marks with secondary marks 
is not germane to issue of colors. Purchasers are not likely to confuse 
products but could confuse source. 


UNITED PLYWOODS CORPORATION v. CONGOLEUM-NAIRN INC. 
(Tm. Bd. 3/31/59) 121 USPQ 102 


2.25—REGISTRABILITY—RIGHT TO REGISTER 
Marks Products 
CONTURTRIM (United ) Moulding strips 


CONTOUR-TOP (Congoleum) Cabinet tops 


United, at considerable expense, had completed preparations for dis- 
tribution of its product and within few days of Congoleum’s first date of 
use commenced marketing on substantial scale. Congoleum had two small 
“merely experimental” sales to same customer. Held: United had superior 
rights and is entitled to registration. 


IN RE JOYAL AND VAN DALE CO. 
(Tm. Bd. 3/31/59) 121 USPQ 103 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
REDSKIN (Applicant) Shoe laces 
RED SKIN and (Registrant ) Suspenders, garters, and arm 
Indian head design bands 


Registration refused. Products are sold through same retail stores to 
same class of purchasers. 
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NOPCO CHEMICAL COMPANY v. SOCIETE DES PRODUITS NESTLE S.A. 
(Tm. Bd. 3/31/59) 121 USPQ 104 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 


VIFEX (Applicant) Powdered food for strengthen- 
ing food drink 


VITEX (Opposer ) Vitamin concentrate for fortify- 
ing processed foods 
Opposition dismissed. Reputation of opposer’s mark is limited to 
industrial field, although appearing on packages of milk to customers. 
Applicant’s product is for the grocery trade. 


SMITH, KLINE & FRENCH LABORATORIES v. S-K-O LABORATORIES, INC. 


(Tm. Bd. 3/31/59) 121 USPQ 105 
2.10—REGISTRABILITY—CORPORATE AND TRADE NAMES 
Marks Products 
S-K-0 (Applicant ) Headache ete. remedy 
S-K-F (Opposer ) House mark for drugs 
SKF (Opposer ) House mark for drugs 


Opposition sustained. Opposer had long use (50 years) of initials 


of corporate name and wide reputation for drugs including analgesics. 


IN RE THE VYRIL BATH COMPANY 
(Tm. Bd. 3/31/59) 121 USPQ 106 
2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


Registration refused. RADIAL DRAW FORMER for metal forming machines 
is held descriptive, based on applicants’ own use in advertising. 


OUTBOARD, MARINE & MANUFACTURING COMPANY v. HAHN, INC. 


(Com'r 4/8/59) 121 USPQ 146 

2.9—REGISTRABILITY—CONFUSING SIMILARITY 

Marks Products 
POW-R-BOY (Applicant ) Multiple-purpose garden imple- 

ment 

LAWN-BOY (Opposer ) Lawn mower 

Opposition dismissed. Opposer proved earlier use and extensive adver- 
tising. Applicant proved prior use of HI-Boy on farm sprayer. The record 
showed other -Boy marks in field. Marks were distinguished on the basis 
of associations stimulated by marks, differences in products, cost of items 
and care exercised in purchasing products. 
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CLARK EQUIPMENT COMPANY v. OTIS ELEVATOR COMPANY 
(assignee of THE BAKER-RAULANG COMPANY) 


(Com'r 4/8/59) 121 USPQ 147 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 


YARDLOADER (Applicant ) Vehicle-mounted material loader 
YARDLIFT Powered fork truck 

TRUCLOADER (Opposer ) Power truck 

CARLOADER Motor truck 

PLANELOADER ork truck 


Opposition dismissed. Applicant owned HyY-LIFT, SHOVELOADER and 
TRAVELOADER for similar trucks. Marks were distinguished on basis of 
suggestiveness and character of marks (type designation). purchase of 
items by specification and care exercised in purchasing. 


IN RE EMPIRE MANUFACTURING & DISTRIBUTING COMPANY, INC. 
(Tm. Bd. 4/9/59) 121 USPQ 154 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Marks Products 
TWINKLE CRAFT FASHIONS (Applicant) Children’s dresses, etc. 
(C in “eraft” representation of 
quarter moon with a star above 
and below) 
BRIGHT AS (star) THE STARS (Registrant) Children’s dresses 
TWINKLE 


Registration was refused on the basis of inevitable confusion. 
5 


JOHNSON PUBLISHING COMPANY, INC. v. SUTTON COSMETICS, INC. 
(Tm. Bd. 4/9/59) 121 USPQ 155 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 


Marks Products 
EBONY (Applicant) Cosmetics, toilet preparations 
EBONY (Opposer ) Periodical 


Opposition dismissed. No evidence, other than registration, and no 
brief has been submitted by opposer. In view of nature of marks and dif- 
ferences in goods involved, it was held that confusion was unlikely. (Ed. 
note EBONY is a magazine for the colored trade. ) 
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IN RE BOYER INTERNATIONAL LABORATORIES, INCORPORATED 
(Tm. Bd. 4/10/59) 121 USPQ 155 (Case 2) 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


HAIR ARRANGER CREW WAX was held registrable for hair grooming 
preparation if CREW WAX was disclaimed. The Board stated that HaIR 
ARRANGER had a somewhat nebulous suggestive connotation but was regis- 


trable. 


IN RE THE NEASDEN OIL COMPANY, LIMITED 
(Tm. Bd. 4/10/59) 121 USPQ 156 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Products 


Marks 
Lubricating oil 


(Applicant ) 


DEX TROL 
(Registrant) Lubricating oil 


DECTOL 
Registration refused. The Board held that the marks, considered in 


their entireties and applied to identical goods, are confusingly similar. 


SHAMROCK KNITTING MILLS, INC. v. LIBERTY HOSIERY MILLS, INC. 
(Tm. Bd. 4/10/59) 121 USPQ 157 


5.6—CANCELLATION PROCEDURE—PLEADING AND PRACTICE 


Petition to cancel SHAMROCK on hosiery granted. Petitioner established 
earlier use than registration and extensive advertising. Respondent took 


no testimony and was held to its filing date. 


GENERAL MILLS, INC. v. MAIZE INDUSTRIES 
(Tm. Bd. 4/10/59) 121 USPQ 157 (Case 2) 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
Products 

Corn chips 

Cereal products (breakfast) 


Marks 


KOR-NIKS (Applicant ) 


CORN KIX (Opposer ) 


Opposer had very extensively advertised. Recipes on opposer’s box 


suggested CHEESE KIX, KIX TING-A-LINGS, and KIX KONES as names for 
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snack items. Applicant’s product was sold as snack item. The Board stated 
that CORN KIX remained a breakfast cereal despite snack suggestions, there- 
fore, there were differences in the goods of the parties. After noting that 
the initial portions of the marks possess merely a descriptive significance, 
the Board dismissed the opposition. 


IN RE AEROQUIP CORPORATION 
(Tm. Bd. 4/10/59) 121 USPQ 158 


2.1I—REGISTRABILITY—DESCRIPTIVE TERMS 


Registration refused. The Board held that SOCKETLEss as applied to 
a push-type hose fitting having no socket was merely descriptive of the 
goods. 


FISHERMEN’S WHARF MERCHANTS ASSOCIATION, INC. v. 
DAIICHI BUSSAN KAISHA, LTD. 


(Tm. Bd. 4/10/59) 121 USPQ 159 
3.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Marks Products 


FISHERMAN’S WHARF (Applicant ) Swordfish steaks 


FISHERMAN’S WHARF (Opposer ) Promoting sea food products by 
members of trade association 


Applicant denied allegations of notice of opposition and opposer filed 
no proofs. The notice of opposition was dismissed. 


FULLER PRODUCTS CO. v. THE FULLER BRUSH COMPANY 
(Tm. Bd. 5/8/59) 121 USPQ 327 


2.9—REGISTRABILITY—CONFUSING SIMILARITY 
5.4—CANCELLATION PROCEDURE—DEFENSES 


Marks Products 
FULLER (Registrant ) Vitamin food supplement 


FULLER’S (Cancellation-Petitioner ) Vitamins 


Petition for cancellation dismissed. Petitioner is prior user of mark 
for vitamins; however, issue is not merely priority of use on particular 
product but whether petitioner’s rights in mark are superior to registrant’s. 
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“In the particular field of door to door selling of a wide variety of house- 
hold products, respondent is the prior user of FULLER and the use thereof 
for vitamins is but a natural expansion of such business. There can be 
no doubt that in the field of door to door selling, respondent’s mark FULLER 
is a celebrated mark and it seems apparent that the purchasing public 
would associate FULLER’s vitamins with respondent” (p. 328). 


PIEDMONT SHIRT CO. v. HICKERSON, doing business as 
CROW WING GARMENTS 


(Tm. Bd. 5/11/59) 121 USPQ 354 


.I—REGISTRABILITY—CONFUSING SIMILARITY 
.72—REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


” 
” 
o 


Marks Products 


CROW WING and design (Applicant ) Men’s and women’s work, sports 
and casual jackets, and jackets 
to be worn by the clergy. 


WINGS (Opposer ) Men’s underwear, pajamas, and 
neckties; men’s shirts, collars 
and cuffs; all-weather type 
caps for men, boys and girls. 


Opposition dismissed, marks being distinguished in sound and appear- 
ance, and goods by specific differences. Presentation in rebuttal period of 
evidence of opposer’s use refused consideration, since it supports opposer’s 
pleading rather than rebutting applicant’s proofs. 


BUTY WAVE PRODUCTS CO. v. SHAFFER 
(Tm. Bd. 5/13/59) 121 USPQ 355 


2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 
FAIRY PRINCESS (Applicant ) Cosmeties 
FAIRY PRINCESS (Opposer ) Professional cold waving solu- 

tion 

Dismissal of opposition sustained on reconsideration. Confusion un- 
likely. Applicant’s use being for consumer cosmetics, while opposer’s long 
use had been limited to professional hair waving solution, not advertised 
or promoted to general public. 
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S. C. JOHNSON AND SON, INC. v. MOULTILE, INCORPORATED 
(Com'r 5/28/59) 121 USPQ 466 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 
Marks Products 
JUBILEE ! (Applicant ) Asphalt floor tile 


JUBILEE (Opposer ) Cleaning and polishing composi- 
tion 


Dismissal of opposition sustained since kitchen wax sold by opposer 
under mark is advertised not to be used on floors, making it incumbent 
upon opposer to establish such association by purchasing public of kitchen 


wax and floors as to be confused as to origin of floor tile. 


ALUMATIC CORPORATION OF AMERICA, INC. et al. v. 
THE HOTSTREAM HEATER COMPANY 
(Tm. Bd. 5/22/59) 121 USPQ 468 
2.9—REGISTRABILITY—CONFUSING SIMILARITY 

Marks Products 
ALLUMATIC (Applicant ) Tanks for water heaters 
ALUMATIC (Opposer ) Combination storm and screen 

windows and doors, and alu- 
minum awnings 

There is reasonable likelihood of confusion in use of these substantially 
identical marks since products, though specifically different, are all alu- 
minum products intended for use in home, would have common purchasers, 
and are of such nature that they can be sold in same stores and advertised 
and promoted through same media. Opposition by Alumatie Corporation 
of America sustained. 

Although Alumatic Corporation of America is wholly-owned subsidiary 
of Lamb Industries, Inc., there was no sufficient evidence of use of ALUMATIC 
mark by Lamb or of association of Lamb with Alumatic in public mind. 
Record fails to show any facts from which damage to Lamb can be inferred. 


Its opposition dismissed. 


IN RE CARTER’S RESTAURANTS, INC. 
(Tm. Bd. 5/22/59) 121 USPQ 469 


2.11—REGISTRABILIT Y—DESCRIPTIVE TERMS 
BIG BURGER unregistrable for double deck hamburger sandwiches, being 
merely the name of the goods. 
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IN RE MINKOLEIN COMPANY 
(Tm. Bd. 5/22/59) 121 USPQ 470 


2.11—REGISTRABILITY—DESCRIPTIVE TERMS 


MINKOLEIN refused registration for mink oil as a base for hand creams, 
since MINKOLEIN is equivalent to “mink oil” and hence descriptive of the 
goods. It cannot by mere origination and first use alone acquire a secon- 
dary meaning as an indication of origin as applied to such goods. 


FRANKEL ASSOCIATES, INC. v. D. B. FULLER & CO., INC. 


(Tm. Bd. 5/26/59) 121 USPQ 471 
2.91—REGISTRABILITY—CONFUSING SIMILARITY—CLASS OF GOODS 


Marks Products 


SPOT-LITE (Junior Party ) Rayon and cotton pile metal 
cloth, and woven fabrics of 
glass and synthetic fibres 


SPOTLIGHT (Senior Party) Textile fabrics in the piece of 
cotton, rayon, synthetic fab- 
rics and mixtures thereof 


Interference dissolved, there being no occasion for confusion, since 
junior party’s merchandise are fabrics for draperies, curtains, and wall 
coverings for theaters, night clubs and restaurants, senior party’s fabrics 
being intended exclusively for use in making women’s garments. Goods 
differ in essential characteristics and purposes, and average purchasers are 
not the same. 


GENERAL MOTORS CORPORATION v. MARQUETTE APPLIANCES, INC. 
(Tm. Bd. 5/26/59) 121 USPQ 471 (Case 2) 
2.91—REGISTRABILITY—CONFUSING SIMILARIT Y—CLASS OF GOODS 
Marks Products 


IMPERIAL (Applicant) Refrigerators, freezers and com- 
bination refrigerator-freezers 


IMPERIAL (Opposer ) Refrigerators 


Opposition sustained, opposer having priority in use of same mark, 
applied by applicant to refrigerators, to designate one model of its line of 
FRIGIDAIRE refrigerators. 
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STIM-U-PLANT LABORATORIES, INC. v. SCHERR, doing business as 
ENFIELD SOIL BUILDERS 


(Tm. Bd. 5/26/59) 121 USPQ 472 


2.91—REGISTRABILIT Y—CONFUSING SIMILARITY—CLASS OF GOODS 
2.92—REGISTRABILIT Y—_CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Products 


STIMULAWN (Applicant ) Organic compost 
STIM-U-PLANT (Opposer ) Plant food, and related items 


Opposition sustained. Identical prefix being combined with -LAWN and 
-PLANT which describe object for which products are intended, both marks 
being used for fertilizers assumed to be sold through same channels of 
trade. 


WELLS CARGO INC. v. WELLS FARGO STORAGE CO. 
(Tm. Bd. 5/27/59) 121 USPQ 473 


2.92—REGISTRABILIT Y—CONFUSING SIMILARITY—DOMINANT FEATURES 


Marks Services 


WELLS CARGO (Junior Party) Transportation of freight by 
truck and trailer 


WELLS FARGO (Senior Party) Packing, crating, storage, and 
moving by motor truck, rail, 
air, and water transportation 
of household and other goods. 


Junior party, having established priority, is granted registration, 
since resemblance of marks used in connection with freight transportation 
services is such as to cause confusion. 





